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Colvin et al. 


I Filed: 
I Issued: 


November 23, 1998 


May 23, 2000 
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Art Unit: 
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Supplement to Petition Under 37 C.F.R. § 1.378(b) 


Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 


Sir: 


The above-referenced patent expired for delayed payment of the first 
maintenance fee. 

This supplement is filed to further show to the satisfaction of the Commissioner 
that the delay in payment of the first maintenance fee has been unavoidable to the Patent 
Owner, and that reasonable care was taken by the Patent Owner to insure that timely 
payment of the maintenance fee would be made. 

A Declaration by Todd S. Sharinn, Esq., is being added to Exhibit 7 showing that 
he was an attomey at Pepe & Hazard, LLP, and was responsible for the '160 patent. 
Later, he left Pepe & Hazard, but continued to be responsible for the '160 patent as an 
attomey at Greenberg Traiuig, LLP (Exhibit 8). Further, his responsibility for the '160 
patent ended prior to the time period when the payment of a first maintenance fee was 
due. (See Exhibits 3 and 10, Revocation of Prior Powers of Attomey signed on the behalf 
of the Patent Owner, on March 4, 2003). 
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Also, a response from counsel for Greenberg Traurig, LLP, and associated 
documentation is being added to Exhibit 8 showing the transfer of responsibility from 
Pepe & Hazard, and Todd Sharrin, to Greenberg Traxirig. 

Further, new Exhibit 13 is added to provide relevant MPEP sections on filing 
amendments in a reexamination proceeding on an expired patent, and new Exhibit 14 is 
added showing that Robert E. Krebs of Thelen, Reid & Priest did errantly twice amend 
the original claims of the '160 patent during merged reexamination proceedings. 

Furthermore, the only response received from Thelen, Reid & Priest is being 
added to Exhibit 10. This response includes an engagement letter for representation of 
the Patent Owner, dated July 3, 2001 for litigation services related to the Patent Owner's 
legal action against Medtronic, Inc. The response also includes: an index for patent 
prosecution files sent on September 28, 2006; a file transfer letter and index dated 
October 6, 2006; and a file transfer letter dated November 1, 2006; all of which were 
sent to Sterne, Kessler, Goldstein & Fox, PLLC. Additionally, the response contains a 
letter dated August 14, 2006 from Aubrey Galloway instructing Thelen, Reid & Priest to 
transfer responsibility for all maters relating to the Patent Owner to Sterne, Kessler, 
Goldstein & Fox. Thelen, Reid & Priest's response does not mention their responsibility 
to pay maintenance fees and does not include a copy of their docket records for the '160 
patent maintenance fee payment. 

Thelen, Reid & Priest was granted and held sole and fiiU power in the ' 160 patent 
from March 4, 2003 through August 14, 2006 (Exhibits 3, 9 and 10). This period of time 
covered the time period up until May 23, 2004 for timely paying the first maintenance 
fee, and the entire two-year time period, starting from the date of the '160 patent's 
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expiration, to file a remedial Petition under the unintentional provision (37 CFR 
1, 378(c)); this two-year expiration period ending on May 24, 2006. 

The actions and inactions of Thelen, Reid & Priest, Medtronic 's Reexamination 
Requests, and even the USPTO, led the Patent Owner to beUeve that their '160 patent 
was viable. Not xmtil July 23, 2006 did the Patent Owner first learn that their valuable 
'160 patent had expired. 

Thelen, Reid & Priest erred by preparing and filing amendments to claims of the 
'160 patent in merged Reexamination Nos. 90/006460 & 90/007085 (Exhibit 14). The 
USPTO erred in accepting the January 1 1 and June 20, 2005 amendments to the claims 
of the '160 patent (See Exhibit 13). If the USPTO had properly dismissed the claim 
amendments, pursuant to MPEP 2250-III & 2234 (Exhibit 13), the Patent Owner would 
have been notified and made aware of the '160 patent's expiration, and \mder the 
unintentional provision, timely taken the proper remedial action well before the May 24, 
2006 deadline date to reinstate the '160 patent. Thelen, Reid & Priest failed to discover 
and know that the '160 patent had expired when they prepared and filed amendments to 
the claims in reexamination (See Exhibit 14). It also appears that Thelen, Reid & Priest 
failed to docket the patent for payment of maintenance fees. 

No such opportimity to be made aware of the '160 patent expiration was timely 
afforded to the Patent Owner and, thus, the failure to reinstate the '160 patent by May 24, 
2006 was clearly unavoidable to the Patent Owner. 

As to the "reasonable care" burden of the Patent Owner under 37 CFR L378(b), 
we submit that the Patent Owner fiiUy executed such by continuously taking due care to 
acquire reputable and reliable legal services of law firms and attorneys to be fiiUy 
responsible for, and fully represent their legal rights in, all post-issuance matters 
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concerning their valuable '160 patent property;, which included litigation and 
Reexamination Proceedings conducted by the firm of Thelen, Reid & Priest. 

The Patent Owner fully believed that their valuable legal rights in the '160 patent 
would be justly protected by the attorneys and law firm of Thelen, Reid & Priest, when 
the Patent Owner chose them for representation and executed the Power of Attorney 
dated March 4, 2003 (See Exhibit 9). Unfortunately, such did not occxir and the Patent 
Owner was shocked to learn fi-om another party on July 23, 2006 that their '160 patent 
had expired, which gravely prejudiced post-issuance litigation proceedings and 
negotiations. 

This Supplement has been prepared and is filed with due care of the duty of 
diligence and has only been delayed by the acquisition of Declarations and other facts 
and evidence. 

RespectfiiUy submitted, 
MAIER & MAIER, PLLC 

Timothy J. Maier 

Date: December 1. 2006 

c/o Timothy J. Maier, Esq. 
Maier & Maier, PLLC 
128 N. Pitt St., Second Floor 
Alexandria, VA 223 14 USA 
(703) 740- 8322x101 
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FOR GOOD AND VALUABLE CONSIDERATION, We, STEPHEN COLVIN, 
EUGENE GROSS I, ALLAN KATZ, and PAUL ODDO, of New York in the 
State of New York, New York in the State of New York, Preeport in 
the State of New York, and Preeport in the State of New York; 
respectively, do hereby sell, assign and transfer unto 


QUICKIE, LLC 
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right, title and interest in and to our invention for the 
Improvement in a 


PASSXVB KNOTLBSS SUTURE TERMINATOR FOR USB 
IN MINIMALLY INVASIVE SURGERY AND TO 
FACILITATE STANDABD TISSUE SECURING 

as described and/or claimed in our application for Letters Patent 
of the united States of America, executed concurrently herewith, 
in and for the United States and all foreign countries, the same 
to be held and enjoyed by Assignee, its successors, assigns or 
other legal representatives, to the full ends of the terms for 
which all Letters Patent therefor may be granted. 

AND WE HEREBY AUTHORIZE Assignee to make* application for and 
to receive Letters Patent for said invention in any of said 
countries in its own name, or in our name, at its election. 
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procure £iny further necessary assurance of the title to said 
invention and any Letters Patent which may issue therefor and 
that we will, at any time, upon the request and at the expense of 
Assignee execute and deliver any testimony in any legal 
proceedings and all papers that may be necessary or desirable to 
perfect the title to said invention or any Letters Patent which 
may be greeted therefor in Assignee, its successors, assigns or 
other legal representatives, and that we will, at any time, upon 
the request and at the expense of Assignee execute any additional 
or divisional applications for patents for said invention, or any 
part or parts thereof, and for the issue of any Letters Patent to 
be granted thereon and will make all rightful oaths, and do all 
lawful acts requisite for procuring the same therein, without 
further compensation, but at the expense of Assignee, its 
successors, assigns or other legal representatives. 
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p»h^r.?^»!^ S^T^ AUraORIZB AND REQUEST the Commissioner of 
Patents and Trademarks to issue any and all Letters Pa hoi hZ^^ 
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nR?ri?p f?^""" any division or continuation thereof, to said 
QUICKIE, LLC as sole Assignee » 
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[57] ABSTRACT 

A suture securing apparatus comprising an apparatus body 
having a upper surface, a lower surface, an outer surface, 
and at least one aperture, the aperture having a longitudinal 
axis extending from the upper surface to the lower surfece 
and defining an aperture surf ace, wherein a first longitudinal 
direction and a second longitudinal direction thereof each 
extends along the longimdinal axis in opposite directions, 
the aperture including an integral locking means for engag- 
ing a suture threaded therethrough. 

34 Claims, 6 Drawing Sheets 
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PASSIVE KNOTLESS SUTURE Examples of such replacement apparatus and methods for 

TERMINATOR FOR USE IN MINIMALLY implanting heart valve replacement apparatus have been 

INVASIVE SURGERY AND TO EACIIJTATE disclosed in U.S. Pat. Nos. 4,655,773; 4^64,126; 4,204,283- 

STANDARD TISSUE SECURING 3,898,999; 3.996.623; 3,859.668; 3^34,411; and 5,776.188! 

CTTJT n nx: ttjt? nm/cxmriKr ^ Indeed, apparatus and methods have been disclosed that 

FIELD OF THE INVENTION ^^^^^ ^ ^^^^^^ altogether. For example, U.S. Pat. 

The instant .invention relates to apparatus and systems for 3,143,742 discloses spacing curved pins along the . 

use in securing prosthetics to native tissue or tissue to native circumference of the apparatus to pierce the tissue of the 

tissue in medical procedures. More particularly, this inven- native annulus of the heart at the desired attachment point, 

tion relates to apparatus and systems v/hich facilitate sccur- Unfortunately, due to vagaries in the native tissue, good 

ing the ends of standard sutures which can be used to secure coaptation along a geometrically perfect surface is not 

tissues to native tissue or prosthetic devices to native tissue always possible. 

without requiring activation of the device. Novel technologies have been deployed for the purpose of 

Ti A r^rj> TXTT^ AT? TITO Txn/TJxmnKT h^art valve subcomponents together. U.S. Pat. Nos. 
BACKGROUND OF THE INVENTION is 5,071,431; 4,863.460; and 4.743.253 each use a ductile or 

Suturing is an integral part of surgery. It is used to hold deformable locking ring as a means to bind the various 

tissues together or to secure prosthetics (including but not subcomponents of the heart valve device. However, the 

limited to, heart valve prosthetics, ammloplasty ringp, vas- aforementioned approaches do not avoid the securing of the 

cular grafts, and orthopedic implants) to native tissue. implant to the native tissue without the use of traditional 
Sutures have conventionally been used to fasten such ^ suturing methods. 

implants. The suture material is passed through the native Recently, medical instruments have been developed, 
tissue and then through part of the prosthetic or adjacent which permit surgeons to man^ulate sutures through a small 
native tissue. The two are then drawn and secured together opening. However, these instruments, which provide an 
by tying a knot on the end of the suture. ^ extension between the surgeon's hands and the suture, are 
By way of example, heart valve replacements and pros- cumbersome, thus impeding the surgeon's ability to appro- 
theses have been used for many years and many improve- priately place the suture knot. 

ments in both the functionality and ease of implantation In response to this problem, surgeons have sought alter- 

have been made thereon. More precisely, during conven- natives to conventional knot-tying techniques. Various 

tional heart valve replacement surgery, sutures are placed in sutures and suture terminating devices have been disclosed, 

the aative annuhs after removal of a damaged native valve. The most frequently disclosed among these alternatives is 

Often small pledgets are threaded on the sutures to buttress the use of surgical clips, which are designed to replace suture 

their contact with the native tissue. The suture is then knots. 

inserted through the suture ring of the replacement heart Examples of surgical clips to terminate sutures have been 

valve. Knots are then tied on the sutures to secure the 3^ disclosed in a number of patents including U.S. Pat Nos 

replacement heart valve to the native heart annuhis in its 3.976,079; 5,282.832; 5.078,731; 5,474.572; 5,171 251- and 

desared position such that there will be no leakage around the 5,409.499. In general, these devices contain locking njecha- 

rcplacement heart valve. nisjns which require the surgeon to deform the device on the 

When it is recognized that each of the completed knots suture's path and entrap the suture material in the clip. The 

used to secure the replacement heart valve to the native ^ suture is fixed in a single location and thus the necessity of 

annulus is actually composed of six or more individual tying a knot on the suture is avoided. These devices are 

knots, it will be appreciated that this task would take a problematic because they require actuation and, more 

surgeon a significant amount of time to secure the replace- importantly, pinpoint accuracy by the surgeon since they are 

ment heart valve into position. Further, with the increased not adjustable. 

level of difficulty associated with this process, comes an 45 Still other configurations of surgical clips are disclosed in 

mcrease m the likelihood of error by the surgeon. In U.S. Pat. Nos. 5,078,731; 5.474,572; 5,171,251; and 5,409, 

addition, since the incision must be larger and the procedure 499. These clips are also actuated by the surgeon's defor- 

requires greater time, the patient is exposed to collateral risk mation of the device. The locking mechanisms in these 

factors (which include, but are not limited to, an increased devices are incorporated into the device's body. However 

incidence of infection, hypothermia, and fluid loss). 50 lateral access is required in order to actuate these clips. This 

Traditionally, the conventional prosthetic attachmeiit pro- cumbersome configuration makes them difficult, if not 

cedure has required the surgeon to possess great dexterity impossible, to incorporate into prosthetics. Further, these 

and to be in close proximity to the knot Emerging minimally clips also lock the suture into a single position once actuated, 

invasive surgical techniques add an extra level of difficulty This abridges the surgeon's ability to further adjust the 

to this task since the incisions associated with such methods 55 tension on the suture, thus requiring the surgeon to remove 

are generally much smaller than in conventional surgery. As the suture and repeat the process in order to achieve, when 

a result, surgeons are required to spend more time tying off necessary, better coaptation of the tissue by the suture, 

the sutures, or in some cases are required to stretch the still other surgical cHps are disclosed in U.S. Pat Nos 

incision in order to complete the task. By requiring the 3.976,079 and 5,282,832. Both of these clips incorporate an 

surgeon to make larger incisions to gain access to tie these 60 additional mating component (retaining cHp 96 and retainer 

knots, the advantages commonly associated with these mini- 120, respectively), which when attached to the clip locks the 

mally invasive surgical procedures, of quicker healing, less suture in place. However, the use of smaU loose parts is 

disruption to surrounding tissues, and less likelihood of highly undesirable since it is easy to drop and lose such 

mfection, are jeopardized. pieces through a minimally invasive incision. Indeed, if this 

Sensitive to these new demands, methods and apparatus 65 were to occur, for example, inside a patient's heart, the 

for implanting heart valve replacement apparatus under potential for an arterial embolus and patient injury would 

minimally invasive conditions have been developed. greatly increase. Again, these cHps, like all the aforemen- 
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It j.i! . ^ auiagto. prostdclics in place, as the inslanl invenlion. Indeed the 

hav'^'btSS^^^^^^ P--^- ^ — securing Sis 0 

of a modified sumre or surgical tie having serrations or «1 most appreciated in operations 
ridges on the suture's - or tS? bodice, whicliXTated 

with the appropriate closure device, the suture or lie is apparatus and systems disclosed herein obviate the 
allowed to be fireely advanced towards closure and cannot D^anuaily tying knots, a procedure which typically 
slide backwards. This allows the surgeon to incrementally yequires the surgeon to manipulate his hands in tight prox- 
increase the tension on the suture or tie without the need to ^° ^®^°g secured. This invention may be used 
tie a knot. These modified sutures/ties are not suitable for ^ * freestanding device or may be incorporated into pros- 
most surgical applications, since they can not be passed ^^^c implants such as heart valves, annuloplasty rings 
through tissue or prosthetics Kke a standard suture. In orthopedic implants or the like, all of which require securine 
addition, neither of these devices afford the surgeon with the to native tissues. 

IhTc^l-^ ^'^^^^ ^'^^'"^^ T^^ ""' Moreover, the devices of the instant invention are anoli 

So ? m 0?^ "^f mcreinental. Further. U.S. Pat. cable to all instances of operative pro^dT^wLrtJe 

No. 5,123.913 discloses a modified suture tenninating with curoAr.,, t« -1 proccuures wnere ine 

abng the length of the suture. While this will fiinction as a . , ^f^^ ^ ^ * ^ "Stances of using 

surgical suture, the loop member increases the length of the 20 ^™{<*'°stop bleedmg or secunng tissues or implants in mi 

device, making it unsuitable for certain surgical »^y>?^^Jv«»Pro«'lu«s.fl»e devices of the instant invenlion 

applications, sudi as securing a heart valve inside the heart ^ .'^^^ procedure by eliminating the time and 

Additionally, these inventions are not compatible with stan- P'^ysic" exposure required to manually tie knots to termi- 

dard sutures. d^** lie suture. The present invention's advantages of 

U.S. Pat. No. 5,776,188 discloses three pertinent appara- 25 'f^'^'^. securing with minimal surgical exposure, 

tus for securing a suture without a knot to a heart valve decreased mqilementation time, and enhanced reliability are 

sewing ring. In the first apparatus, plugs 192 (as illustrated accentuated when compared to existing related technology, 
in FIG. 5) have been credited as devices which help secure 

the suture in place. This is similar to the suture clip meth- SUMMARY OF THE INVENTION 

30 Thepresentinventionisdirectedloapparatusandsystems 

ciatedwiththeseplugsarethatthey:(l)donoteliminatethe for use in seeming the ends of sutures TOsinventiofcS 

need for a Imot to be Ued, (2) do not allow the tension to be used in a fmesta^ maimer to^^teTsuS 

mc^mentally adjusted on the suture (3) have the potential holds tissue together or it can be in^ted STa^^S 

to d^todge cau^g pauent mjury. and 4) may be difficult to thetic in order to hold tissue to the proL^uS St 

po«tu>n m a rmmmally mvasive cardiac procedure. invention tenninates the ends of stiidard sutar^ Su 

Ihe second apparatus provided by U.S. Pat. No. 5.776. knob and without the need for manual proximity thus 

188. mcoiporates the use of baU 248 and chamfered slot 242. faciHtating minimally invasive surgical pio«durcs 

witho«tthenecessityofaknot.Whi]ethisembodimenfmay « Sg a^e? sS^^ SSL an'T/^^ 

™T"'°''r''7""^«'Si^"^"'*^«^*^''° andat'east'Tnl^^S^Cti:?,^^ 

surgeons for a number of reasons. First, this embodiment axis extending from the uouer surface tnT! tw^fl^^ 

dSTdLl^"'"'"^ ^f" "^K^f defining S^wt'i^^tsSliS" 

to d.d<^ge or jam. Co^istent with the concerns raised direction and a Second longituinal dire^on iS «ch 

l«ve.relatmgto U.S Pat Nos. 3.976.079 and 5.282.832. if 45 extends along the longimdinal axis in StoSons tS 

the baU were to distodge from the device, t could harm the atjerture indndina ,n1ntP<,r»i wwJX ^"^"j* dicnons, the 

patient. Further. aUhough this embodime;t may engage the sT^Si'Sd tL^et^ ' ' 

suture, the rounded nature of the ball will minimize the field ¥„ , w.j u j- . 

of contactandtheresultingintegrityofthegriptheieon.This locL/^/r.^f tr.^""- ^ 

grcaUy reduces suiubility for such a dfviL since most 50 ^l^^o^^J^f^l^jT^,^^ 

surgical procedures require a strong and permanent grip T °° least a portwn of the aperture 

i8rr:hit^^"^"^^°^r^^4;,"^°-^''^ S:sot3stsrre;s^^^^^ 

Lrre^ssrr/2irwS^^^^^^ sitsrofthtrra^s^^^^ 

separate piece atUched to the device, impedes the sutures 55 direcdon atone ufe aoe^re In ^nJ.L f l°°Pt»dm»l 

o^vemem by trapping it. Therefore, U.e sponger the spring ZTTi tltZX S^^XZ^^^fltT^t^ 

sjiu"^s^^^e'ret,r^^^^^^ :^tVzroTsf -r^^^^^^^ 

Ihes^geon-sabiHtytoadjustor^e^^^ ^erthlL^Kc^^^S S 

kHWM r^'T^.'^"'- V'^'^''^°°:*"'^°^°^"'^erip «, facilitate the movement ofT;utu« ta le &st Zritulal 

FurZL^^r r n l^^^^i"^^^ directionalongtheapertureandoppo^fhtSlemSThe 

Further, consuitent with the above discussm relating to the suture in the second tongimdinaKfenTr^I at^^^^ 

la^^^^T ' "^""^/^ "P'^'"* 1° other preferred embodimenteoS SenU^n Teh 

&n I r*^' accordmgly ,t >s capable of breaking rfdge is formed &om an elastic material ^SZt^Zl 

free from thedevrcewhichcouldcausepatientmjury. « ^ ye. another preferred embodiment of LSeS a 

As wiU be more My appreciated below, none of the portion of each ridge extending farthesrfrom ^ aSre 

aforementtoned devices offer the ease and versatility for surface is rounded' In a preferrremboLent of^e 
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invention, each ridge is formed at an angle of greater than position to engage the suture threaded through the aperture 
about 30* to the longitudinal axis of the aperture and, even in the second longitudinal direction by compressing the 
more preferably, each ridge is formed at an angle of about suture between the engagement end of the cam member and 
45** to the longitudinal axis of the aperture. the first surface of the middle aperture to oppose the move- 

In a preferred embodiment of the instant invention, the 5 ment of the suture in the second longitudind direction along 
apparatus body of the suture securing device comprises a the aperture. 

first aperture and a second aperture, wherein each ridge In a preferred embodiment of the instant invention, the 
formed on the first aperture surface is so formed as to first surface of the middle aperture comprises at least one 
facilitate the movement of a suture in the first longitudinal ridge, each ridge so formed as to facilitate the movement of 
direction along the first aperture and oppose the movement 10 a suture in the first longitudinal direction along the aperture 
of the suture in the second longitudinal direction along the and oppose the movement of the suture in the second 
first aperture and wherein each ridge formed on the second longitudinal direction along the aperture. In another pre- 
aperture surface is so formed as to facilitate the movement ferred embodiment of the instant invention, the first surface 
of a suture in the first longitudinal direction along the second of the middle aperture comprises a plurality of ridges, each 
aperture and oppose the movement of the suture in the 15 ridge so formed as to facilitate the movement of a suture in 
second longitudinal direction along the second aperture, the first longitudinal direction along the aperture and oppose 
wherein the first longitudinal direction along the first a:per- the movement of the suture in the second longitudinal 
ture and the first longitadinal direction along the second direction along the aperture. In yet other preferred embodi- 
aperture are directed to the upper surface of the apparatus ments of the instant invention, each ridge is formed from an 
body. In another preferred embodiment of the instant 20 elastic material or a rigid material 
invention, the first and second apertures are mirror images of In yet another preferred embodiment of the instant 
each other, as defined by a mirror plane equidistant from invention, the engagement end of the cam member com- 

prises serrations to grq) the suture when engaged. In another 
In a preferred embodiment of the instant invention, tiie preferred embodiment of the instant invention, the apparatus 
apparatus body comprises a first aperture and a second 25 body includes a first aperture with a first movable cam 
aperture, wherein each ridge formed on the first aperture member therein and a second aperture with a second mov- 
surface is so formed as to facilitate the movement of a suture able cam member therein, wherein the first movable cam 
in the first longitudinal direction along the first aperture and member moves to an unengaged position to facilitate the 
oppose the movement of the suture in the second longitu- movement of a suture threaded through the first aperture in 
dinal direction along the first aperture and wherein each 30 the first longitudinal direction along the aperture and moves 
ridge formed on the second aperture surface is so formed as to an engaged position to engage the suture threaded through 
to facilitate the movement of a suture in the first longitudinal the first aperture in the second longitudinal direction by 
direction along the second aperture and oppose the move- compressing the suture between the engagement end of the 
ment of the suture in the second longitudinal direction along first movable cam member and the first surface of the middle 
the second aperture, wherein tiie first longitudinal direction 35 aperture thereof to oppose the movement of the suture in a 
along the first aperture and the second longitudinal direction second longitudinal direction along the first aperture; 
along. the second aperture are directed to the upper surf ace wherein the second movable cam member moves to an 
of the apparatus body. In other preferred embodiments of the unengaged position to facilitate the movement of a suture 
instant invention, the suture securing app aratus is made from threaded through the second aperture in tije first longitudinal 
biocompatible rnaterials or biodegradable materials. 40 direction along the second aperture and moves to an engaged 

In a second embodiment, the instant invention provides a position to engage the suture threaded through the second 
suture securing apparatus comprising: (a) an apparatus body aperture in the second longitudinal direction by compressing 
having a upper surface, a bwer surface, an outer surface, the suture between the engagement end of die first movable 
and at least one aperture, the aperture having a longitudinal cam member and the first surface of the middle aperture 
axis extending from the upper surface to the lower surface 45 thereof to oppose the movement of the suture in a second 
and defining an aperture surface, wherein a first longitudinal longitudinal direction along the second aperture; and 
direction and a second longitudinal direction thereof each wherein the first longitudinal direction along the first aper- 
extends along the longitudinal axis in opposite directions, ture and the first longitudinal direction along the second 
the aperture consisting of an upper portion, a middle portion, aperture are both directed to the upper surface of the 
and a lower portion, the upper portion bounded by the upper 50 apparatus body. In yet another preferred embodiment of the 
surface of the apparatus body and the middle portion, the instant invention, the first and second apertures and first and 
middle portion bounded by the upper portion and the lower second cam members are mirror images of each oth?r, as 
portion, and the lower portion bounded by the middle defined by a mirror plarie equidistant from them, 
portion and the lower surface of the app aratus body, wherein In still another preferred embodiment of the instant 
the middle portion has a first surface and second surface 55 invention, the apparatus body includes a first aperture wiUi 
opposing each other and is wider than either of the upper a first movable cam member therein and a second aperture 
portion and the lower portion and forms a cavity therein; and with a second movable cam member therein, wherein the 
(b) a movable cam member disposed in the middle portion first movable cam member moves to an unengaged position 
of the aperture, the cam member having an engagement end to facilitate the movement of a suture threaded through the 
and a rotation end, the rotation end being wider than the 60 first aperture in the first longitudinal direction along the 
width of the upper portion of the aperture thereof and the aperture and moves to an engaged position to engage the 
width of the lower portion of the aperture thereof and suture threaded through the first aperture in the second 
disposed near the second surface, and the engagement end longitudinal direction by compressing the suture between 
disposed near the first surface; wherein the cam member the engagement end of the filrst movable cam member and 
moves to an unengaged position to facilitate the movement 65 the first surface of the middle aperture thereof to oppose the 
of a suture threaded through the aperture in the first longi- movement of the suture in a second longitudinal direction 
tudinal direction along the aperture and moves to an engaged along the first aperture; wherein the second movable cam 
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member moves to an unengaged position to facilitate the facilitate the threading of standard suture 16 therethrough, 

movement of a suture threaded through the second aperture As the surgeon draws suture 16 through aperture 14, suture 

in the first longitudinal direction along the second aperture 16 is secured in place by the locking mechanism 18 which 

and moves to an engaged position to engage the suture is housed within that same aperture 14. 

threaded through the second aperture in the second longi- 5 Main member 12. which may (as iUustrated in FIG. 1) 

tudinal direction by compressing the suture between the exist as a freestanding device or (as illustrated in HG 4) be 

engagement end of the first movable cam member and the incorporated into a prosthetic device, may be constructed in 

first surface of the middle aperture thereof to oppose the a variety of manners including the milling or molding of 

movement of the suture in a second longitudinal direction biocompatible plastics and metals, or biodegradable mate- 
along the second aperture; and wherem the first longitudinal 10 rials. Depending upon the device's actual application, the 

direction along the first aperture and the second longitudinal size of the suture, and the material used, main member 12 

duection along the second aperture are both directed to the should be large enough to both contain and support the 

upper surface of the apparatus body. In other preferred sutures drawn therethrough without disruption or distortion 

embodiments of the instant invention, the suture securing to the local native tissue and/or the prosthetic device 
apparatus is made from biocompatible materials or biode- 15 attached thereto or thereby. For example, if main member 12 

gradable matenals. is constructed of stainless steel and is intended to be used 

Hie instant invention also contemplates securable medi- with 2-0 braided synthetic suture material for securing a 

cal prosthesis device comprising a meidical prosthesis device heart valve sewing ring, then the main member 12 should be 

in physical contact, physical engagement, or integrally 0.1" (width) by 0.15" (lenglh) by 0.1" (thickness). The width 
formed with at least one suture securing apparatus according ^ of main member 12 must naturally be greater than the 

to the instant invention. Such medical prosthesis devices diameter of the suture 16 ^^ch it is intended to contain and 

include a sewing ring implant shaped and sized for attach- terminate. 

ment to the inner surface of a native annuhis, the sewing ring An additional benefit of the present embodiment is that 

unplant having a plurality of suture securing apparatuses under certain circumstances, main member 12 also fimctions 
distributed around the circumference of the sewing ring ^ as a pledget (i.e., dispersing the pressure of the suture over 

™P^^'- a surface area greater than that of the suture alone, thus 

BRIEF DESCaUFnON OF THE DRAWINGS boktering the suture's coupling of the d«dredm 

tissue to native tissue and/or prosthetic to native tissue) 

FIG. 1 is a top perspective view of a freestanding suture while reducing the likelihood of damage to the prosthetic 

terminating device showing a technique for terminating a device or the surrounding tissue. 

suture in accordance with one embodiment of the present The present suture terminating device will preferably 

embodiment. incorporate two apertures within the main member 12 of the 

FIG. 2 is a top plan view of the suture terminating device device. Apertures 14(a) and 14(b) are generally housed in 

of FIG. 1. 35 midline of main member 12. Although the apertures* 

FIG. 3 is a ;cross-sectional view of a suture terminating alignment may vary under certain circumstances, they will 

devicetakenalonglinel— 2 of FIG. 2 showing a technique generally have, as illustrated in FIG. 2, a mirror image 

for terminating a suture in accordance with one embodiment orientation to one another. When arranged in this 

of the present embodiment configuration, the apertures cooperate as pairs, each member 

FIG. 4 is a top perspective partiaUy exploded view of an 40 j^^^^ one of Jhe two ends of the suture being secured, 

artificial arterial valve attached to the native tissue of the Each aperture, whether functiomng mdependendy or as a 

aorta in accordance with the present invention ait-away to "^^"^^l^, ' cooperatmg pa^, composes a first openmg 22 

reveal a ^ture terminating device, in accordance with the ^ ^"^^^ P°^,^°° "^'^^''.u^' ' 

present invention, incorporated therein. 28 of'S mei'12 "^'""^^ 

FIG. 5 is a top perspective view of a freestanding suture . ^•^i-i- j- jfj 

»^ • J * 1. • . u ■ r * • First openmg 22 is round m nature and of adequate size 

termmating device showing a technique for tcrmmatmg a j f .u u -.i. r ^ _l 7,, ^ 

. _j .f *u u J- * r Ti_ to accommodate the berth ofsuture 16. Further, as illustrated 

suture m accordance with another embodiment of the • xTtn a . • i_ mu^uan^u 

present embodiment f ^^P'^'^S 22 may be accentuated m a conical 

_^ ^ . ^ fashion m order to facilitate the surgeon's threading of 

HG. 6 ^ a bottom plan view of the sumre termmatmg suture 16 therethrough. Second opening 26 is eccentric and 

device of FIG. 5. bi-polar. Returning to FIG. 2, first pole 42 is generally round 

FIG. 7 is a aoss-sectional view of a suture tenEuinating with sufficient diameter to accommodate the berth ofsuture 

device taken along line 7—7 of FIG. 6 showing a technique 16. Second pole 44 is formed by an acute angular narrowing 

for terminating a suture in accordance with another embodi- orientated towards the axis of second opening 26. The 
raent of the present embodiment. 55 rounded portions 46 and 48 of the first and second openings 

FIG. 8 is a aoss-sectional .view of a suture terminating 22 and 26, respectively, are preferably offeet from each 

device also taken along line 7 — 7 of FIG. 6 showing a other. 

technique for terminating a sumre in accordance with still FIG. 3 depicts an alternate rendition of the present 

another embodiment of the present embodiment. embodiment in which the iimer surface 50 of the angulated 

DESCRiraON OF TOE PREFERRED *° ^^JLhI*^'?^ T\ '"J"*'* '^h^" 

EMBODIMENTS although under certain circumstances a single ndge may 

suffice. Ridges 20 are preferably shaped and oriented so as 

FIGS. 1-3 illustrate a freestanding version of the instant to facilitate the passage of the suture in one direction and to 

suture terminating device 10 in accordance with one oppose any movement in the other. The number, density, and 
embodiment of the present invention. As depicted, the 65 amplitude of the ridges should be increased as the overall 

present suture terminating device consists of a main member dimensions of the device and suture material used increases. 

12 having apermres 14(a) and 14(b) positioned therein to The apex of the ridges are preferably rounded; this facilitates 
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the entry of the suture material into the loddng mechanism, 30 or the surrounding tissue (aorta waU 36 in this case^ 

while avoiding the use of a sharp edge which could poten- Although pledgets may take many forms, they are generally 

tially abrade, damage, or weaken the suture. Although it is manufactured from TEFLON® or DACRON® Thev func 

generaUy preferable for the ndges to be constructed in an tion by increasing the surface area over which'the ^ture's 

unyielding or ngid form, it may be desirable in certain s tension is distributed, 

circumstances to construct the ridges such that they possess Aitj,/M„T». „u,^«s.„, .u • j 

elastic quaUties in order to furthir enhance their pipping n ^1*'*^*' "'"^ ^""^ 

action. THe longitudinal axis of ridges 20 generally eS rRr T'v^l?^,?^ surgeon, as illustrated 

out from the inner surfi.ce 50 of the angulafed portiL 52 ^ A '^'"f.^'^'! " ^' "^^^g^ Pl«Jg«' 40. 

a45° angle. TT.e total taper (frombottomotorttet^Lnthe lo ISelv Cah t^^T "'^.k' ^ '^"^ 

portion 52 IS, in the present version of this embodiment, 4*. ;ii„o.r,h-«„ .i,. i < . "<=pi>-icu in me present 

' . . . , imtm, t. lUustration, the suture 16 transverses through valve 30 thus 

The apertures onentation insures that when upward ten- securing artificial arterial valve 30 to aorta 35 Once in olace 

sion K pUced on the suture, the suture is coerced, as the surgeon engages the locking inechanism as discussed 

lUustrated in HGS. 1-3, from position A m the rounded " above, and if satisfied with the coaptation cuts off and 

portion of 54 into angulated portion 52 of aperture 14, where removes the excess suture material 

the bcking mechanism engages the suture, thus lockine it in a cl.iv^r,H n^f.™^ . t.t. . . 

place. In other words, once the surgeon has position^ the is in mrT l!?^^*"' k ^ P"^"* 

tissue or prosthetic device, the suLe termtoating device n«2?a ^^^n , ^ ^"^'^^ suture termi- 

need only held in place while tension is appli,^ si^,^! 20 aSr^^«7all^^ V "^l^""^ 

r^^tJ: of the suture Jiis ierses and ETg o?:LiZ^t^T6"S.SS£ tt^s^^ 

s^is'?iaSrt^tr:difdrrcs;^: f^S£:>^T«s.rt^^^^4^4^^ 

aperture, .he ridges lining the aperture engage the suSe in ^ "^"^ "^"^ 

a manner ensuring that the suture may advance, but not 2S c ^ . ■ j • 

regress through the aperture. Multiple points of conUct are tenmnating device 70 may be constructed in a 

made between the ridges lining the aperture and the suture u?"'^ °^ manners including the milling or molding of 

material, thus providing for a secured union. Back pressure ".^f"??™ plastics and metals, or biodegradable mate- 

on the suture from the native tissue maintains its fixation Dcpendmg upon the actual application, the size of the 

within the suture terminating device's locking mediamsm 30 f"*^*' y"" ^^^^^ "^ed. "n™* member 72 should be 

n 11 .u ^ • J . ■ , . . ' "'B* enough to both contam and support the sutures drawn 

Generany, ±e aiture is town through the device by the therethrough without disruption or distortion toSelS 

^fT' T T""^^ native tissueand/orthepiticdeviceaSStheretoS 

tensHJD and coaptation of dssue by the suture. However, thereby. mcicio or 

should the surgeon need to loosen the suture (in order to a- ^ • . j u ci,- e 

reposition it for example), the free ends of the suture could , 1*?^ ^' ^^f^^ ^^"^ '^'^ ^"K^) ^'^«='> 

be pulled away from the narrowed angulated portion of the m in tSoZ^JTi^r T"^' * ^' '^'^^ 

apertures. Tliis maneuver would disengage the locking I^k • « ^ ^^"^ ""^ ^' * ^"^8 

mechanism. Once disengaged, the suhire is free to move in « ?fT°n.Ifn' '^t^-^ T'T^ °"c?^ ^"'^ 

rounded portion 54 of aperture 14. In order to resecure the • , * ™T °>ember. TTie first-openrng 80 is somewhat 

suture, the surgeon would again pUce tension on the sumre « "^T'.l" '^^^ the surgeon's introduction of 

to engage it in the tocking mechanism and advance the ^^fT^T ' "P-^rture. The second opening 84 is 

suture until the desired tension was achieved. ^ 7 , .Jf 'T't adequately sized to aocom- 

xnr AA-^ .11 .u ..J. , . modate the berth of suture 76. Preferably, first and second 

FIG. 4 displays stiU another embodiment of the present openings 80 and 84 are aligned on top of each other TTie 

depicts, suture tenmnatmg device 10 is positioned inside 72. "iv^u^i 

valve 30 in this embodiment. Consistent with standard -n,. ventimi of iw, „,.c.„i . w j- . r v 

suturing techniques, suture 16 enters valve 30 from its I T • embodiment of the suture 

bottom: is threaded through the suture terminating deviS TZ^L^^'^^'^^''''^'''E^°t^^'^'''^'^'' 

positioned therein, and e«^ from the valve's top^ n^^^.r,^ t^m"""" ""'""n^u" 

ti„^.,„.- • • . u u . . r. , , so '»ir«*'^'')a"d74(fc) are generally housed in the midline of 

Under certam aroumstances, it may be desirable for the main member 72. Although the placement of the apertures 

surgeon to use a pledget when secnrmg a suture with the within suture terminating device 70 may vary under^ertain 

suture tenmnatmg device of the present invention. For circumstances, they wiU generally have, as illustrated in 

mstance. when the portion of the suture terminating device FIG. 6. a mirror image orientation to one another. When 

contactu^ the tissue and/or the pr«Kthetic is too small to 55 arranged in this configuration, the apertures cooperate as 

effectively disperse the pressure placed upon that same pairs, each member receiving one of the two ends of the 

tissue and/or prosthetic secured by the suture or suture suture being secured. Each aperture, whether functioninR 

termmating device, then tiie use of a pledget is desirable. independentiy or as a member of a cooperSg SS 

As discussed above, the use of a pledget may also be comprises, as discussed above and as illustrated by FIG. l[ 

desirable wheu used in conjunction with the securing of a 60 a first opening 80 in the bottom portion 82 of main member 

prosthetic to native tissue. For example, if suture tenninating 72, a locking mechanism 78. and a second opening 84 in the 

device 10 were incorporated in artificial arterial valve 30, as top portion 86 of main member 72. 

illustrated in FIG. 4, were constructed of stainless steel and As depicted in FIG. 7, medial aspect 104 of aperture 74 

were mtended to be used with 2-0 braided synthetic suture is flat, and is preferably lined with ridges or serrations 88 

matenal for securmg the sewing ring of an artificial arterial 65 which are generally perpendicular to the aperture's orienta- 

valve, then it might be desirable for the surgeon to use tion. Although, as depicted with FIG 8 the ridges or 

pledgets 40 in order to reduce the risk of damage to the valve serrations 88 may be absent in certain appHcations Extend- 
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ing from aperture 74 and vertically aligned with directly located apertures. The prosthesis would be positioned, and 

medial aspect 104 within main member 72 is cavity 90, the sutures locked into place without the need for the 

which has a rounded portion 98 preferably formed at the proximity of manual knot tying. 

point furthest from the medial aspect of aperture 74. Typically the surgeon would place double ended sutures 
Housed within cavity 90 is cam member 92. The thickness 5 through the native annular tissue in a concentric fashion 

of cam member 92 would typically be uniform. It is pref- around the valve annulus. Each paired suture end would then 

erably narrower than the diameter of aperture 74 and cavity be threaded through the appropriately paired knotless suture 

90. Cam mfcmber 92 is eccentric, having a swollen rounded device. These devices will be incorporated into the perimeter 

portion 94 at the first end 106, and a protuberance 96 of prosthetic valve sewing ring at appropriate distances 
extending out from second end 108. lO depending upon the application. The valve is then advanced 

The rounded portion 94 of cam member 92 cooperates from outside the patient's body into the heart. The surgeon 

with the rounded portion 98 of cavity 90. To ensure that cam then removes all slack &om the suture the valve would then 

member 92 is permitted to move radially in a north/south be placed in its desired position. Once engaged, the back 

orientation within cavity 90. - . pressure of the native tissue ensures that the suture remains 

Cam member 92 is captured within cavity 90, since the locked within the suture terminating device. Depending 

largest dimension of the cam member is larger than either ^V^^ ^® of suture used (and the elasticity associated 

end opening of the aperture. This capturing prevents cam ^® same), contraction of the suture may also compli- 

member 92 from breaking free from suture terminating engagement of the locking mechanism, 

device 70 and causing injury to the patient. Further, the Afterverificationof proper tension and vilvc position, the 

spatial relationship between cam member 92 and cavity 90 suture ends are cut off. This is particularly advantageous for 

minimizes any potential for mechanical failure associated use with minimally invasive techniques since, as discussed 

with terminating device 70. above, these apparatus and systems obviate the need for 

The second end 108 of cam member 92 protrudes into the tying knots, 

center hm:ien of aperture 74. Preferably, there are ridges HO ^ FYampt V o 

on the surface of the second end of cam member 92. These liAAMfLE 2 

ridges are, most preferably, orientated to cooperate with the The present invention win also be useful for thorascopic 

ridges 88 on medial aspect 100 of aperture 74. thoracic surgery. It is necessary to place sutures to stop 

Cam member 92 and its mating receptacle in the wall of bleeding during thoracic surgery. This invention would 
the apermre 74 are eccentric such that when cam member 92 3q allow standard suture technique to be use through thoras- 

is rotated in an upward direction, the eccentric edge of cam copic ports, without forcing proximity to the site of the 

member 92 moves away from center lumen of the aperture suture in order to terminate the suture ends. In this 

rotating into the receptacle. When cam meml>er 92 is rotated application, the body, of the device (with two apertures) 

downwards, the cam member edge is brought further out could either be used alone to terminate a suture or the device 
into the lumen of the aperture and into incrementally 35 could be utilized with a pledget. In this fashion, once a 

increasing contact with the ridges lining the flat surface of standard suture is placed into the bleeding tissue, tension is 

the apermre apposition against the far wall of aperture 74. placed on the tissue to compress and stop the bleeding. 

Engagement of locking mechanism 78 is accomplished Normally the surgeon would then tie a knot to terminate the 

when suture 76 is trapped between ridges 88 which medial suture with the proper tension. Instead, using the suture 

aspect 100 of apermre 74 and ridges 110 which, as discussed 40 securing device of the instant invention, the present suture 

above, line second end 78 of cam member 92. More termination is advanced along the suture until it encounters 

precisely, as suture 76 is advanced through aperture 74, cam the tissue to be ligated. Tension is applied to the sutures, 

member 92 rotates, as illustrated by the anows in FIG. 7 Once the desired tension on the ligated tissue is achieved, 

away from the medial aspect of apermre 74. Once the the suture terminating device is engaged, and the excess 

surgeon has applied her final tension to suture 76, back 45 suture is trimmed. 

pressure from the native tissue causes suture 76 to slightly If the tissue compression is required to be distributed over 

withdraw from aperture 74. As suture 76 withdraw, ridges a greater surface area than that provided by the bottom of the 

110 on cam 92 frictionally engages suture 76. This, in turn, body of the current invention or of a pledget, then the present 

causes cam 92 to rotate radially with sumre 76. The asym- suture terminating device should be incorporated into a 

metric shape of cam member 92 ensures that, as cam 50 fabric cufiE which will enlarge the contact area, 
member 92 rotates, ridges 110 cooperate with ridges 88 on 

the medial aspect of aperture 74, thus trapping the suture EXAMPLE 3 

therein. Over rotation, which would undermine the integrity Likewise, the suture securing device of the instant inven- 

of locking mechanism 78, is prevented by retaining wall 112 tion can be used in orthopedic surgery to terminate sutures 

of cavity 90. 55 which are placed arthroscopically, where access for manual 

If the surgeon needs to readjust the suture, placing tension knot tying is Hmiled. In this application, sumres are placed 

on the suture end it will pull it upwards and disengage the in standard fashion to repair torn ligaments. The knotless 

second member from its trapped position against the aper- suture device of the instant invention would be threaded 

mre wall. Once repositioned, tension is reapplied, the second over the suture ends and advanced to the site of the repair, 

member re-engaged, and the suture locked into place. 60 After the final appropriate tension had been applied to the 

suture material, the locking mechanism is engaged. 

EXAMPLE 1 Subsequently, the suture ends are cut off. 

By way of example, this iovention may be incorporated. For the reasons discussed throughout, this application is 

as provided above, into heart valve prosthetics. By incor- highly desirable since it would avoid the necessity of manual 

porating the present invention into the sewing ring of a heart 65 proximity to tie a knot. Additionally, the embodiments of 

valve or heart annuloplasty ring or device, the surgeon this invention can be incorporated into orthopedic implants 

would merely have to feed the sutures into appropriately to enhance and facilitate their fixation to native tissue. 
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As IS known in the art. aU exposed parts of the invention suture in the second latitudinal direction, thereby disengag- 

.SSiHr ^ T °f ''."?«''"P?'*1? '"f either ing the locking means and pennitting the movement of the 

r^^ l T f ^' surgical implants are typi- suture in the second longitidinal direction along the aper- 

cally made, for example, polymers, plastics, biological ture 

tissue, metals and alloys, and combinations thereof. In < i n,. c,h,~ - • ^ j. ... 

addition, embodiments of this invention can be constmcteS ' J.r2\TZ^.T^^ "fT" ""^"^"^^ '° ' T ^' 

of biodegradable materials. !^ ^^^^^"^ ^° ^^^^"^ matenal. 

As noted above, the Figures and Examples provided are wheVe^^aTwHa'^'^T^ "^T"^" ""^"^f^^ f"^ ^' 

intended to further describe the aspect^ of the present ^^f^^ each ndgc is formed- from a ngid matenal. 

invention. Thus, the Figures and Examples are illustrative J;J^]uf^Z^^^ according to claim 2, 

only and are not to be constmed as limit^g the scope of that '° "^^^ theportion of each ndge extendmg farthest from the 

which is regarded as the invention. Furthermore, while only '^7"^?!^'^ grounded. 

two embodiments of the invention has been presented in ^hL^ .f^^ m '^''"^ '"^^^^ '^'"^ ^' 

detail in this disclosure, it will be apparent to those of skill STJ^o' t^^^^^^^ 'I 

in the art that many modifications, adaptations, and changes ^^^J^ to the longitudmal axis of the aperture, 

may be made thereto without departing from the spirit ^d " J^* T m apparatus according to claim 7, 

scope of the invention. In shorC the Lope of th^pres^t T^^T."""^ ndge is formed at an angle of about 45« to the 

invention is only to be limited by the fouWing claiL and ^^^f^^^^^^ aperture. 

the equivalents thereto * 9. The suture securing apparatus accordmg to claim 2. the 

What is claimed is: apparatus body comprising a first aperture and a second 

1. Asutuie securing apparatus comprising: ^ Tf^^- ^^^^ T"^ ^^^f fonned on the first aperture 

a« uJTu - Zc , surface IS so formed as to facilitate the movement of a suture 

sS^ ^tii^^ ^.J^r "^"^^ " ^ longitudinal direction and the first St^tS 

suj^. a first mtemal surface a second mtemal direction abng the first aperture and oppose the mov^m 

surfac^. an outer st^^^^ of the suture b the second longitudinafdir^^^^^ 

the aperture havmgalonptudmalaxisextento^^ 25 first aperture until pressure is applied to the suture if Z 

upper surface to the lower surface a laUtudinal axis second latitudinal direction, thereby disengaging the locking 

extendmg from the first nitemal surface to the second means and permitting movement of the suturTk the second 

mtemal surface and defimng an aperture surface. longitudinal direction along the aperture, and wherein each 

wherein a fiist longitudmal direction and a second ridge formed on the second aperture surface is so formed as 

ongihidina^ direction thereof each extends along the 30 to facilitate the movement of a suture in the first longitudinal 

X^^ A' '° T"^'"' d^ections, and a first direction and the first latitudinal direction along thfsecond 

ahtudmal direction and a second latjtudmal direction aperture and oppose the movement of the suture in the 

hereof each extends along • aUtudmal axis m opposite second bngitudinal direction along the second aperture until 

direcuons. the aperture mdudmg an mtegral locking pressure is appHed to the suture in the second latitudinal 

means for engagmg and disengagmg from, a suture 35 direction, thereby disengaging the locking means and per- 

threaded therethrough, knitting the movement of the suture in the second lonrihi- 

the lockmg means formed so as to faciHtate the movement dinal direction along the second aperture, wherein the first 

of a suture m the first bngitudinal direction and the first bngitudinal direction abng the first aperture and the first 

latitudmal direction along the aperture and to oppose bngitudinal direction along the second aperture are directed 
the movement of the suture in the second longitudinal 40 to the upper surface of the apparatus body, 

direction abng the aperture until pressure is applied to 10. The suture securing apparatus according to claim 9 

the suture m the second latitudinal direction, thereby wherein the first and second apertures are mirror images of 

disengaging the locking means and peraiitting the each other, as defined by a mirror plane equidistant from 

movement of the suture in the second longitudinal them. 

d^ection along the aperture. 45 U. The sunire securing apparatus according to claim 2 

2. The suture securmg apparatus according to claim 1, the apparatus body comprising a first aperture and a second 
wherem the locking means comprises at least one ridge aperture, wherein each ridge formed on the first aperture 
formed on at least a portion of the aperture surface for surface is so formed as to facilitate the movement of a suture 
engagmg, and disengaging from, the suture threaded in the first bngitudinal dircctbn and the first latitudinal 
therethrough, each ndge so fonned as to facilitate the 50 direction along the first aperture and oppose the movement 
movement of a suture m the first longitudinal direction and of the suture in the second longitudinal direction along the 
the first latitudmal direction along the aperture and oppose first aperture until pressure is appUed to the suture in the 
the movement of the suture in the second longitudinal second latitudinal direction, thereby disengaging the bcking 
durection along the aperture until pressure is appUed to the means and pennitting the movement of the suture in the 
suture m the second latitudinal direction, thereby disengag- 55 second bngitudinal direction along the first aperture and 
ing the locking means and pennitting the movement of the wherein each ridge fonned on the second aperture surface is 
suture in the second bngitudinal directbn along the aper- so fonned as to facilitate the movement of a suture in the first 

longitudinal direction and the first latitudinal direction along 

3. The suture securing apparatus according to claim 2, the second aperture and oppose the movement of the suture 
wherem the locking means comprises a plurality of ridges 60 in the second longitudinal direction along the second aper- 
formed on at least a portion of the aperture surface for ture until pressure is applied to the suture in the second 
engagmg, and disengaging from, the suture threaded latitudinal direction, thereby disengaging the locfcing means 
therethrough, each ndge so fonned as to faciUtate the and pennitting the movement of the suture in the second 
movement of a suture in the first longitudinal direction and longitudinal direction along the second aperture, wherein the 
the first latitudinal direction along the aperture and oppose 65 first bngitudinal direction along the first aperture and the 
the movement of the suture in the second longitudinal second longitudinal direction along the second aperture are 
du-ection along the aperture until pressure is applied to the directed to the upper surface of the apparatus body. 
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12. The suture securing apparatus according to claim 1, 
wherein the suture securing apparatus is made from bio- 
compatible materials. 

13. A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower 5 
surface, an outer surface, and at least one aperture, the 
aperture having a longitudinal axis extending from the 
upper surface to the lower surface and defining an 
aperture surface, wherein a first longitudinal direction 
and a second longitudinal direction thereof each 10 
extends along the longitudinal axis in opposite 
directions, 

the aperture consisting of an upper portion, a middle 
portion, and a lower portion, the upper portion 
bounded by the upper surface of the apparatus body 15 
and the middle portion, the middle portion bounded 
by the upper portion and the lower portion, and the 
lower portion bounded by the middle portion and the 
lower surface of the apparatus body, wherein the 
middle portion has a first surface and siecond surface 20 
opposing each other and is wider than either of the 
upper portion and the lower portion and forms a 
cavity therein; and 

(b) a movable cam member disposed in the middle portion 
of the aperture, the cam member having an engagement 25 
end and a rotation end, the rotation end being wider 
than the width of the upper portion of the aperture 
thereof and the width of the lower portion of the 
aperture thereof and disposed near the second surface, 
and the engagement end disposed near the first surface; 30 
wherein the cam member moves to an unengaged 

position to facilitate the movement of a suture 
threaded through the aperture in the first longitudinal 
direction along the aperture and moves to an engaged 
position to engage the suture threaded throu^ the 35 
aperture in the second longitudinal direction by 
compressing the suture between the engagement end 
of the cam member and the first surface of the middle 
aperture to oppose the movement of the suture in the 
second longitudinal direction along the aperture. 40 

14. The sutiue securing apparahis according to claim 13, 
wherein the first surface of the middle aperture comprises at 
least one ridge, each ridge so formed as to facilitate the 
movement of a suture in the first longitudinal direction along 
the aperture and oppose the movement of the suture in the 45 
second longitudinal direction along the aperture. 

15. The suture securing apparatus according to claim 13, 
wherein the first surface of the middle aperture comprises a 
phirality of ridges, eadi ridge so formed as to facilitate the 
movement of a suture in the first longitudinal direction along 50 
the aperture and oppose the movement of the suture in the 
second longitudinal direction along the aperture. 

16. The suture securing apparatus according to claim 13, 
wherein each ridge is formed from an elastic material. 

17. The suture securing apparatus according to claim 13, 55 
wherein each ridge is formed from a rigid material. 

18. The suture securing apparatus according to claim 13, 
wherein the engagement end of the cam member comprises 
serrations to grip the suture when engaged. 

19. The suture securing apparatus according to claim 13, eo 
the apparatus body including a first aperture with a first 
movable cam member therein and a second aperture with a 
second movable cam member therein, 

wherein the first movable cam member moves to an 
unengaged position to facilitate the movement of a 65 
suture threaded through the first aperture in the first 
longitudinal direction along the aperture and moves to 
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an engaged position to engage the suture threaded 
through the first aperture in the second longitudinal 
direction by compressing the suture between the 
engagement end of the first movable cam member and 
the first surface of the middle aperture thereof to 
oppose the movement of the suture in a second longi- 
tudinal direction along the first aperture; 
wherein the second movable cam member moves to an 
unengaged position to facilitate the movement of a 
suture threaded through the second aperture in the first 
longitudinal direction along the second aperture and 
moves to an engaged position to engage the suture 
threaded through the second aperture in the second 
longitudinal direction by compressing the suture 
between the engagement end of the first movable cam 
member and the first surface of the middle aperture 
thereof to oppose the movement of the suture in a 
second longitudinal direction along the second aper- 
ture; and 

wherein the first bngitudinal direction along the first 
aperture and the first longitudinal direction along the 
second aperture are both directed to the upper surface 
of the apparatus body. 

20. Tlie suture securing apparatus according to claim 19, 
wherein the first and second apertures and first and second 
cam members are minor images of each other, as defined by 
a mirror plane equidistant from them. 

21. The suture securing apparatus according to claim 13, 
the apparatus body inchiding a first aperture with a first 
movable cam member therein and a second aperture with a 
second movable cam member thereiu, 

wherein the first movable cam member moves to an 
unengaged position to facilitate the movement of a 
suture threaded through the first aperture in the first 
longitudinal direction along the aperture and moves to 
an engaged position to engage the sunire threaded 
through the first aperture in the second longitudinal 
direction by compressing the suture between the 
engagement end of the first movable cam member and 
the first surface of the middle aperture thereof to 
oppose the movement of the suture in a second longi- 
tudinal, direction along the first aperture; 
wherein the second movable cam member moves to an 
unengaged position to facilitate the movement of a 
suture threaded through the second aperture in the first 
longitudinal direction along the second aperture and 
moves to aii engaged position to engage the suture 
threaded through the second aperture in the second 
longitudinal direction by compressing the suture 
between the engagement end of the first movable cam 
member and the first surface of the middle aperture 
thereof to oppose the movement of the suture in a 
second bngitudinal direction along the second aper- 
ture; and 

wherein the first longitudinal direction along the first 
aperture and the second longitudinal direction along the 
second aperture are both directed to the upper surface 
of the apparatus body. 

22. The suture seairing apparatus according to claim 13, 
wherein the suture securing apparatus is made from bio- 
compatible materials. 

23. The suture securing apparatus according to claim 13, 
wherein the suture securing apparatus is made from biode- 
gradable materials. 

24. A securable medical prosthesis device comprising a 
medical prosthesis device in physical contact with at least 
one suture securing apparatus according to claim 2. 
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25. A securable medical prosthesis device comprising a 
medical prosthesis device in physical engagement with at 
least one suture securing apparatus according to claim 2. 

26. The securable medical device according to claim 23, 
wherein the medical prosthesis device is a sewing ring 5 
implant shaped and sized for attachment to the inner surface 
of a native annulus, the sewing nng implant having a 
plurality of suture securing apparatuses distributed around 
the circumference of the sewing ring implant. 

27. A securable medical prosthesis device comprising a lo 
medical prosthesis device integrally formed with at least one 
suture securing apparatus according to claim 2. 

28. A securable medical prosthesis device comprising a 
medical prosthesis device in physical contact with at least 
one suture securing apparatus according to claim 13. is 

29. A securable medical prosthesis device comprising a 
medical prosthesis device in physical engagement with at 
least one suture securing apparatus according to claim 13. 

30. A securable medical device according to claim 29, 
wherein the medical prosthesis device is a sewing ring 20 
implant shaped and sized for attachment to the iimer surface 

of a native annulus, the sewing ring implant having a 
plurality of suture seeming apparatuses distributed around 
the circumference of the sewing ring implant 

31. A securable medical prosthesis device comprising a 25 
medical prosthesis device integrally formed with at least one 
suture securing apparatus according to claim 13. 

32. A suture securing apparatus comprising: 

an apparatus body having a upper surface, a lower 
surface, an outer surface, a first' aperture, and a second 
aperture, the first longitudinal direction of each aper- 
ture each being directed to the upper surf ace of the 
apparatus body, 

wherein each ridge formed on the first aperture surface 
and second aperture surface is so formed as to facilitate 
the movement of a suture in the first longitudinal 
direction and oppose the movement of the suture in the 
second longitudinal direction, each ridge is formed at 
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an angle of about 45** to the longitudinal axis of the 
respective aperture, and the portion of each ridge 
extending farthest fi:om the aperture surface is rounded, 
and 

wherein the first and second apertures are mirror images 
of each other, as defined by a mirror plane equidistant 
from them. 

33. A suture securing apparatus comprising: 

an apparatus body having a upper surface, a lower 
surface, an outer surface, and the apparatus body 
including a first aperture with a first movable cam 
member therein and a second aperture with a second 
movable cam member therein, the first longitudinal 
direction of each aperture each being directed to the 
upper surface of the apparatus body, 

wherein the first movable cam member and second mov- 
able cam member each moves to an unengaged position 
to facilitate the movement of a suture threaded through 
the respective aperture in the fiirst longitudinal direction 
along ie aperture and moves to an engaged position to 
engage the suture threaded through the respective aper- 
ture in the second longitudinal direction by compress- 
ing the suture between the engagement end of the 
respective movable cam member and the first surface of 
the middle aperture thereof to oppose the movement of 
the suture in a second longitudinal direction along the 
respective aperture; and 

wherein the first and second apertures and first and second 
cam members are mirror images of each other, as 
defined by a mirror plane equidistant firom them. 

34. The suture securing apparatus according to claim 1, 
wherein the first internal surface of the aperture is generally 
round and having sofBcient diameter to accommodate a 
suture threaded therethrough, and the second intemal sur- 
face is formed by an acute angular narrowing in the second 
latitudinal direction. 

* ♦ * » ♦ 
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Attorney Robert E. Krebbs and Thelen, Reid & Priest directed the 
USPTO to address "all further communications" regarding the 
application of patent 6,066,1 60 to them. 

Last date to timely pay first maintenance fee. 

'160 Patent Expired 

Thelen, Reid & Priest prosecuted both the and 2"** 
Reexamination Requests filed by Medtronic, Inc. (no. 90/007085) 
for the ' 1 60 patent until 7- 1 1 -06. See Exhibits 1 0 and 1 1 . The 
two-year window for timely filing a 37 CFR 1.378 
unintentional petition commenced 5-24-2004 and expired 5-24- 
2006. 

1^* and 2^^^ Reexamination Requests filed by Medtronic, Inc. are 
merged by the USPTO. 

'160 patent original claims errantly amended by Patent Owner's 
coimsel of record: Thelen, Reid & Priest, Robert E. Krebs. See 
Exhibit 14. 

'160 patent claims errantly amended by Patent Owner's counsel of 
record: Thelen, Reid & Priest, Robert E. Krebs. See Exhibit 14. 

Robert E. Krebs and Dr. Stephen Colvin met with examiner Julian 
Woo to conduct an interview in person. 

Last day to file reinstatement petition under Rule 378, 
unintentional provision. 

Patent Owner first leamed/told that the '160 patent had expired, 
via an e-mail from Michael J. Girald, Senior Director of Research 
and Development at St. Jude Medical, Inc., as Patent Owner was 
. negotiating with him. 

Patent Owner forwarded Mr. Girald' s e-mail to Patent Owner's 
general business attorney, Mr. Allen Fell, Esq. who shortly 
thereafter, circa August 2, 2006, acquired Patent Counsel to fully 
investigate the expiration. 
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Change of Correspondence Address and Fee Addxess Indication Form 
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No. Pages Including this cover sheet 4 
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CHANGE OF 
CORRESPONDENCE ADDRESS 

Patent 

Address to: 

Assistant Commissioner for Patents 
Washington. O.C. 20231 



Filing Data 


FtnrtHamed Invgitor 


09/198,087 


November 23, 1998 
Colvin 


Please change the Correspond ence Address forthe a bove^identjfied patent to: 
n Customer Number 


OR 


Type Cvstomer Number her^ 


P/ace Custotttof 
Number Bat Code 


n ^ 

1 Firm or 

Individual Name 

j Address 

Todd S. Sharinn ^ j 

Greenberg Traurig, LLP 

1 Addross 

885 Third Avenue, 21st Floor 
Mew York 1 state 1 

NY 

7IP 10022 

1 City 

1 Country 

US ■ 




Telephone 


212-801-2157 


212-688-2449 


Change- (PTO/SB/124). 

TIMS form will not affecl any 'fee address' provided for abovwdentified patent. To change a fee 
address" use the 'Fee Address Indication Form' (PTO/SB/47). 

I am the : 

r~i Patentee. 

□ Assignee of record of the enBre interest. See 37 CFR 3.71 . 
St8tementunder37CFR 3.73(b) is enclosed. (Form PTO/SB/96). 

IZD Attorney or agent of record. 
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U,e space Provided. 1 *ej^ "O Cu^^r ^ ^ ^ ^^^^^^ ^^^^^ 

Jr^SB^rForrr^^^^ Numbers, see Mant.1 of Patent Examining 

Procedure (MPEP) Section 401 


with ihe.follo\wing customer number. " nwnninnniRiin tii \mm 

gl Customer Number 

OR Type CustomBr Number here 


32361 



p/ace.-SifSteffle* dumber Bar 
CodBT.abelnQrQ 

PATENT TJUDEMAWi OmCE ' 


□ Request for Cu stomer Number (PTO/SB125) attached hereto 

..nncation( s) for which the issue Fee has been pa\6or patent(s)^ 
PATENT NUMBER - 1 APPLICATION NUMBER 

(if knov/n)_ 



(check one) 

Q Appficant/lnvenlor 


S Attorney or agent Of record — 42 , 144 


Signature 
Todd S> Sharipn 


(Reft. No.) 

n Assignee of record of the entire interest See 
37CFR3J1. Statement under 37 CFR 3.73(b) 
is enclosed enclosed. (Form PT0/SB/9S) 

Q Assignment recorded at 


Typed or printed nsme 
212-801-2157 


Fram 


Requester's telephone number 
October 22, 2002 


Dale 


NOTE- signatorasofallthalnventorsorassigneesofmcordoftheentirainterestortheirrapre^nte^^^^^ Submit 
multlpia foiros if more than one signature Is required, see beloW. 


0 To^a' ' try 37 CFR 1 363. This infennaBen is used by the public to subthit (and by the 

Burden Hour StatemenU This coBealon of WormaUon b ' wy 35 U S a 122 and 37 CFR 1.14. TWs collection is 
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.forms are submittad. 


fCERimCATE OF MAILING BY FIRST CLASS MAlt (37 CFR L8) 


App!ic3nt(5): CoWin et ah 


Docket No. 
51822.010700 


Serial No. 
09/198,087 


Filing Date 
NovOTber 23, 1998 


Examiner 
Gary Jackson 


Group Art Unit 
3731 


Invention: pasSTVE KNmESS SimiKE TEIU^ 

AND TO FACTLTTATE STAND AW) TISSUE SEOJK^ 


I hereby certify that this Ct iin gr ^frmf^m^tm Addre ss Jee, Addn^s Tntir ^ ttioTi Fonn & Port Caid 

being deposited with the United States Postal Service 9S first class mail in an envelope addressed to: The 


IS 


Assistant Commissioner for Patents, Vteshington, D.C. 20231 on 


October 22, 2002 


Linda Garramonc 


(Typtd tr Printed Nam ofFenPtt MaiHng Corrapondence) 



{Signtil(trt ifPason Mf&S Compondatce) 


Note: Each paper must have its own certificate of mailing. 
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W Docket No. 034521-003 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICANT: Stephen Colvin, iBugene Grossi, Allan Katz, Paul Oddo 
CONTROL NO.: 90/006,460 
PATENT NO.: 6.066,160 
FILING DATE: November 25, 2002 

TITLE: PASSIVE KNOTLESS SUTURE TERMINATOR FOR USE IN 

MINIMALLY INVASIVE SURGERY AND TO FACILITATE 
STANDARD TISSUE SECURING 

EXAMINER: Woo, J. 

ART UNIT: 3731 


Bi^nunissioner for Patents 

^3 


POWER OF ATTORNEY BY ASSIGNEE OF ENTIRE INTEREST 
I (REVOCATION OF PRIOR POWERS) 


I 


REVOCATION OF PRIOR POWERS OF ATTORNEY 

all powers of attorney previously given are hereby revoked Mid 
NEW POWER OF ATTORNEY 


the following attorney(s) and/or agent(s) are hereby appointed to prosecute and 
transact all business in the Patent and Trademark Office connected therewith. 


Robert & Krebs, Bogl&tratton No. 25,885; Da^nd B. Ritehld» Registration No. 31,562; Mara S. Hanish, Registration 

No. 42,626; Mm P. Sohaiib, Registration No. 42,125; Adrlenne Yeung, Registration No. 44,000; Steven J, 
Robblns, Registration No. 40»29d| Thierry IC Lo, Registration No. 49,097; WUli^m Samuel Niece, Registration No.; 
47,B24t J. Davis Gilmer, Reglstrdtton No. 44)711; William E Wlntera, Registration Na 42.232, AAasako Ando, (37 
C.P.H.§10.d (b)); and John Klaas UflKema, Registration No, 20^2; Becic/ U Troutman, Registration No, 36,703; 

Hal J. Bohner, Registration No. 27,856; 


Quickie, LLC 


3NewYorkFIaza 
Attn: Alan Fell 
New York, NY 10004 

Addras 


Recorded in.FTO on 

Reel 960S 

Prame 0640 


ASSIGNEE STATEMENT 
t undersigned states tbat he is aotbodzed to act on behalf of the assignee. 


> 

m 


(typeofpiintBameQfpersGaattflioiizedtDsi^ ' 
QQ behalf of assignee) 
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Attorney Docket No. 034521-003 
IN THE UNITED STATES PATENT AM) TRADEMARK OFFICE 


ABPUCANT: Stephen Colvin, Eugene Grossi, Allan Katz, Paul Oddo 
CONTROL NO.: 90/006,460 
PATENT NO.: 6,066.160 
HUNG DATE: November 25, 2002 

TITLE: PASSIVE KNOTLESS SUTURE TEiyviINATOR FOR USE IN 

NflNMALLY INVASIVE SURGERY AND TO FAOLtTATE 
STANDARD TISSUE SECURING 

EXAMINER: Woo, J. 

ARTUNTT: 3731 


CERTIFICATE OP TRANSMISSION UNDER 37 CFR 1,8 
^ hereby certi^ thai this correspondence Is being ^esioile transmitted with the United States Patent and Trademark 
l^co to Diicctor for Patents. F» No. (703) 872>9306 on die datotfintcd below: 


Date; 


Name; 



Annette Valdivla 


?XOMMISSIONERFOR PATENTS 
sWASfflNGTON,D.C. 20231 

^ CHANGE OP ATTORNEY DOCKET NUMBER 

AND CHANGE OF ADDRESS NOTICE 


Please change the Attorney Docket No. for this patent application to 034521-003. 
Please address all farther commumcations regarding this application to: 

Robert E.Krebs 
ThelenReid& Priest LLP 

P.O. Box 640640. 
San Jose, OA 95164-0640 
Telephone (408) 292-5800; Facsimile (408) 287-8040 


Respectfully submitted. 


Dated; 



Reg. No. 25,885 


n:4TaiD FrorThalen, Raid, 4 PriaffttP- 


M98 P 001/002 F-254 l^GUM^ 

Thelen Reid & Priest Lif f^^\ 


Attof7)gys> 

225 West Santa Clara 5U^et, Su^^^^ 

Td. 408.292^ 
Pax408.2a7.804O' 


FAX COVER PAGE 


Date! December 5, 2003 

Xo: ComniissiojierforPatenis 
USFTO 


Fronu Annette Valdivia 


' Total Pages: ^ 

(Including cover) 


•? 

•'> 


Fax: 
Phone: 


Fax: 

Phone: 

E-Mafl: 


703l872^6 


RECEIVED 

DtC 0 5 2003 



408/282-1818 
avaldiviaOthelaareiicom 


CERTIFICATE OF TBANSMI8SIOJ»^UMPE^37^CFR^1^_ 


Oaie:, 


Signamre: 





Annette Valdlvia 


RE: Control No. 90/006,4^0 
Blled: November 25, 2002 , 
DocketNo; 034521-003 

Dear Sir or Madam: 

I^espectfiiUy sobmitied is the foUowliig: 

If youhavcaiv questions, pleascdonoth^ltatctocoittaaus. 

Regards, 
AnneaeValdivia 


u, .hi«. transmission please call the Fax Operator at 408.282.1866 
in case of a pro blem- w.ih ttMs tra n smission, pieas ua.. ^^^^^^ _ _ 


uOBff 


ATTORNEY* 

, 40935 


Incurred in connection wim inis erroneous 

PA()Ell2'RCVOATim32:M:18PM!Ea5tem8tanitodriraei'5^^^^^ ' . 


.1 IM5-03 llMTani Fron-Thslsn, Reid. 4 PrIssS UP * 

* T-i9e p.mmz hm 

: Attorney Docket No. 034521-003 

m THE TJMTED STATES PATENT AND TRADEMAWCOmCE 

APPUCANT: Stephen Colvia, Eugene Grossi. AUan Kaiz, Paul Oddo CQllSf^^'^^ 

CONTROL NO.: 90/006,460 ' ^ ^^^^ 
PATENT NO.: 6,066.160 

FUJNODATB: November 25, 2002 ACO/^Hiifl 

ITILE: PASSIVE KJJOTLESS SUTURE TERAIINATOR FOR USE IN «wlr|t 

MINIMAILY INVASIVE SURGERY AND TO FACHJrATE 
STANDARDteSUE SECURING 

EXAMINER: Woo,J. 
ARTUNTT: 3731 

.p CEOTFICATB OF TRANSMISSION UNDER 37 CER 1.8 

1^ I hereby ceniiy that tUsoure^iDndence Is .tdsg&esii^ 

Offlc«toI^itc(Dr{brPateaMteNa(n)3)B72-9306oDthedat9^tedta^ 

^ : : . 

t COMNDSSIDNER FOR PATENTS 

/ WASHINGTON, D.a 20231 

ei' CHANGE OF ATTORNEY DOCKET NUMBER 

{Jl AND CHANGE OF ADDRESS NOTICE 

^ Please change the Attorney Docket No. for this patent application to 034521->003, 

w. Please address all jhirthtfconuiuDicatioiis regarding diis^Ucation to: 

RobenEKrebs 
Thdcn Reid & Priest LLP 

P.O. Box 640640 
SanJose,CA9Sl64-0640 
Telephone (408) 292-5800; Facsimile (408) 287-8040 



Respec^y submitted. 
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'i«:VDATM0m:«:1JPM[EasteniStandardteimu^^^ 


will I cu. o I Ml ^j=r nn i iviciv t vr wif imcnwc 

Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 


CHANGE OF ADDRESS/POWER OF ATTORNEY 


FILE LOCATION 9200 SERIAL mmSER 09198087 PATENT NUMBER 6066160 

THE CORRESPONDENCE ADDRESS Ha/ BEEN CHANGED TO CUST.OME.R. #. 26614 

THE PRACTITIONERS OF RECORd/hAVE BEEN CHANGED TO CUSTOMER # 26614 

THE FEE ADDRESS HAS BEEN /CHANGED TO CUSTOMER if 26614 

ON 03/28/01 THE ADDREs/oF RECORD FOR CUSTOMER NUMBER 26614 IS: 

/PEPE & HAZARD, LLP 
• / GOODWIN SQUARE 
/ 225 ASYLUM ST. 
/ ■ HARTFORD CT 06103 


AND THE PRACmiONERS OF RECORD FOR CUSTOMER NUMBER 26614 ARE: 
18637 42144 / 



PTO INSTRUCTIONS: PLEASE TAKE THE FOLLOWING ACTION WHEN THE 
CORRESPONDENCE ADDRESS HAS BEEN CHANGED TO CUSTOMER NUMBER: 
RECORD, ON THE NEXT AVAILABLE CONTENTS LINE OF THE FILE JACKET, 
'ADDRESS CHANGE TO CUSTOMER NUMBER' . LINE THROUGH THE OLD 
ADDRESS ON THE FILE JACKET LABEL AND ENTER ONLY THE 'CUSTOMER 
NUMBER' AS THE NEW ADDRESS. FILE THIS LETTER IN THE FILE JACKET. 
WHEN ABOVE CHANGES ARE ONLY TO. FEE ADDRESS AND/OR PRACTITIONERS 
OF RECORD, FILE LETTER IN THE FILE JACKET. 
THIS FILE IS ASSIGNED TO GAU 3731. 


PTO-FMD 

XAI OAT— 1 /n-T 


DBCLARATTOW AND POWER OP ATTORNEY 
We, STEPHEN COLVIN, EUGENE 6R0SSI, ALLAN KATZ, and PAUL 
ODDO, hereby declare that we are citizens of the United States of 
America and residents of New York, New York, New York, New York, 
Freeport, New York, and Freeport, New York,; and that our Post 
Office Addresses are 1775 York Avenue, Apt. 32B, New York, New 
York 10028; 530 East 83rd Street, New York, New York 10028; 700' 
Miller Avenue, Freeport, New York 11520; and 216 Garfield Street, 
Freeport, New York, 11520 respectively; that we believe we are 
the original, first and joint inventors of the subject matter 
which is claimed and for which a patent is sought on the 
invention entitled 

PASSIVE KNOTLBSS SUTURE TERMINATOR FOR USE 
IN MINIMALLY INVASIVE SURGERY AND TO 
FACILITATE STANDARD TISSUE SECURING 

the specification of which is attached hereto. 

We hereby state that we have reviewed and understand the 

contents of the above identified specification, including the 

claims.. 

We acknowledge the duty to disclose information which is 
material to the examination of this application in accordance 
with Title 37, Code of Federal Regulations, Section 1.56(a). 

We hereby declare that all statements made herein of our own 
knowledge are true and that all statements made on information 
and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 


imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may 
jeopardize the validity of the application or any patent issued 
thereon. 

We hereby appoint Todd S. Sharinn, Registration No. 42,144, 
whose Post Office Address is Pepe & Hazard LLP, 225 Asylum 
Street, Hartford, Connecticut 06103, our attorney to prosecute 
this application and to* transact all business in the Patent and 
Trademark Office connected therewith. Address all correspondence 
to Todd S. Sharinn at the aforesaid address and direct all 
telephone calls to him at ArearCofle 860/\Te2f^phone No. 241-2631. 





Date 


EUGENE 6R0SSI . 
•Residence Address: 
530 East 83rd Street 
New York, New York 10028 


nin/n a 


/ 



Date 


ALLAN KATZ 
Residence Address: 
700 Miller Avenue 
Freeport, New York 11520 


J!tF/29620n/299254.1 
ll/13/98-MAZyHl 




Freeport, New York 11520 


^SEPHTMlNlTOJjO 
Notary PubOc. Stats of Ndw Yotk 
Na 4899569 
QualiRodlnKewYoki _ 
Commlaaion Expires ^j^p i 
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KNdllXSS SnormUNG SYSTEM 
UCENSE Ain) DEVELOPMENT AGREEMENT 

e,*«ed ANDDFWELOPMENT AGREEMENT (this "Agr^ent") is n^e and 

^^nxfe-fS ?f , .1998 to be eSfeetive as of kich dale (the 

•mcbveDtite'X between Qukkieill^ 

^^^^^^^ ^- ^ ™- 

RECITALS: 

^'^HE^AS.MKltcraicdedgns^dev^^ 
developed ocpertlse «nd imeBecmal property in the cardiovascular, vascular and neufobgM Add. 

WHEREAS, theLiceasorhaa e>q>erfeeinthe areas of cardiac suigeiy. 

WEEKEAS, the Licensor has devdoped concepts for certdniioveltechriolorieswlndifebite 
toroftbssuemconiiectoonwithcardio-thoradcsurgeiyinhun^ »«j»JHp™<; aevices 

T ' Medtoonic and the licensor desire to ehterinto this Agreement wherein the 

4«^»ittopraduct.*l«n»erl« created tl^^ 

AOtEEMENT; 

^nHf^rJl'^'^S'^''*'''^?'''^^''^'^^ «>vaiants and agreements containedherein. 

^^foroAer valuable coi^^ 

parties mutually agree as fofflovvs: "icuBcu,Luo 

ARMCLEl 

DEFmrnoNS 

1.1 "^Batg" of a ^jecified person means a person that directly, or indircctlvthrouoh one or tn^™ 
;^^e,co«rol,orisoont^Dedby.orisund^ 

C^I ^mean o^vnership of more than 50% of the shares of stock entitled to vote for the 
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1/ I 1/ two it.yo r ftA 


iO03/019 


1-3 "IJgvdQpmyt^ firojpct" meana ti» researdi and development fypcess to be conducted by the 
parties for development of ^ Product. 

1.4 Txtar^pn" of "j^g^red'* M mean, with inspect to a-partkarlar patent, the es^lrBtion, 
abarKiofflBcnt,^ canc^Bation, disdaimer, award to another party other than the Licensor, its ep^loyees 
or representatives or a IkxnsOT to IheLicensor m an mtafat^ 

authority of comprtent jmis^ction. wMch Is not subject to further appeal or dedaraiion of invalidily or 
imMtoe8ib% by a court or other authority of competent 

emjbaiiottCffrB-issue proceeding^ of such patent, wWch is ncrtsubj^ BUnotpired" 
shall a patent tiut has not Esqjiied 

1.5 "Fidd of Use* tneana afl app«g«tlftna !n thA ar^a ftPi^.^ffl,]fly Tn&tStinp. 

1.6 TiTBtCoinmertaal Release means approval by Medtioidc of a Kpyalty Product fin- 
conmiwld sale h any country pursuant to Medlronicfs custon^ 

a^^ffoval pnticedures and giideSnes. 

"fat^^;<3ual Property" meansU.S. and fordgn patents and patent appH<ations^ Imow-bow, 
trade secreta, Inventions, discoveries and technical information mdutfing but not limited to informmion 
embodied ki drawings, dedgns, copyrights, copyrig^ appHcarions^ trademarks and trademark 
^>plicationa, m^erial specificatiiMis, jHocesdnginstrucflons, formulas, equipment qjedficatlans, 
product ^?edfications, conEdenfial ^la, computer soflwane, dectronic files, researdi noteixxjica, 
awention fisdosures, researdi and devdopment reports and Ihe Hke related thereto and all 
amendmeitts, mocfificationa, and hnproverarate to any of the forcing. 

1.8 "hs£S!ta" means any invention, discovery, idea, know-how, trade secret, data, infonnation, 
technology, process or concept, whcthw or not patented or patentable, and tvhe^ or not 
memorialized in writing. 

1.9 "loHlnVCTrtl'oCiS" means any invenBon, discovery. Idea, know-how, trade secret, data 
information, tedmobgy, process of concept, whether or not patented or patentable, and whether or 
not mentjorializcd in writing, wfuch are jointly developed by Medtronic and the licensor as a result of 

work performed as part of the Development Project. 

1-10 "Net g^e? QfROY^ltY Product^ for a particular period means the amounts that Medtrcmlc (or 
any subUcensee ofMedtronicIs license rights hereunder) is paid by tKrd parties (eHminatbg transactions 
amcMigAfffiatcs-w^l&l Medtronio, or witlnn such sublicensees) for canroMdal sales (exduiHng sales 
fia- use in cMcal trials or other testing purposes) of Royalty Products during such period, arid 
exchitfing the fcnowiflg Trrvdce Adjustments": (i) discounts and allowances, (u) o^ts or repayments 
due to rqectiona, defects or returns, and (m) net of amounts previously induded mNet Sales of 
Royalty Products that were written-offby Medtronic or such sublicensee ofMedtronIc during such 
. period as uncollectible. IfMedtromcor anyAfSliateofMedtronicsellsat asmglepriceorratea 
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<»MbaMtiOB or package of pit>^^ not all of^^chif soldiiuiividua^ WDuWbeE^yaltyP^ 
Ihea ^ Sales ofRoyaUy Prcxfacts" with respect to such sales of combination or padcage of proto 
shaU equal the wjinber of units of ^yalty Products sold as part of a combination or package erf 
produtlsinuitipBedbytheres^ 

^rfttesametypeofRoyaltyProddctsMldindividuallyC^^ Net 
SalBs^vbK* are denominated in curr€JKaesotbkthanU.S.D^ DoUa^g 
according to Medtromc's standard accounting poUqr for converaon of foreign curreodes. 

1.11 'Tiaducfnieai»aiQrdevk» and/or meth^ 
OMnprifies drawing tfao sutares througji ai^^ 
mcorponaed within a prosthetic de^dcB, the chat^ 

(a) t*leastcwiflfle»bleiMgBlocatedv*hinthBdiaimeIands^^ 
ra<fl% dhwt the path ctf the sutuc8v?itMn iJie diairndfl^ 

• ^^^a^'S'^d^oav^Me opposing any 

(b) acawty,whi(iisshapedandsi2edtohouseafitidynKrvin^ 

which has at least one mating receptad e whidi is positioned on a waD of the cavity so as to 
Mtate a mating relationship between tiie member and the mating receptade, tiius ensuring 
ihe passage of the sutme in a single direction while oppoang any movement of tiie suture in the 
of^Bite dkecdon, 

Medtroric adorawkdges that Ucensor^s Mdlectud Property may be broader in 8^ 
Prodict, as defined herean. 

U2 " Roy^ yrpduct" means any commerdaDy released product sold by Medtronic in the Field of 
Use tiiat embodies any Developed Technology. 

1.13 •^sdeEMMsiologjr meanaMectual Property, Inventions or Joint Inventions pertaming 
tothe^^foduct(a8 defined above), witiiintiie Field ofUse. that are conceived, designed, ordwdoped 

ftomorthroughtiie work pejformed by tiiB parties under tiieDeveIopmentPrxrfect,vvhetherte 
aoldy. DevdopedTedinotogyshaflnotindudeanylntdlectualPropeftyorL^ 
pertiunto the Product (as defined above) and whidi a party can demonstrate by competent evidence 
were not coocdved, deagned, ordevdopedfiom or through the work pedforraed by tiie parties under 
theDevdoianentProject, whether jointly or soldy. 

ARTICLE2 
PROJECTDESCRIPTION 

2.1 Deydopment . ^fedtronic and tive Licensor wiU use thdr reasonable best efforts to conduct 
Development Project to develop the Product for use in attaching prosthetic^ Mopnpstheticv or 
homograpHc devices to soft tissue in connection with cardio-thorado surgey in humans 
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22 I)evel6om&nt Contacts , Each party \viUider]tify one pei^\vh^ 
contact for 'all coimmjricatktt^ The i)^rsoBS so identified will 

periodically, but no less than quartexly, provide a report to the Uceansor and Medtronic setting fiwh a 
summary of ihe ^vork perfoTtned 

2.3 Ahemative Development . Nothing in this Agreement or the Development Project wUl 
Umit ^her party' % ability to develop syst^ns^ d&vices or methods for knotless sccunng of sutures by 
any tedmiquo or tedmcfegy that is outside the scope of the Devdopment Project and does not snploy 
DevdqpedTedmdogy, even if sucJt effii^rts could deveildp products ^Ihat compete \vith the Itoyahy 
Product 

aruclbs 

DEVELOTMENTFDNDING 

3»1 Development Pundinjp L Medtrodcdiafl be re^nable for payment of aU costs ina 
in^kinendng the Dcvetoi^ne^ Project MedtromcshaQre^m^^ 
in partkipf^t^ h the Development Project to th^ 
advance, by Medtronia 

3.2 Traveil Reimbursement la addition to the amounts to be paid to the Licensor pursuant to 
section 4.1, Medtrorfc vaU rdmburse the licwisor for reasonable travd ajid lodging expenses Incurred 
specifically at Medtronic*5 request and approved in advance by Medtronia 

3.3 Payment Rdmbursement of aU costs und^tMsAgreCTientwifl 
Medtromc's receipt of an invoice and supporting recdpts from the Licensor. 

AKnCLE4 
INTELLECTUAL PROPERTY 

4.1 Ownership oflntdlectual Propgtv, MlnteJlectiial Property ofMedtronicexisdng on the 
EfiectivoDatediaDbeaidremamthe^ All LiteMectual Property of the Licensor 

existing on the Efiecdve Date fihafl be and remam the propel Anylnteflectual 
PropCTty developed solely by eanployees of the Licensor, or consultants woridng for the Licensor under 
tMs Agreement, shall be the property of tiie Licensor subject to the license rights granted Medtrorac 
undo" IMa Agreement All Developed Technology, wheflier Joint Inventions or otherwise, shaH be the 
propeity of the Licensee and Medtronic agrees to execute all documents necessary to vest sole 
ownership of Such Developed Technology in the Licensor, sulgect to the license rights granted . 
Medtromc under tWs Agreenyent 

4.2 Licensor Assurance of Transfer. The Licensor shall ensure that all employees, consultants and 
tMrd parties who perform any portion of the licensor's development obligations under this Agreement 
have entered into writt^ agr^ents with the licensor whereby such employee, consultant or third 
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party assigns to the Ilcaisor aU owna^p ri^ 

such empioyee, consuhant or third party in the course of sudi dewJopmentwoik for the Licensor. 

M^QOi'? Awaqpg pf Tr^^^ Medtronic shall ensure that all employees, consultants and 
third parties vAo perform any portion of Medtronlc's development obfigations under tMs Agreement 
have ec^ered Into written agreements with Medtronic whereby such employee, consultant or thinl party 
assigns to Medtroi& all ownership rights in aiv InteDectual Property made or devd^^ 
(XOfAoyt^ consultffltt or fliird party in the course of such development wwk for Medtronic. 

4.4 Patent Prosecution. The licensor shall ffle^ prosecute, and matmain all U.S. and foreign 
patents related to the Developed Technology it deems appropriate to obtain In Its sol© discretion and at 
ite sde expense. The Ucensorwll pro^de Medtronic with a copy of any of its patent ^ficslions on 
fte ftoAid and win keep MiMi^^ 

theRddofUse. Medtronic M be entitled to provide the Ucensornon4)inding input on 
prosecution. 

4.5 Proseoitio n of hfiingement of Developed Technology. 

(a) EaJ^ofMedtromc and tiie Licensor shaUproniptty notify the other ifit knows or has 
reason to believe that rigjits to the Developed Techndogy are bdng in&inged or mlsappropriaied by a 

^ party withmtheHddofUseorthatsuchinfiingementormi^^ 

I^censcff Shan, after leanang of and investigating such anegedln^ 

nobce to the Medtronic electing to do one ofthe foflowing: © prosecute such afleged Infiingement or 
nusaKwopnaton for the licensor's own account; 00 ofiferMedtronicthe chdce of partidpaling m such 
prosecution, or (jSS) decline to prosecute such aHeged infiingement or misappropriation. 

(b) If the Licensor dects to prosecute such aUeged infiingement or misappropriation for its 
own account punuant to (aX!) above, the Licensor shafl be solely resporcable for payment of aU of its 
own costs of prosecutkm and of negotiating aetdement, and shafl retain aU proceeds fiom such 
proseoition. Medtronic diaU have the rigjit, at its own ejqjense, to jc^ 

to wty such proceeding if Medtronic believes it Is necessaiy to succesafony prosecute such infiinRcment 
or nflsapprc^iriaticBi. 


Re pacts p 


^ (d) If the Licensor elects not to prosecute pursuant to above, Medtronic may. at its 
option, prosecute suA afleged infiingement or nusappropriallon for its own account, in whidi' event 
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Medircidc shaH be scMy responsible for aU costs of prosecution and of negcrtlatina settlement and shall 
retain iall proceeds from such prosecution. 

ARTECLES 
LICENSE TO MEDTRONIC 

5.1 Grant oflicense. Subject to the terms and conditions of this Agreement, theiicensor herdav 
grants to Medtronic an iriwocaUe^ woridwidei exch^ 

make, iiave made, use, sdl and have sold RoyalQr Products incorporating or utilizing and otherwise to 
commercialize and exploit, the Developed TechnoIoEy in the Field ofUse. 

5.2 TffmpnJc^g^ SubjecttothetermsandconditionsofthisAgteement^thisAgreenient^ 
4e&^giantedmHkrSecdon6J Shan contfaue until suditi^^ 

forftod«teunder&eDw<iopedT^^^ or. if no patents have issued, until the 

fl »Ie of alUiyalty 

fiowjse ofMedtromc set forth 
fi%p«^exdusn^ ^TOridwide, 

soIdProducts embodying any of the Developed Technology in theBeld ofUsa 

• ARnCLE6'. 
LICENSE AND ROYALTIES PAYMENTS 

6.1 ^ Pre-paid Royaltjes. In consideration of the Licensor's entering into tMs Agreement and 
grantfflgMetouc certainiights to theDevdoped Teduidlogy and subject to thetenninaiion 
provisions of Section 9(a), below, Medtronic agrees to make the foDowing payments' 
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62 EflX^. Conimendng with ihePirst Commercial Rd 

shaflp^ to the Ucensor a royalty onNet Sales of IUiyalty?roducte TheRoyaltyRate 
paid by Medtronkj diafl be deternraied as Mo>^^^ 


RE 9 ACTS P 


6,3 Reports and Pftvmenta, Within thirty (30) days after the end of eadi Medtronic Fiscal Quarter 
Gliify 3 1, October 3 1 , Januaiy 3 1 , and April 3 OX Medtronic diall provide the licensor with a -written 
report indicating the amount ofNet Sales of Royalty l»roducta during such precedbg Quartef and the 
amount of the royaldes due for such Quarter. Simultaneously with making such r^tt, Medtronic 
sbsH pay to the licensor the amount of royalties then due. Royalties payable to the Licensor by 
Medtronic from non-US. Net Sales of R^ralty Products shall be paid in U.S. currency to be converted 
from foreign currency at the exBhang© rate used by Citibank ofNew York; in effect the first day of 
eacJiBKHith inchided in the Quarter in which die royalty payment is due the Licensor, 

Of&Btting Prfr-Pald Royalties- All pre-paid royalties paid pursuai^ to Section 6.1 shall be c^&et 
as a credk agMnstroydtiea Aie and ovring pursuant Section 6,2 piBBuart 

Fr9m d^ of the first commercial sale of a Royalty Product thniugh the date tlurty-sK 
06) inontha after Commenaal Approval (the "Initial Payment Period"), one half of the 
royalties earned be offset against pre-paid royalties and one half will be pdd to the 
Licensor. If at any time during the Initial Payment Period the pro-paid royalty balance 
reaches zero, payment of the fiiU royalty as set forth m Section 6.2, above, will commence. 
If at the end of ^ Initial Payment l^eriod a pre-paid royalty balance remains, the fiiU 
amount of royalties due going forward will be off-set against pre-paJd royalties until the • 
balance is zero. At that pokit the payments to the Licensor will resume as set forth in 
Section 6.2. 
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6.5 Records, Medtitmc agrees to keep accurate wri 

accordance with genera^ accepted accountiiig principles, to enable the royalties payable under this 
Agreen^ by Medtronk to be determined and verified. Such records for a particular Quarter shall be 
retained by Miedtroric for a paiod of not less than five years after the end of such Quarter, 

6.5 Amfit ofRecorda . Upon reasonable notice and during regular buan^ 
from ftne to time (but no more finequently than once quartttfy) make available tile records referred to 
in Sec4ioa 5 .3 fcff aatfit at the licasor's e?q?ense by iiijdq)end^ au(fitora to verify the accuracy of the 
reports provided to the Licensor. In tiie event such audit discloses that the fees pi^oualyp^ 
reported as due to the licensor have been under-paid and/or under-rq>orted as of the date of tiie audit, 
then MedtroiQC shall immedy^ p^ the (Merence and all expenses incurred by the Xic^isor in 
pe[fi)nning the au(£t to ti» licensor, 

ARTICLE? 
COMMEROAUZATION OFTROBUCrS 

7.1 Regulatory Approval , Medtrotrfcshaflber^ponabte&robtaWngaflr^uto 
Royalty Products ariangfixMn the Devd^ Detennination of 

i>i«^r^;ulatoiy approvals to obtain for ti)eKoyalty Products shall be at the sole discretion of 
Medtronic. The lic^isorvwll, atMedtronic^s request aiidexp 

process as needed. The Licensor shall fiimi^ all infonnaction and documents in its poss^on or 
cOTtrol which msy be required to comply \wth United States Food and Drug Adnuiu straion rules and 
regulations with respect to Royalty Products aiiang from the Developed Technology. 

12 Manofktore . Medtromo shall be responaljle for the manufectore of Royalty ft All 
inanu&cturing ofRoyaliy Products shall be conducted in compliance with all i^pHcable laws and 
regulations and in accordance with Medtromc*s customary quality procedures 

7»3 Indemmficadon> Medtronic agrees to and shaDbdenmify and hold hannless the Ucen^ 
(inc3utfi^ its principals, raiployees, agents, officers, and directors) from and against any and all daims> 
demwxis, corts, expenses, judgments, and liabilities C^w^ uding but not linuted to attorneys fees) arising 
out of or rdating to theuse, manu&cturei sale, sublicendng, and development of the Royalty Products 
inmjfikCtured or soUhy Medtrorao or any of its AfiSliates- 

7.4 . Technology Transfer, The Licensor shall, upon Kf edtmni^'ft regiiAct fiY^m i^rr^t^ f^m^ ^^o^ 
con^e&m of devdopment imkstottes, i^rovlde to Medtroruc, at reasonable e5q)ense to Medtn^nio, 
drawings, spedficafions, processes, materials, and any manoftcturlng procedures and such other 
documentation and know-how as is reasonably necessaiy orusefiU to enable Medtromc to fiiBy utilize 
the llcei^ granted to Medtrcmio uiider this Agreement 

7.5 No Assurance . Nrither the Licensor, nor Medtronic make any representation or warranty that 
theDevdoped Technology will be suitable for use in humans or can or wIQ bo developed satisfectorily 
for Commercial Apjroval or continued sale thereafter. The Ucensor and Medtronic acknowledge that 
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Metoi^ and its AMates are and ^vffl (»nttmut to 
tedmotogtea. processes aiKl i^oductswlB^ 

on use of Confideaitiallnfbmiatfen contained hth^LreemenL 
Bodjiagl^Uimeoded to Hmit Medtronic or fta Affiliates fiom conSi^^^^^ 

development and exploitation ^ be without oWigati on 
to theljcensor, except as otherwise provided for under thi^ 

ARTICLES 
CONFIDENmurY 

T-is^ ^*«toonlc and thaLicensor agrees to make no use of the other party's Confidenfial 
MirmatiMor Tra^ Seaeta 
%ee«^M«i,&allnrtdiyu^ 
staffnotharf,«a^fcr«^toaichQ>nfldential^ 

m^denwConfide^l^^ «^ Trade Secrets the same degree ofcaie that .3? 
exercised by a reasonable pnident person in amik^ 

Coi^dentJalMofmafion means know^, and wpubBshed information disclosed that does 
^ Cwhedierbefore or during thoimn of this Agreement) by oneof 

AgreentMnt, esdudng information vdiidt 

.^(a) \vas^eady in the possession of 

party (provided that the receiving party is able to provide the disclosing parly with reasonabS 
documcntaiy proof thereof^, 

(b) is or become* part of thepublio domain by reason of acts not attrib»4ableto the 
receiving par^, wuio 

(c) is orbccomea available to receiving party fix.m a source other than the disdoinne Mrtv 
wta^sowce. to the best of receiving partys knowledge^ ^ ""^^ 

"° of nondisclosure or confidentiality to the disdosmg party 

(d) ismadeavailablebythedisdosingpartytoathirdpartyunafBliatedvvit^ 

party on an unrestricted ba^, "^uiawwang 

(e.) has been independently devdoped by the receiving party whhout breach of this 
Agreement oruse of any Confidential Infomiition of the other parly (provided that the 
party Is able to provide the disclosing party with reasonable documei^ proof 
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(0 is required by court or gaveromental order, law or regulation to be disdosed, provided, 
however, that the receiving par^ reqdred to disclose such infoimslkMi shaU provide the 
(fiadosbg party with reasonable advance notice of aiqr such proposed tfsdosureto such 
party a reasonable period of time in vMch to seek confidential treatment of such disdosuiB to 
appUcaibte audiority or to a{^Kcable authoiitiea it^iarding sudi disdosureL 

C<Mifidei^Infi»ttiHdcMi shall not be disdosed or publidied during the term of ttds Agreonent 
and fttf a period of mne (9) years after the tenrinaHon of this Agreement fiv 
ConSdeotial Infortnation and Trade Secreis disclosed by oneparty to the otherunder thb Agreement 
shatt be in and bear a legend "Cpmpajg^ Proprittaiy/ »Co^^ 

Inftumalion," "Confidential InfiMinaiion," "Trade SecnetsT or words of similaf import or, if disclosed in 
any Banner other than writing; diall be preceded by an 

Corapajny proprietary, confidential ot Trade Secrets, and sbaHbeMowedbytnmsftfittalof a 
reasonably dettlled mitten siuninary of the in^ 

Ideodfication as Confidential Tnfbrmation and Trade Secrets de^gnated as ^ve within tlurty (30) 

Trade Secrets means information of either parly, induding, but not linited to, methods, 
tediriques, dra«^ and unpublished.infonnation wlridi derives economic value, actual or potential, 
firom not being geiterally known to, and not being readily ascertainable by proper means by, othes- 
peisons -vAo can obtain econcmiic vahie j5om its disdosore or use, and whidi is the sulgect of effiwts 
Ihii are reascsttble under Aedrcamstancea to mairdain its sec^ Theredftent of a Trade Secret 
^ not ^086 01 publish, other than as pemilttedherdn or nmtually agreed upor^ 

as kffig as the infonnadcm qualifies as aTrade Secret unda^jplicable law. 

ARTICLE!!) 
TERMINATION 

Tlis Agreement dian tdM effedi on Ae date first \witten above and ^ 
exi^on oifk& Term of the license pursuant to Section 5.2 of this Agreement unless othawise 
tennmated as fbOows: 

.(a) Medtroiic may, in its sole (fiscretion, terminate tills Agreement at aiyt^ 
upon written notice to the Licensor. Upon sud» teraunation, Medtronic shall only be liable for acy 
payments then due and ow^g under Section 6, above. In Ae event Medtronic terminates 1h^ 
Agreenneot pursuant to tiiis Section 9(a), the License granted herein shall revert to tiie Licensor and die 
Licenser ^ be fiee to Bcease the DeveJoped Tedmology to a tHrd paity. lbs Licensor vwll also be 
entitled to retain a]lpr&-paid royalties, royaJtics, and expenses paid through the date of termination. 
Upon sudi twrination, the parties shall have no fiirther obligation to each other under tMs Agreement, 
except for the Ihdemnificstion and Confidentiality obUgations set forth herein, 

(b) Notwithstanding any other terms of this Agreement, if, during the period Medtronic 
is required to pay royalties under this Agreement, Medtronic conunerdally releases a medical 
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gUHkbnei^ vAich device © has recdved Commercial Approv^ as define in this Agreement, fii) 
iiwoippratea ^djv>ce and/or method for the knotless securing of satures wMch is not witlSi the 
defiiution of 4 Product set forth m Section l.U, abov^^ and Qm) competes or could compete^th 
any Royal^IVoduct soUby Medtronic under thi^ Agreement, the Ucensor may tenninSl this 
A^ent IJPOttt^ (10) days vmtten notice to Medtronic. Jn the event of tennination under this 
subsectK)n, Medtrcmlc shaU have a period of six (6) months from the date of termination to 
conapkte manufectare of an work then in process and 8^ remaining inventory of Rovahv 
^^S^rJ^'^.^^Sf royalty obligafiona of Section 6. above. lUe ^ (6) „,onth ^od maybe 
actended for an additional sfac (d) months only upon tarns agreed to by the parties in wrfdnir 
Funhennore, if the termination under this subsection occura vwithin the five (5) year period 
foUovring tte Fust Coimnerdal Release, iMfedtronic shall also pay to the Ucenwr, y^A thirty 
SSZ?^ *^ erf such terminatron, a sum equal to the total «^es paid to licensor by 
MfedtroiMui^thisAgfeemeatduringtbos^ ^ 

agrees that the price it charges for Product after any termination 
pmaiant to^ sid^n jnll not be less than ninety pwcent (90%) of the overage selling price 
Medtromc charged for Product during the sbt (6) month period prior to the tmZ,^ 

(c) IfeJther party breadies any ofdie material terms, conditions or agrees 
Agre«nent^then the otherjjarty may tenninate this Agreement, at its option and ivithout prgudice to 
any^its o&^legal and ^mtable rights and remedies, by givtog the breacMng party ninety {90) days 
noti«mAviitmg,particulaifyspea^thebreadL Such notice oftemnnation shall not be efficdve if 
•4he od«r party ares d» specified breach Avithin such 90^y period, or, in the case of breaches not 
.reastoably oirrf^le such 90 days, if sudiparly commences the cure thereof within such 90 days 
and dihgendy thereafter prosecutes such cuTBL ^ 

_ (d) TheUcensormay.bywrittennoticetoMedtronic,terminatethisAgreementatanv 
bme. m the event of a Mire by Medtronic to pay timdy ffi^ 

thttarerequired tobemadetoiheLicensor hereunder, subject to 

Mid anoppoitmityfttfMedtrDnioto cure such^^^ Medtronic shall have thirty (30) days from the 
date MedtHMdcrecelves such notice from the Ucensorto maKe such paymcm. 

(e) EiA€fpartymay,by^vrittennoticetotheotherparty,tern^ 
e^rertfloat such oiherpaity becomes insol^^ of creditors goes 

into l^iBdatiM or receivei?hip or otherwise loses legal control of its business. 

w> rdieveM^tronic from its obligation to make afl royalty payments and reports with respect to Net 
Salra crfRoy^Products occurring through the date of tamination, includfag a final report, provided 
fOTherem. The IJceasor shall have the right to malca a final audit no sooner than forty-frve?^^^^ 
and no later than one hundred twenty (120) days aflerreceivingMedtronic's final repoA 
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T- ^ J^^BlicensOTtemtoatesthisAgre^ Sections (bY(cX or CcD. above, the 

NotwithstandingsuchtransfcrtotheLic^ 

M£dto>nlc Aan be entided to 

partiK shafl have no &rtber obligation to each other under fWs AgrS^ 

^gi) .IfM«iw>«JctenniMlestWsAgrf^ 
Jjectloii 5. 1 , aboTO, provided it canbnues to pay the roydtiea req»A«d by Section 6 or ffl) convert its 

reqiaredbjr Seciione. Upon suAteinunatioQ, the parties shaUhava no fiirtl^ 
vn(tothu,Agree«ettt,e«ceptfeihe 

^ ^ „?*»«^oft«™bttt>onofthisAfireementafta'FirrtC^ 
Mahrraa shall be entitled during the ninety (90) dj^ immediately foflowing the date ofS 
terannation to camplete aU work^n-process and sdl its remaining inventory of Royally Products, 
subject to the payment of royaKes pursuant to Section 6 on Net Sales of such Royalty Product 

ARnCLElO 
CERTAIN REPRESENTATIONS 

JJi Repr^^^PPS of thQ^i<?ensor, TTie Licensor rq)resent8, warrants and covenants to 

Medtronic tnot 

(a) TheUcensorQisaliiidtedHabintycompanyduIy organized, vaHdW 
go^dmg under the laws of Ihe State ofNew Yorle .(5) has &U corporate po w to con^ct the 
op^xatiorism^^dirtispresentiyengagedandto ent^ 

A^eement, and fuO has afl rights and prfvaeges necessary to assign and license any Intellectual 
ftoperty as rnay be required lyy das Agreement 

New York and its charter, bylaws or other govermng instmments to authorize the execution and 
oj^^onoftiJsAgreerttent TWsAgr«?neiit constitutes the vaHd and legally binding 
of Aebcen^r^ eijfbrceable against the Licensor in 

ftattdulett transfer, reorganization, moratorium and Mi- laws of general Mjplic^iliw 
relatmg to or affecbng creditors' rights and to general eqinty prindples. <4'i' ly 

(c) Neither die execution and delivery of tins Agr^ 
transactions contemplated herem or therein, will violate any provision of the charter, bylaws or other 
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gOvenJng Instrumerts o{ih& licensor or any law, rule, regulatbt^ writ, judgynent, injmiction, decree, 
d^OTTunatkai^ a-ward or other order of any court or goveftiraental agoicy or instrumentaBly^ domestic 
w foreign, OT conflict with or result in any h^ach of any of the tenm of or constitute a de&iilt under or 
residl m temdna&^x of or th& creatira at imporition of any mortgage, deed of tiust, pledge, Ben, 

security iafcercst or (rtha- (Aarge or encumtrrance of ai^ nature pursuant to the terms of any contract or 

e^rmnart to wKch the Iic€«isctf is a party or by wKc 

(d) Tia^ are no acdcMia, suits, dainifi, dilutes or 
invesdgaiiona pes^g teeatened agmiiBt the li^^ 

ecputy, befim any court or adirainstraiivo agency or b^re ^ govnnmental department, cc^nnussion, 
boaid, bureau, agency w instrun«ntality, ^ 

ffiitteridlyimp«dritsabi^ Neither the Licensor nor aiy of ita 

o£&er% cSrectors, employees or consdtantah^&iled to oon^^AviA anyla<EV» iule» regulation^ ivtit^ 
judgmoot^ ii^cdoii^ deoree^ det^xmnadott, award or other ot^ of any court or other-govenimeQ^ 

a^K7 at InstnuneaMty, dcnnesdc or ibrdgn, wludi) fiDure in any case would in ai^ matenal respect 

in^^ ai^ rig^ on^fedtroife under tins A 

(e) Tbereare no actions, suits, claSna, iHsputes, proceedings, investigations, contracts, 
agreements, rules, or othef obBgaiiona to wKch the Licensor or any individual in^ribers of the 
licensor; arc either sotg ea to or a party to wWdh would prevent them or the Licemir from entering 
into tKa Agreement and fiilEffing its twins and conditions, inchidbg, but not limited to, the assignment 
M Bcense of Intellectual I^perty and the recehm^ 

f 

10 J2 Representations ofMedtronic. Medtronic represents, warrants and covemnts to the Licensor 
that: 

(a) MedtroiJcInc. is a corporation duly organized, validly existing and in good standing 
under thft kwg of the State ofMnnesota and has M corporate pov/et to conduct the buslneas ia which 
it Is iTCseotly ^gaged and to enter into and perform its obligations under ftis Agreement, induding but 
not linuted to, U^e asagninent and licOTse of Intellectual Property as may be required by tHs 
Agreement. ' • - 

(b) Medtromo has taken all necessary corporate action under tho law 
incorporation and its articles of incorporation and bylaws to authorize the execution and consummation 
oftKsAgreOTwnL TMs Agreement constitutes the vaHd and legally binding 
a&rcealde against Medtforic in accordance 

insdveaicy, flraudulent transfer, reorgaitfzation, moratorium and sdmilar laws of general applicability 
rdating to or affecting creditors* rights and to general equity principles. 

(c) Neither die execution and deEveiy of this Agreement nor the consummation of the 
Iransactic^ cCMttemplated herein or therein will violate any jrovldon of the articles and bylaws of 
Medtroric fx any law, nde^ regulation, writ, judgment, injunction, decree, detemriination, awanl or 
other order of any court or govOTixnental agency or Instmmentality, donaestio or forcigD, or conflict 
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wtSi wreaAin airy teeadi of smy crfthe tenns of or constitirte a defeult under or result intenranaJion 
of or the crealiwi or in^shion of airy mortgagev d^ed of trust, pledge, lieiv security intea^ or other 
charge or encumbrance of any nature pursuant to the terms of aiy contract or a^eement to which 
MsdtKHttG is a party or by wWch Medtronic or 

ASnCLEll 
MlSOEIlAPJEOirS 

lU Assignment This AgrementdiaH be Wndang upon ahd im^ 

hereto and the aicceasora or assigns of the parties hereto; provided, that (i) the rights and obngations of 
Ik liceaosor herein naay not be assigned exccjt to any pcraon who su cceeds to substantially all of the 
liceasor's bu^nes^ and ^ the rights and obSgadons ofMedtromc hercm may not be aaagned except 
to ai^ person succeeds to ^ or a substantial portion of MedtrodG^s buanessto whidiliiis 
Agrwmestrdatea. Any attempted assSgnmoitofthis Agreement in violaliOT of to 
boM and void. 

lU ErttireAgreemCTit TMsAgreemeo^Tndu(&gtheE)dubto 
thereto constitute the entire agreemiou of th^ 

agretoients and supersede all previous proposals or agreemorts, oral or written, and all negotiations, 
cQnversations or ^scusdons heretofore had between the parties related to the subject matter of such 
agreements. 

113 Survival AH of the rei^resentations, warranties and ind^u^ 
and all tmns and px>vi3ionB hereof intended to be obsCTV 

tenranatioH hemif (to the extent specified herdn), shall survive such termination and continue 
thereafter in M iwro and eflfect, subject to appBcsable statutes of Brotations. 

11.4 AmendmQ(Tt Waiver, Discharge. etc> TKs Agreement may not be amended^ released, 
discharged, abandoned^ chsffiged or modified in any manner, except by an instrument in writing signed 
on behalf of each of ^ parties to flus Agreement by their duly authorized re{>resentative8. The fidhire 
crfeitiaerparty to enforce at any time any of theprovirions of this Agreement shall hno way be 
construed to be a wwver of any such pro\asion, norm any way to aflfect the validity of this Agreement 
or any erf it or the right of eith^ party after any su ch feihare to enforce each and every such 
provisioiL No waWer of any breach of tMs Agreement shall be held to be a wmver of airy other or 
subsequent breach. 

11-5 Btecution in Counterparts, TKs Agreement may be executed in one or more counterparts, all 
of which sh^ be con^da^ one and the same agreement, and shall become a binding agreement when 
one OT nvore countCTparts hawe been Hgned by each party and ddlvered to the o 

1 1^6 Titles and Headings: Construction . The tities and headings to Sections and Articles herein are 
inserted for the convenience of referoice only and are not intended'to be a part of or to afFect the 
meaning or interpretation of tMs Agreement. This Agreement shall be construed vrfthout regard to any 
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pjiesun^jtion or other rule requMng consbuctiori hereof agdnst the party cmmg Has Agreemeait to be 
drafted. 

IIJ Pcn^ Nothing in tlus Agreement, e^ressed or im^^ 

than the partfea to this Agrecafneit or theb- respective 5uc^^ 
sublicensees any rigtea, remedies, obligations or Babilities mujer or by reason of this Agreement. 

11.8 iMff^. MiKiticesc>r other conimajdcations to a parly req^^ 
bein-wriBng ai4 shallbe defiveredpersondly or by tdecopy (receiii 
be sent by a leputdde express dcillveiy servxM or by cerffled TOJ^ 
requested, addnessed as folbws: 


toMedtrodc: MedtfOt^o^IncL 

Tbm Andtage^ MJD. 
7000 Central AyomeN£. 
Iteetq^fis^MNf 55432 


cojy to; Thomas A, EWinger, Esq. 

It^tedtroni^ Inc. • MS300 
7000 Central AvenueNJB. 
^finnespc^ lv£imesota 55432 


tolicenson QmcMetlLC 

do AlanFdIfBsq. 
Blc3c.Stfiiner,P.C. 
SNewYciikPIaza 
NewYodCjUY 10004 


11.9 Severability. If any provl^onoflins Agreoneirtishddinvalidbyacourtof cori^)etent 
juristficdcBi, suc&proviaon shall be enforced ttJ the maxiinum extent pentusable and the remaning 
provisoes shall nonetheless be enforceable according to the^ re^}ecdve t^ms. 

11.10 Execution ofFurthg-Pocumenta. Eac3i party agrees to execute and deliver without fiirther 
ccHisideration any fintber ajq>llcations, licoises, asagnments or other documents, and to perfonn such 
o^ier tewM acts as the other party may reasonably request to My secwe aud/or evidence the ri rfits or 
interests herein. 

11.11 Aibi^on. Any dispute arising out of or: raking to this Agreement or any breach hereof will 
first be submitted to an appointed r^resentstives of each of fte parties andifthe representatives fell to 
resolve the di^Mt^ such dispute shaU be arbitrated in accordance with the rules of ^ 
Aii»trationAs8odation. The resdts of such aibitrationproceecGngs shall be binding upon the parties 
hereto, aftd judgmajt may be eirteredupon the arbitration award ih any court having jurisdiction 
thereof Nbtwiflistandlngthe forgoing, dther party may seek interim irgunctive relief jSrMn atty court 
ofcoTHfpetent)uri9(fiction. The venue for such arbitration and iriterimii^uncth^ereEefshattb^ 
SouthemDistrict ofNew York. 
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11.12 Govermngl^ This agreement shall governed and interpreted m accordance wth the laws of 
the State of New Ywk. 

IN VVriNESS WHEREOF, each of the iiarties has caused this li 
Agceen^ to he executed m the naaimer apiprc^iriate to eadi. 

MEDTRONIC INC QUICKIE, LLC 

^ • Dat e. Oi»r. ^ /^f^ 
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Medtrank 



)i>huW. Borg 



October 2S, 1999 


Alan Fell, Esq* 

ThrtsB New York Plaza 
New York NY 10004 

By PAX: (212) 422r0l58 

DesTMr-Phll; 

As you know, we have completed tha wet 1* i^gsrding ihe ^^quicIaV attachtocnc mechajiisn). 
Jttn Foster and It. Colvin have spoken abontit, and Jim ftxplginedthat, all things considered, it 
is a concept wb dmi no longer support under the AgrcBincnt, Accordingly, we are exercising out 
option under the Agreement to end our support of the device, and will, of couise, comply wift 
ihe terms of the Agreemenl- 

As Tim Foster indicMEd to Dr. Colvin, we would be pleased to meet md outline the factors that 
led to this doddon. Wb would also like to meet to consider any other concepts Dr. CoMn's 
group may wish to disou^B and, hopefully, continuo this important coUabomtivB effort to devcloi 
innovative products. 

Wo know Dr. Colvin will soon return from Aai a, and Jim suggested a meeting in New Yoxlc Ci^ 
on November 3 10 discUflS these issues, A new Confidendal Disclosure Agreement can be 
executed after we have discussed its specifics. 

Please let us know if this dace is okay, or, if not, can you provida sltemativc dates? We look 
forward to our meeting 

Sincerely, 

MEDTRONIC, INC. 



cc: 

J. Poster 


When life Depends on Medical Technoh^ 


us District Court Civil Doclcet 


U.S. District - New Yorl< Southern 
(FS - Suspended) 

2:02cvll57 

Quickie, Lie v. I^edtronic, Inc 

this case was retrieved from the court on Monday, April 04, 2005 


Date Filed: 02/13/2002 Class Code: 

Assigned To: Judge Gerard E Lynch Closed: no 

Referred To; Statute: 35:271 

Nature of suit: Patent (830) 3ury Demand: Plaintiff 

Cause: Patent Infringement Demand Amount: $0 

Lead Docket: None NOS Description: Patent 
Other Docket: None 
Jurisdiction: Federal Question 

Litigants Attorneys 

Quickie, Uc Jeffrey R Cans 

Plaintiff [COR LD NIC) 

Thelen, Reid 8t Priest, Ll-P 
875 Third Avenue 
New York , NY 10022 
USA 

(212) 603-2000 

l^ra A Johnson 

[COR LD NTCl 

Thelen, Reid 8t Priest, LLP 

875 Third Avenue 

New York, NY 10022' 

USA 

(212) 603-2000 

Mark F Evens 

[COR LD NIC] 

Thelen, Reid & Priest, LLP 

875 Third Avenue 

New York, NY 10022 

USA 

(212) 603-2000 

Paul.] Sutton 
[CORLDNK] 
[Term: 11/04/2002] 
Greenberg Traurig, LLP 
885 Third Avenue 
New York, NY 10022 
USA 

(212) 848-1000 

Shar! H Markowitz 
[COR LD NTC] 
Thelen, Reid & Priest, LLP 
875 Third Avenue 
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New York , NY 10019 
USA 

(212) 603-2000 

Susan B Mclnemey 

(CORLDNTC] 

Thelen Reid 8t Priest 

875 Third Avenue 

New York, NY 10022-6225 

USA 

(212) 603-2128 

Todd S Sharinn 

[COK LD NIC] 

[Term: 11/04/2002] 

Greenberg Traurig, LLP (885 Third Ave.) 

885 TTiIrd Avenue 

New York , NY 10022 

USA 

212-801-2157 
Fax: 212-224-6141 
Email: Sharlnnt@9tlaw.com 


McDermott, Will & Emery 
600 13TH StNW, 
Washington , DC 20005 
USA 

(202)756-6000 

Chryssa V Valletta 
[GORLDNTC] 
McDermott, Will & Emery 
50 Rockefeller Plaza 
New York , NY 10020 
USA 

212-547-5400 

Chryssa V Valletta 
[COR LD NTC] 
844 Sunslde Road 
Cairo, NY 12413 
USA 

Michael S Sommer 
[COR LD NTC) 

McDermott, Will & Emery, LLP (NY) 
50 Rodcefeller Plaza 
New York, NY 10535 
USA 

(212) 547-5400 
Fax: (212) 547-5444 
Email: Msommer@mwe.com 


McDermott, Will & Emery 
50 Rockefeller Plaza 
New York , NY 10020 
.USA 

212-547-5400 


Medtronic, Inc 
Defendant 


Charles R Work 
[CORLD NTC] 


Medtronic, Inc Counter 
Oaimant 


Chr/ssa V Valletta 
[COR LD NTC] 


Quickie, Uc Counter 
Defendant 


Lara A Johnson 
[COR LD NTC) 
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ITielen, Reid& Priest, LLP 
875 Third Avenue 
New Yorlc , NY 10022 
USA 

(212) 603-2000 

Paul J Sutton 
[CORLDNTC] 
[Term: 11/04/2002] 
Greenberg Traurig, LLP 
885 Third Avenue 
Nevrf York , NY 10022 
USA 

(212) 848-1000 


Todd S Sharinn 
tCORLDNTCl . 
[Term: 11/04/2002] 

Greenberg Traurig, LLP (885 Third Ave.) 
885 Third Avenue 
New Yoric , NY 10022 
USA 

212-801-2157 
Fax: 212-224-5141 
Email: Shartnnt@gtlaw.com 

Sharl H Markowitz 
[COR LD NTC] 
Thelen, Reld & Priest, LLP 
875 Third Avenue 
New York, NY 10019 
USA 

(212) S03-2000 


Proceeding Text 

COMPLAINT filed. Summons Issued and Notice pursuant to 28 U.S.C. 636(c). RUNG FEE $ 
150.00 RECEIPT # 430326. (gmo) (Entered: 02/20/2002) 

RULE 1.9 CERTinCATE filed by Quickie, LLC . (gmo) (Entered: 02/20/2002) 

Magistrate 3udge Michael H. Dolinger is so designated, (gmo) (Entered: 02/20/2002) 

STIPULATION and ORDER, reset answer due for 4/26/02 for Medtronic, Inc. ( signed by Judge 
Gerard E. Lynch ) (kw) (Entered: 04/12/2002) 

AFFIDAVIT OF SERVICE of summons and complaint as to Medtronic, Inc. by mail and facsimile 
to counsel on 3/15/02 . . (bai) (Entered: 04/17/2002) 

NOTICE OF MOTION by Medtronic, Inc. for an order admitting Raphael V. Lupo, Donna M. 
Tanguay, Brian E. Ferguson and Steven K. Shahida to appear pro hac vice . Return Date 
6/4/02 at 9:30. Affidavits of Chryssa V. Valletta, Raphael V. Lupo, Donna M. Tanguay, Brain E. 
Ferguson and Steven K. Shahida in support attached, (bai) (Entered: 04/26/2002) 

RULE 1.9 CERTinCATE Filed by Medtronic, Inc. . (bai) (Entered: 04/26/2002) 

ANSWER to Complaint and COUNTERCLAIM by Medtronic, Inc. against Quickie, LLC. ; Rrm of: 
Will & Emer/ by attorney Chr/ssa V. Valletta for defendant Medtronic, Inc. (bai) (Entered: 
04/26/2002) 

Memo endorsed on motion; that the Court is granting the [5-1] motion for an order admitting 
Raphael V. Lupo, Donna M. Tanguay, Brian E. Ferguson and Steven K. Shahida to appear pro 
hac vice. ( signed by Judge Gerard E. Lynch ); Copies mailed. FORWARDED DOCUMENT TO 
ATTORNEY ADMISSIONS CLERK, (tp) (Entered: 05/02/2002) 

CASHIER'S OFFICE REMARK on [5-1] motion foC an order admitting Raphael V. Lupo, Donna M. 
Tanguay, Brian E. Ferguson and Steven K. Shahida to appear pro hac vice in the amount of 
$100.00 paid on 05/03/02 Receipt # 437903. (djc) (Entered: 05/15/2002) 

05/22/2002 8 5CHEDUUNG ORDER: Discovery pertaining to claims construction shall be completed by June 
14, 2002; The parties shall submit simultaneous Markman briefs by July 1,2002; Reply briefs 
shall be submitted by both parties no later than August 1, 2002. ( signed by Judge Gerard E. 


Date # 

02/13/2002 1- 

02/13/2002 2 
02/13/2002 

04/11/2002 3 

04/12/2002 4 

04/24/2002 5 


04/24/2002 6 
04/24/2002 7 

05/02/2002 


05/15/2002 
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07/03/2002 10 

07/03/2002 11 

07/03/2002 12 

07/03/2002 13 

07/09/2002 .9 

08/01/2002 14 

08/01/2002 15 

08/01/2002 16 

10/02/2002 17 


U/01/2002 18 

11/04/2002 19 

U/08/2002 20 

11/26/2002 21 

11/26/2002 22 

12/16/2002 23 


12/24/2002 24 
12/24/2002 25 

01/14/2003 26 


Lynch ); Copies mailed, (jco) (Entered: 05/22/2002) 

MEMORANDUM OF LAW by Quldcie, LLC. re: claim construction, (die) (Entered: 07/11/2002) 

DECLARATION of Todd 5. Sharinn by Quickie, L.L.C. In support Re: [10-1) memorandum . (die) 
(Entered: 07/11/2002) . 

OPENING BRIEF by Medtronic, Inc. re:claim construction Issues (Markman Brief), (die) 
(Entered: 07/11/2002) 

DECLARATION of Stephen K. Shahlda by Medtronic, Inc. In support Re: [12-1] opposition * 
memorandum . (die) (Entered: 07/11/2002) 

Memo-Endorsement on letter addressed to Ms. Joellen Valentine from Todd S. Sharinn, dated 
7/1/02: Granting the parties extension until 7/3/02 to file and sers/e their Markman briefs . 
( signed by Judge Gerard E. Lynch ); Copies mailed, (tp) (Entered: 07/11/2002) 

REPLY BRIEF by Medtronic, Inc. re; dalm construction Issues (Markman brief) (yv) (Entered: 
08/06/2002) 

REPLY MEMORANDUM by Quickie, L.L.C. re: daim construction, (yv) (Entered: 08/06/2002) 

DECLARATION of Todd S. Sharinn by Quickie, L.L.C. In support Re: [15-1] reply 
memorandum . (yv) (Entered: 08/06/2002) 

ORDER; that Quickie filed this patent infringement action on 2/13/02, claiming that Medtronic, 
Inc, ^^ith whom it had previously entered into an agreement for the "mutual exchange of 
confidential information concerning the development, manufacture, and marketing of certain • 
technologies", infringed the '160 Patent by selling a device for retaining sutures. Having briefs 
and appeared for a Markman hearing on 9/4/02, to discuss the key disputed temns, the action 
is now befbre the Court on daim construction; the Court reiects defendant's construction of the 
disputed terms and adopts plaintiffs construction, with the limitation that "aperture** 
encompasses not any opening, but rather one that creates a spatial relationship between the 
movable cam and aperture wails, as described in the patent, that capture of the cam within the 
aperture , ( signed by Judge Gerard E. Lynch ); (pi) (Entered: 10/07/2002) 

Transcript of record of proceedings befbre Judge Gerard E. Lynch 9/4/02. (kw) (Entered: 
11/01/2002) 

STIPUUVTION and ORDER; that the attorneys of record for plaintiff in this action shall be 
changed and that Thelen Reid & Priest LLP with offices located at 40 West 57th Street, N.Y.C., 
be substituted for Greenberg Traurig with offices located at 885 Third.Avenue, N.Y.C,, as 
attorneys of record for such plaintiff herein . ( signed by Judge Gerard E. Lynch ) (pi) (Entered: 
11/07/2002) 

NOTICE of CHANGE of ADDRESS by Quickie, LL.C. Thelen Reid & Priest LLP will be moving to a 
new address at: Thelen Reid & Priest LLP, 875 Third Avenue, New York, NY, 10022, (212) 603- 
2000, Fax (212) 603-2001. (sb) (Entered: 11/14/2002) 

NOTICE OF MOTION by Medtronic, Inc. for an Order staying this litigation pending the outcome 
of the U.S. Patent 8i Trademark Office reexamination proceedings . Return Date not indicated. 
Affirmation of Brian E. Ferfuson along with exhibits is attached, (tp) Modified on 12/04/2002 
(Entered: 12/04/2002) 

MEMORANDUM OF LAW by Medtronic, Inc. in support of [21-1] motion for an Order staying this 
litigation pending the outcome of the U.S. Patent & Trademark Office reexamination 
proceedings, (tp) (Entered: 12/04/2002) 

Memo-Endorsement on letter addressed to Judge Lynch from Chryssa V. Valletta, dated 
12/10/02. Re: counsel fordft request to set the foregoing scheduling order deadlines: Quickie 
LL.C.*s opposition papers to be filed and served on 12/24/02 and Meltronics reply papers to be 
filed and sensed on 1/14/03, Application granted , Meltronic request that your Honor endorse 
said letter so that the proper exhibit # 10 (annexed to sadi letter) may become part of the 
Court Record. Application granted , ( signed by Judge Gerard E. Lynch ) (db) (Entered: 
12/20/2002) 

OPPOSITION by Quickie, L.LC. to [21-1] motion for an Order staying this litigabon .pending the 
outcome of the U.S. Patent & Trademark Office reexamination proceedings (Filed in the night 
deposit on 12/24/02 at 3:57 p.m.) (ae) (Entered: 12/26/2002) 

(COPY) AFFIDAVIT of Mark Fox Evens by Quickie, L.LC. in support of [21-1) motion for an 
Order staying this litigation pending the outcome of the U.S. Patent 8c Trademark Office 
reexamination proceedings . (Filed in the night deposit on 12/24/02 at 3:57 p.m.) (ae) 
(Entered; 12/26/2002) 

REPLY MEMORANDUM by Medtronic, Inc. in support re: [21-1] motion for an Order staying this 
litigation pending the outcome of the U.S. Patent & Trademark Office reexamination 
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01/23/2003 27 


02/26/2003 28 
03/11/2003 29 
03/14/2003 30 

03/27/2003 .31 

04/10/2003 32 

04/21/2003 33 

04/25/2003 • 34 

05/05/2003 

06/19/2003 35 
06/27/2003 36 

06/30/2003 

08/07/2003 
09/05/2003 37 


proceedings , (djc) (Entered: 01/21/2003) 

ORDER; denying [21-11 motion for an Order staying this litigation pending the outcome of the . 
U.S. Patent 8i Trademark Office reexamination proceedings; Discover/ is to be completed by 
6/20/03. Extensions of the discovery schedule will be disfavored ; A status conference will be 
held at 10:30 a.m. on 6/27/03. A date for trial, or a schedule for the filing of dispositive 
motions, will be set at that time . ( signed by Judge Gerard E. Lynch ) (jco) (Entered: 
01/27/2003) 

NOTICE OF MOTION by Medtronic, Inc. for an order pursuant to Rule 1.3(c) of the FRCP 
permitting Charles R. Woric to appear pro hac vice . Affidavit of Charles R. Work in support of 
motion attached. No Return Date indicated, (db) (Entered: 02/27/2003) 

STIPULATION and ORDER: the discovery deadline is extended by sixty (60) days, to and 
including 8/20/03, and the status conference be extended to 8/22/03 at 11:00 a.m. . ( signed 
by Judge Gerard E. Lynch ) (db) (Entered: 03/13/2003) 

Memo endorsed on copy of motion; granting [28-1] motion for an order pursuant to Rule 1.3 
(c) of the FRCP permitting Charles R. Work to appear pro hac vice. ( signed by Judge Gerard E. 
Lynch ); fonwarded this document to the Attorney Admissions Clerk, (pi) (Entered: 
03/17/2003) 

Case Management Plan: Joining of parties 6/2/03, amending of pleadings on 6/16/03; All 
Discover/ cutoff 8/20/03; Deadline for filing of dlsposith/e motions 9/30/03; Answering papers 
to be served and filed by 10/20/03; Reply papers to be served and filed by 10/31/03; Case 
• management conference set for 11:00 8/22/03 ( signed by Judge Gerard E. Lynch ); (cd) 
(Entered: 03/28/2003) 

NOTICE OF MOTION by Quickie, LLC for Mark F. Evens to appear pro hac vice on behalf of 
plaintiff ; for Jeffrey R. Cans to appear pro hac vice on behalf of plaintiff . Return Date 
4/25/03. Affidavits of Sharl H. Markowltz-Savitt, Jeffrey R. Gans, and Mrk F. Evens are 
attached, (tp) (Entered: 04/11/2003) 

NOTICE OF MOTION by Quickie, LL.C for an order pursuant to Rule 1.3(c) of the Local Qvil 
Rules of the U.S.D.C. for the S.D.N.Y. admitting Lara A. Johnson to this court on a pro hac vice 
basis to represent plaintiff Quickie in this action . Return Date 5/7/03. (die) (Entered: 
04/23/2003) . 

Memo endorsed on motion; granting [33-1] motion for an order pursuant to Rule 1.3(c) of the 
Local Qvil Rules of the U.S.D.C. for the S.D.N.Y. admitting Lara A. Johnson to this court on a 
pro hac vice basis to represent plaintiff Quickie in this action. ( signed by Judge Gerard E. 
Lynch ) Copy of document sent to Atty. Admissions Clerk, (sb) (Entered: 04/25/2003) 

Memo endorsed on motion; granting [32-1] motion for Mark F. Evens to appear pro Iriac vice on 
behalf of plaintiff; granting [32-2] motion for Jeffrey R. Gans to appear pro hac vice on behalf 
of plaintiff. ( signed by Judge Gerard E. Lynch ); Sent orig. doc. to the Attorney Admission 
Clerk, (ae) Modified on 05/06/2003 (Entered: 05/06/2003) 

NOTICE OF MOTION by Medtronic, Inc. for Mehul R. JanI to appear pro haq vice ; Return Date 
not indicated; AtUched Is Affidavit in support; (djc) (Entered: 06/20/2003) 

AFFIDAVIT of Mehul R. JanI by Medtronic, Inc., Medtronic, Inc. in support of his application to 
be admitted to practice before this court and represent Medtronic pro hac vice, (die) (Entered: 
07/02/2003) 

Memo endorsed on motion; granting [35-1] motion for Mehul R. Jani to appear pro hac vice. 
Document sent to attorney admissions. ( signed by Judge Gerard E. Lynch ) (db) (Entered: 
07/01/2003) 

CASHIER'S OFHCE REMARK on in the amount of $75.00 paid on 8/7/03 Receipt # 481490. 
(jco) (Entered: 08/11/2003) 

STIPUUVTION and ORDER, that the dates set forth in the initial case management plan shall be 
extended as follows: dispositive motions-10/30/03; answer to dispositive motions- 11/19/03; 
reply to dispositive motions-12/10/03; tentative trial-two weeks beginning 5/3/04; discovery Is 
now closed, with the sole exception of three depositions previously by the parties for 8/27/03, 
8/28/03 and 8/29/03 . ( signed by Judge Gerard E. Lynch ) (die) (Entered: 09/09/2003) 


10/30/2003 38 

10/30/2003 39 
10/30/2003 40 


NOTICE OF MOTION by Medtronic, Inc., for an order granting partial summary judgment on 
damage claims for non-accused, non-Infringing products . No Return Date, (kw) (Entered: 
10/31/2003) 

RULE 56.1 STATEMENT filed by Medtronic, Inc. (kw) (Entered: 10/31/2003) 

DECLARATION of Stephen K. Shahlda by Medtronic, Inc. in support of Re: [38-1] motion for an 
order granting partial summar/ judgment on damage claims for non-accused, non-infringing 
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products, (kw) (Entered: 10/31/2003) 

10/30/2003 41 DECLARATION of Michael D. Strong by Medtronic, Inc. in support Re: [38-1] motion for an 
order granting partial summary judgment on damage claims for non-accused, non-infringing 
products, (kw) (Entered: 10/31/2003) 

10/30/2003 42 DECU^RATION of 3111 Hennesen by Medtronic, Inc. in support Re: [38-1] motion for an order 
granting partial summary judgment on damage claims for non-accused, non-Infringing 
products, (kw) (Entered: 10/31/2003) 

10/30/2003 43 MEMORANDUM OF LAW by Medtronic, Inc. in support of [38-1] motion for an order granting 
partial summary judgment on damage claims for non-accused, non-infringing products, (kw) 
(Entered: 10/31/2003) 

10/30/2003 44 NOTICE OF MOTION by Medtronic, Inc., for an order dismissing without prejudice all claims for 
relief, express or implied, under the parties' license agreement . No Return Date, (kw) 
(Entered: 10/31/2003) 

10/30/2003 45 DECLARATION of Stephen K. Shahida by Medtronic, Inc. in support Re: [44-1] motion for an 
order dismissing without prejudice all claims for relief, express or implied, under the parties' 
license -agreement (kw) (Entered: 10/31/2003) 

10/30/2003 46 MEMORANDUM OF lAW by Medtronic, Inc. In support of [44-1] motion for an order dismissing 
without prejudice all claims for relief, express or implied, under the parties' license agreement, 
(kw) (Entered: 10/31/2003) 

11/17/2003 47 STIPULATION and ORDER, plaintiffs time to serve its opposition to dft*s motions be extended 
to 11/26/03 , and dft's time to serve its reply to plalntifPs oppositlonto dff s motions Ise 
' extended to 12/19/03 . ( signed by Judge Gerard E, Lynch ) (die) (Entered: 11/19/2003) 

11/26/2003 48 MEMORANDUM OF UW In Opposition re: [44] Motion to Dismiss, [38] Motion for Summary 

Judgment. Document filed by Quickie, LLC. Received in the night deposit box on 11/26/03 at 
6:21 P.M. (sac, } (Entered: 12/10/2003) 

11/26/2003 49 RESPONSE re: [39] Rule 56.1 Statement Document filed by Quickie, LLC. Received in the 
night deposit box oh 11/26/03 at 6:21 P.M. (sac, ) (Entered: 12/10/2003) 

11/26/2003 * 50 RULE 56.1 STATEMENT. Document filed by Quickie, LL.C Received in the night deposit box on 
11/26/03 at 6:21 P.M. (sac, ) (Entered: 12/10/2003) 

11/26/2003 51 DECLARATION of Lara A. Johnson in Opposition re: [44] Motion to Dismiss, [38] Motion for 
Summar/ Judgment. Document filed by Quickie, LL.C Received in the night deposit box on 
11/26/03 at 6:21 P.M. (sac, ) (Entered: 12/10/2003) 

11/26/2003 52 AFRRMATION of Susan B. Mclnemey in Support re; [51] Declaration in Opposition to Motion.^ 
Document filed by Quickie, LLC, Received in the night deposit box on 11/26/03 at 6:21 P.M.* 
(sac, ) (Entered: 12/10/2003) 

11/26/2003 53 EXHIBIT to Declaration 6f Lara A. Johnson Volume r Document filed by Quickie, L.LC. Received 
in the night deposit box on 11/26/03 at 6:21 P.M.(sac, ) (Entered: 12/10/2003) 

11/26/2003 54 EXHIBIT to Declaration of Lara A, Johnson Volume II. Document filed by Quickie, LL.C. 

Received In the night deposit box on 11/26/03 at 6:22 P.M.{sac, ) (Entered: 12/10/2003) 

11/26/2003 55 EXHIBIT to Declaration of Lara A. Johnson Volume III. Document filed by Quickie, LL.C. 

Received in the night deposit box on 11/26/03 at 6:22 P:M.(sac, ) (Entered: 12/10/2003) 

ENDORSED LETTER addressed to Judge Gerard E. Lynch from Susan Mclnerney dated 
11/25/03 re: Quickie requests an extension of the page limitation to 35 pages to file opposition . 
to defendant Medtronlc's two motions. So ordered. (Signed by Judge Gerard E. Lynch on 
11/25/03) (kw, ) (Entered: 12/23/2003) • 

REPLY MEMORANDUM OF LAW In Support re: [44] Motion to Dismiss. Document filed by 
Medtrohic, Inc.. (die, ) (Entered: 01/07/2004) 


12/19/2003 

58 

DEFENDANTS RESPONSE TO PLMNTIFFS [50] Rule 56.1 Statement. Document filed by 
Medtronic, Inc.. <dle, ) (Entered: 01/07/2004) ' ' . ' 

12/19/2003 

59 

DECLARATION of Stephen K. Shahida in Support re: [38] Motion for Summar/ Judgment. 
Document filed by Medtronic, Inc.. (die, ) (Entered: 01/07/2004) 

12/19/2003 

60. 

REPLY MEMORANDUM OF LAW in Support re; [38) Motion for Summary Judgment. Document 
filed by Medtronic, Inc.. (die, ) (Entered; 01/07/2004) 

12/31/2003 

61 

PlaintifTs COUNTER STATEMENT TO [39] Rule 56.1 Statement. Document filed by Quickie, 
LLC. (die, ) (Entered: 01/14/2004) 

12/31/2003 

62 

DECLARATION of Eugene A. Grossi, MD.* Document filed by Quickie, L'LC (die, ) (Entered: 


01/14/2004) 


12/08/2003 56 


12/19/2003 57 
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OPINION and ORDER # 89572: because plaintiff makes no claim of breach of contract, 
defendants [44] motion to dismiss such a claims Is DENIED. Because there are Issues of fact 
for trial with respect to the intergrated functionality of the various products at issae, 
defendants [38] motion for partial summary judgment Is DENIED. (Signed by Judge Gerard E. 
Lynch on 1/14/04) (db, ) (Entered: 01/27/2004) 

NOTICE OF MOTION & MOTION for Grace M. Mora to Appear Pro Hac Vice.with attached affdvts 
of Susan B. Mclnerney and Grace M. Morain support. (NDB) Document filed by Quickie, LLC. 
(pa, ) (Entered: 02/23/2004) 

ORDER granting [64] MOTION for Grace M. Mora to Appear Pro Hac Vice filed by Quickie, LLC. 
(Signed by Judge Gerard E. Lynch on 3/10/04) (tp, ). (Entered: 03/18/2004) 

Transmission to Attorney Admissions Clerk. Transmitted re: [65] Order, to the Attorney 
Admissions Clerk for updating of Attorney Information, (tp, ) (Entered: 03/18/2004) 

NOTICE OF MOTION in Limine to preclude pitff from Introducing at trial any testimony of Mr. Q. 
Todd Dickinson on any subject other than US Patent and trademark office practices and 
procedures, (nite dep. box). Document filed by Medtronic, Inc.. (pa, ) (Entered: 04/02/2004) 

NOTICE OF MOTION In Limine to preclude pitff from Introducing at trial any testimony of 
evidence concerning prejudgement Interest. Oral Argument Requested (nite dep. box). 
Document filed by Medtronic, Inc., (pa, ) (Entered: 04/02/2004) 

rK)TICE OF MOTION In Limine to preclude pitff from Inb^odudng at trial any testimony of Dr. 
Wolf concerning Infringement or licensing Oral Argument Requested, (nite dep. box). 
Document filed by Medtronic, Inc.. (pa, ) (Entered: 04/02/2004) 

NOTICE OF MOTION in Limine to preclude pitff from Introducing at trial any. expert testimony 
concerning Infringement under the doctrine of equivalents. (Oral /Vrgment Requested (nite dep. 
box). Document filed by Medtronic, Inc.. (pa, ) (Entered: 04/02/2004) 

MEMORANDUM OF LAW in Support re: [69] MOTION in Limine, (nite dep. box). Document filed 
by Medtronic, Inc.. (pa, ) (Entered: 04/02/2004) 

MEMORANDUM OF LAW In Support re: [67] MOTION In Umlne. (nite dep. box). Document filed 
by Medtronic, Inc.. (pa, ) (Entered: 04/02/2004) 

MEMORANDUM OF UW in Support re: [66] MOTION In Umlne. (nite dep. box). Document filed 
by Medtronic, Inc. (pa, ) (Entered: 04/02/2004) 

MEMORANDUM OFLAW in Support re: [68] MOTION in Limine, (nite dep. box). Document filed 
by Medtronic, Inc.. (pa, ) (Entered: 04/02/2004) 

Verdict Form for Jury. Document filed by Quickie, LL.C (die, ) (Entered: 04/05/2004) 

Proposed Voir Dire Questions. Document filed by Quickie, L.LC..(dle, ) (Entered: 04/05/2004) 

Proposed Jury Instructions. Document filed t?y Quickie, L.LC..(dle, ) (Entered: 04/05/2004) 

Medtronic, Inc.'s Proposed Jury Verdict Form. Document filed by Medtronic, Inc. (die, ) 
(Entered: 04/05/2004) 

Proposed Voir Dire Questions. Document filed by Medtronic, Inc. (die, ) (Entered: 04/05/2004) 

Proposed Jur/ Instructions. Document filed by Medtronic, Inc.(dle, ) (Entered: 04/05/2004) 

MOTION in Limine to exclude deft's use of the "advise of counsel** defense based upon Daniel 
Latham's E-mails. Document filed by Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

DECLARATION of Lara Johnson In Support re: [80] MOTION in Limine. Document filed by 
Quickie, LL.C.. (cd, ) (Entered: 04/05/2004) 

MEMORANDUM OF LAW in Support re: [80] MOTION In Limine.. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

MOTION in Umlne to exclude certain patents as exhibits and testimony relating to those 
patents. Document filed by Quickie, L.LC., (cd, )' (Entered: 04/05/2004) 

MEMORANDUM OF UW In Support re: [83] MOTION In Limine.. Document filed by Quickie, 
LL.C. (cd, ) (Entered: 04/05/2004) 

MOTION in Limine to exclude testimony concerning deft's Fifth Affirmative Defense, purs to 35 
use 112. Document filed by Quickie, LL.C. (cd, ) (Entered: 04/05/2004) 

DECLARATION of Lara Johnson in Support re: [85] MOTION in Limine.. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

MEMORANDUM OF U\W In Support re: [85] MOTION In Limine.. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 
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88 MOTION in Limine to exclude expert testimony of Dr. Wright on invalidity. Document filed by 
Quickie, LL.C.. (cd, ) (Entered: 04/05/2004) 

89 DECLARATION of l^ra Johnson Tn Support re: [88] MOTION in Limine.. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/Z004) 

90 MEMORANDUM OF LAW In Support re: [88] MOTION In Limine.. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

91 MOTION in Limine to esclude extlnsic evidence offered by. Medtronic that contradicts the plain 
terms of the license agreement. Document filed by Quiclcie, LL.C. (cd, ) (Entered: 
04/05/2004) 

92 DECLARATION of Lara Johnson In Support re: [91] MOTION in Limine.. Document filed by 
Quickie, LLC (cd, ) (Entered: 04/05/2004) 

93- MEMOR/^NDUM OF LAW in Support re: [91] MOTION in Limine.. Documentfiled by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

94 MOTION in Limine to limit the expert testimony of Dr. Stong III. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

95 DECLARATION of Lara Johnson in Support re: [94] MOTION in Limine.. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

95 MEMORANDUM OF LAW In Support re: [94] MOTION In Limine.. Document filed by Quickie, • 
LLC. (cd, ) (Entered: 04/05/2004) / \ 

97 MOTION In Umlhe to exclude Irrelevant and unduly prejudicial exhibits designated by deft. 
Document filed by Quickie, L.LC. (cd, ) (Entered: 04/05/2004) 

98 . DECLARATION of Lara Johnson In Support re; [97] MOTION In Limine.. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

99 MEMORANDUM OF LAW In Support re: [97] MOTION In Limine.. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

100 MOTION in Umine to exclude the testimony of Mr. Mossinghoff. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

101 DECLARATION of Lara Johnson In Support re: [100] MOTION in Limine.. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

102 MEMORANDUM OF LAW In Support re: [100] MOTION in Umine.. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

103 Proposed Pretrial Order. Document filed by Medtronic, Inc., Quickie, L.LC.(cd ) (Entered: 
04/05/2004) 

104 Defendant's Objections To Plaintiffs Designations. Document filed by Medtronic, Inc.. (imi ) 
(Entered: 04/05/2004) 


105 . ORDER plaintiffs motion to admit Grace M. Mora pro hac vice was granted by the Court's Order 
dated 3/10/04. The Qerk of the Court Is respectfully directed to close out this motion in ail 
internal reports. So Ordered. (Signed by Judge Gerard E. Lynch on 5/5/04) (ico, ) (Entered- 
05/10/2004) 

ORDER that the motions (docket nos. 66-69, 80, 83, 85, 88, 91, 94, 97, and 100) shall be 
deemed withdrawn, without prejudice to their renewal if and when the case returns to the 
court's active docket. The derk of court is directed to close out these motions in all internal 
reports. (Signed by 3udge Gerard E. Lynch on 8/30/04) (die, ) (Entered: 09/07/2004) 

ORDER; the Clerk of the Court is respectfully directed to transfer this case to the suspense 
docket until further notice. The parties are directed to appear before the Court for a status 
conference on 3/4/05, at 11:00 a.m., and to advise the Court promptly of any decision in the 
parallel proceedings before the PTO. (Signed by Judge Gerard E. Lynch on 11/4/04) (pi ) 
(Entered: 11/17/2004) 

11/12/2004 - Set/Reset Scheduling Order Deadlines: Status Conference set for 3/4/2005 11:00 AM before 
Judge'Gerard E. Lynch, (pi, ) (Entered: 11/17/2004) 
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6066160 or 6,066,160 

QUICKIE, LLC, Plaintiff, -v-MEDTRONIC, INC, Defendant. 
02 Civ. 1157 (GEL) 

UNITED STATES DISTRICT COURT FOR THE SOUTHERN DISTRICT OF 

NEW YORK 

226 F. Supp. 2d 481; 2002 U.S. Dist LEXIS 22166 

September 30, 2002, Decided 
October 2, 2002, Filed 


SUBSEQUENT HISTORY: Partial summary judgment 
denied by» Motion denied by Quickie v. Medtronic, Ina, 
2004 U.S. DisL LEXIS 489 (S.D.N.Y., Jan. 14. 2004) 

DISPOSITION: [**11 Defendant's construction of 

disputed tenns rejected and plaintifPs construction 
adopted. 

CASE SUMMARY; 


PROCEDURAL POSTURE: Plaintiff assignee of the 
inventors filed a patent infringement suit claiming tliat 
defendant alleged infringer, with whom it previously 
entered into an agreement for the mutual exchange of 
coiifidential information .concerning tlie development, 
manufacture, and marketing of certain technologies, 
infringed the M60 patent The suit was before the court 
on clnim constructioa 

OVERVIEW: The '160 patent protected an invention 
designed to hold sutures in place without requiring a 
surgeon to tie or knot the sutures. At the most bnsic level, 
the panics were fighting about the scope of the patent. 
Tlie infringer would have had the court limit the 
invention to a device with at least one, "fully enclosed" 
aperture and with najnrow limitations on shape and spatial ^ 
orientation. The assignee sought tlie broadest 
construction of the claims reasonable. The assignee went 
too far in its assertion that the meaning of the term 
"aperture" was "unqualified," or encompassed "any 
iluee-dimensional opening, space or channel." However, 
none of the intrinsic evidence ^varranted as narrow a 


definition of "aperture" as the one offered by the 
infringer. An "aperture" need not by definition be "fully 
enclosed" in the sense argued by the infringer, but rather 
included any form of opening. The court adopted the 
assignee's constmction, with the limitation that 
"aperture" encompassed not any opening but rather' one 
that created a spatial relationship between the movable 
cam and aperture walls, as described in the patent, tliat 
ensured capture of the cam within the aperture. 

•OUTCOME: Tlie infringer's construction of the 
disputed terms was rejected, and the assignee's 
construction was adopted. 

LexisNexis(R) Headnotes 


Patent Lmv > Subject Matter > Products > 
Manufactures 

Patent Lmv > Claims & Specifications > Definiteness > 
General Overvieyp 

(HNlj A patent must describe the exact scope of an 
invention and its manufacture, as defined by the claims. 
Construction of a patent is exclusively within the 
province of the court, Tlie court's purpose is to determine 
what the words in the claim, m&an. 

Patent La^v > Infringement Actions > Claim 
Interpretation > Fact & Lmv Issues 
. Patent Layv > Claims & Specifications > Enablement 
Requirement > General Overview 
[HN21 A simple patent case lias two elements, construing 
llie patent and deiennining whetlief infringement 
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occurred. The first is a question of law, to be determined 
by the court, constniing the letters-patent, and the 
description "of the invention and specification of claim 
annexed to them. In undertaking that task, it is well- 
settled that, in interpreting an asserted claim, the court 
should look first to the intrinsic evidence of record, i.e., 
tlie patent itself, including fl^e claims, the specification 
and, if in evidence, the prosecution history. The court 
should look to the words of the claims themselves giving 
lliem their ordinary and customary meaning unless 
clearly, stated otherwise. The specification is the singje 
best guide to the meaning of a disputed tenn. If intrinsic 
evidence resolves disputes over meaning, it is improper 
to look at extrinsic evidence, althou^ the court can h^j* 
it as long as no weight is later given to that evidence. 
Extrinsic evidence may be used to help the court 
understand the underlying technology. 

COUl^SEL: For Quicide. LLC, PLAINTIFF: Todd S 
Sharinn, Paul J Sutton, Greenberg Traurig, LU, New 
York, NY USA. 

For Medtronic, Inc, DEFENDANT: Chiyssa V Valletta, 
Cairo,NYUSA. 

For Medtronic, Inc, COUNTER-CLAIMANT: Chryssa 
V Valletta, Cairo, NY USA. 

For Quickie, LLC, COUNTER-DEFENDANT: Todd S 
Sharinn, Paul J Sutton, Greenberg Traurig, LLP, New 
York, NY USA. 

JUDGES: GERARD E. LYNCH, United States District 
Judge. 

OPINIONBY: GERARD E. LYNCH 

OPINION; 

[*48l] ORDER 

GERARD E. LYNCH, DisUict Judge:* 

On May 23, 2000, the Patent and Trademark Office 
issued ta Quickie, LLC ("Quickie"), as assignee of the 
inventors, United States Letters Patait No. 6,066,160 (" 
'160 .Patent"), entitled "Passive Knotless Suture 
Terminator For Use in Minimally Invasive Surgery and 
to Facilitate Standard Tissue Suturing." Quickie filed this 
patent infringement action on February* 13, 2002; 
claiming that Medtronic, Inc. ("Medtronic"), with whom 
it l\ad previously entered into an agreement for the 
"mutual exchange of confidential information concerning 
the development, manufacture, and maiketing of certain 
teclinologies" (PI. Mem l**2j at 1), infringed the *160 
Patent by selling a device for retaining sutures. Having 
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filed briefs and appeared for a Markman hearing on 
September 4, 2002, to discuss the key disputed terms 
(aperture, upper/ lower/ outer surfaces, first and second 
longitudinal directions, and cavity), the action is now 
before tlie Court on claim construction. 

[HNl] "I A) patent must describe the exact scope of 
an invention, and its manufacture," as defined by the 
claims. Markman v. Westview Instruments, Inc., 517 
U.S. 370, 373, 134 L Ed. 2d 577, 116 S. Ct. 1384 
[*4821 (1996). "Construction of a patent ... is 
exclusively within the province of the court." Id. at 372. 
The Courf s purpose is to determine "what the words in 
the claim mean." Id. at 374. [HN21 A simple patent case 
has two elements, "construing the patent and determining 
whether mfirmgement occurred" Id. at 385. 'The first is a 
question of law, to be determined by the court, 
construing the letters-patent, and the description of the 
invention and specification of claim annexed to them." 
Id. Ontemal citation omitted). In undertaking that task, 
"it is well-settled that, m interpreting [**3] an asserted 
claim, the court should look first to the intrinsic evidence 
of record, i.e.. the patent itself, including the claims, the 
specification and, if in evidence, the prosecution 
history." Vitronics Corp. v. Conceptronic^ Inc.. 90 F.3d 
1576, 1582 (Fed. Cir. 1996). The Court should "look to. 
the words of the claims themselves" giving them "their 
ordinary and customary meaning" mdess clearly stated 
otherwise. Id.; see also Dow Chem. Co. v. Sumitomo 
Chem. Co. Ltd., 257 F.3d 1364, 1372 (Fed. Cir. 2001) 
(disputed terms are given "their ordinary and accustomed 
meaning as understood by one of ordinary skill in the 
art"). The specification "is the single best guide to the 
meaning of a disputed term." Vitronics, 90 F.3d at 1582. 
If intrinsic evidence resolves disputes over meaning, it is- 
improper to look at extrinsic evidence, although the court 
can hear it as long as no weiglu is later given to that 
evidence. Id. at 1583-84. Evtrinsic evidence may be 
used "to help [the courtl imderstand the underl>'ing 
teclmology."Id.all585. 

This Order defines tlie disputed terms pursuant to 
the legal standard staled [**4) above. The 460 Patent 
protects an invention designed to hold sutures in place 
without requiring a surgeon to tie or knot the sutures. { 
*160 Patent, col. 1, lines 10-14.) Although otiier devices 
exist as "alternatives lo conventional knot-tying 
tecluiiques" (col. 2, lines 27-33), the M 60 patent criticizes 
the prior art for flaws such as requiring "pinpoint 
accuracy" (col.. 2, lines 34-44) or for using "small loose 
parts ... |that are} easy to drop and lose" (col. 2, lines 58- 
64)/ The device disclosed in tlie *160 Patent claims to 
"offer ... ease and versatility for terminating sutures and 
tlius securely locking tissues and/ or prostlietics in place" 
that prior devices camiot. (Col. 3, line 66-col. 4, line 2.) 
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As was readily apparent during the Maikman 
hearing, the parties* dispute is predominately about tlie 
meaning of the word "aperture." Minor disputes also* 
exist as to the meanings of the terms "cavity/ 
"longitudinal directions," and "upper, lower, and outer 
surfiices." Al the most basic level, the parties are fighting 
about the scope of the patent Medtronic would have the 
Court limit the invention to a device with at least* one, 
"folly enclosed" aperture and with nam)w limitations 
1**51 on shape and spacial orientatioa Quickie seeks 
"the broadest construction of these claims reasonable." 
(PI. Mem. at 13.) 

There are two independent claims at issue, claims 13 
and 33. Taking claim 13 as representative of the use of 
the words in the pat^t, the invention is *'an apparatus 
body having a upper surfece, a lower surface, an outer 
sur&ce, and al least one aperture, the aperture having a 
longitudinal axis extending from Ae upper sur&ce to the 
lower sur&ce and defining an aperture surface, wherein a 
first longitudinal direction and d second longitudinal 
direction thereof each extends along die longitudinal axis 
in opposite directions." (Col. 15, lines 5-12) (emphasis 
added). Moreover, the aperture has a "middle portion 
[with] a first surface and second surface opposing each 
other and'is wider than either of the upper portion and 
the lower portion and forms a cavity thereiii; and.(b) a 
movable cam member lis] disposed in [*483] the 
middle portion of the aperture." (Col. 15, lines 20-25.) 

Medtronic describes the Quickie invention as "a 
disk-shaped body having at least one hole Caperture*) 
through it, with a 'cavity* located inside die body and in • 
which [♦♦61 is housed a movable *cam member' that 
altematingly allows and restricts passage of a suture 
througl\ the hole (aperture) in the body," and points to 
Figs, 5 and 7 in the patent Pef. Reply at 1.) Medtronic 
argues that fliis embodiment of the device is "the only 
stiucmre shown and described in- the '160 patent that 
corresponds to the asserted claims." (Id. at 2.) Consistent 
witli tl\is structure, defendant argues that (1) tlie aperture 
must be "fully enclosed," meaning a hole through the 
device as opposed to any other opening, such as a 
crenelation, (2) the device must be disk-shaped witli 
■ parallel upper and lower surfaces, (3) the cavity must be 
fiilly enclosed within the aperture, and (4) the 
longitudinal directions must am north-south. Quickie, in 
contrast, argues that the drawings in Figs. 5 and 7 merely 
represent one example of a device embodying tlie 
patented invention, and point to case law holding that the 
"law does not require tlie impossible. Hence it does not 
require that an applicant describe in his specification 
every conceivable and possible ftiture embodiment of liis 
invention." SRI Int'l v. Matsushita Elec. Corp. of Am., 
775 F.2d 1107. 1121 (Fed. Cir. 1985). [**71 (See also 
PI. Reply at 2.3.) 


To support its narrow constraction, Medtronic 
focuses on Figs. 5 and 7 and on language in die claims 
describing the movable cam member as "captured" 
within the aperture. (See, e.g., Sept. 4, 2002, Tr. at 43.) 
Emphasizing tlint the cam member must be "disposed in 
the middle portion of the aperture" (col, 15. lines 24-25) 
(emphasis added), or "dierein'* (col. 18. lines 9-13) 
(emphasis added), or "captured within the cavity, since 
die largest dimension of the cam member is larger than 
eidier end opening of the aperture" (col. 11. lines 15-17); 
and that the main criticism of the prior art was hann 
caused by the cam member falling out (see, e.g., col. 2, 
lines 58-67, col. 3, lines 25-34, col. 3, lines 36-48, and 
col. 3, lines 52-65), Medtronic correctly argues lliat the 
apemire cannot be "just any opening" (Tr. at 45). 

Because these fimctional constraints are essential to 
die claimed invention, Quidde goes too ffur in its 
assertion that die meaning of die term "aperture'* is 
"unqualified," or encompasses "any threoKlimensional 
openmg, space or channel" (Tr. at 10), However, none of 
die intrinsic evidence wanrants as narrow a definition 
1**8) of "aperture" as the one offered by Medtronic. An 
''aperture" need not by definition be "fiilly enclosed" in 
die sense argued by Medtronic, but rather includes any 
form of opening. The only justification for reading die 
tenn more narrowly here is diat die very essence of the 
invention described requires a spatial configuration of 
die various parts diat will "captureQ" die cam witliin the 
device and prevent its falling out. Such configurations 
can be of various types, and still fit comfortably within 
die language of the claims. Therefore, there is no reason 
in evidence intrinsic to die patent to require, as 
Medtronic suggests, dial die "aperture" be "fidly 
enclosed." The patent fairly contemplates and covers any 
shape with die requisile"spatial relationship(s]" (col. 11, 
line 20) between die cam member, cavity, and aperture, 
and is not limited to die embodiment shown in Figs. 5 
and 7, so long as the cam is contained widiin die device 
as a result of the spatial configuration of the aperture. 

As to die remaining disputes about the shape of the 
patented device, Medlronic*s construction is again too 
narrow. Medtronic would limit die apparatus to a [*4841 
dtfee-dimensional, disk shape with I**91 parallel upper 
and lower surfaces and widi an apermre going dirough 
die entire device mnning in a north-south directioa But 
die patent requires neither a disk sliape nor parallel upper 
and lower surfaces. It simply mandates a shape widi 
diree surfaces (upper, lower, and outer). Tlie temis Tirsl 
and second longitudinal directions" mean simply 
opposing directions, and not- anything more specific, 
such as 180-degree angles. A "cavity" is simply an 
opening in the aperture - regardless of whether tlie 
aperture is fully enclosed - which houses the cam 
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member and whose width is larger than the opening of 
aperture to prevent the cam member from falling out 

CONCLUSION 

Tl)e Court rejects defendants construction of the 
disputed terms and adopts plaintiffs construction, with 
tl-ie limitation that "aperture" encompasses not any 
opening, but rather one that creates a spatial relationship 
between the movable cam and aperture walls, as 


described in the patent, that ensures captiu-e of tlie cam 
within tlieapemire. 

SO ORDERED. 

Dated: New York, New Yoric 
September 30, 2002 
GERARD E. LYNCH 
United States District Judge 
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CASE SUMMARY: 


PROCEDURAL POSTURE: PlaintifF inventor's 
assignee filed a patent infringement action claiming that 
defendant corporation, with whom it had previously 
entered into an agreement, infringed the patent by selling 
a device for retaining sutures. The corporation moved 
separately: (1) to dismiss all claims for relief, express or 
implied, under the parties' license agreement; and (2) for 
partial summary judgment on damage claims for non- 
accused, non-infringing products. 

OVERVIEW: The patent at issue was issued regarding 
a passive knotless suture terminator used in cardiac 
surgery. The corporation moved to dismiss "implied" 
claims that both parties agreed had not been made. The 
court held that the corporation's motion to dismiss a non- 
existent contract count was denied because tlie assignee 
authoritatively disavowed any intention to assert that the 
agreement was breached. The corporation's, vague and 
premature effort to preclude any testimony about the 
"scope and status" of the agreement was also denied. 
Further, because there were issues of fact for trial with 
respect to the integrated functionality of the various 
products at issue, tlie corporation's motion for partial 


sununaxy judgment was denied. The corporation &iled to 
show, as to any of the instniments, that no reasonable 
factfinder could conclude that its "Octopus System" was 
a single functional unit, or a set of components 
"analogous to", such a single unit, that functioned 
togeth^ to achieve a desired result in such a way that its 
entire market value derived from the use of the device 
that the assignee claimed infringed its patent 

OUTCOME: The corporation's motions were denied. 
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Overview 

(HNl) Under the "entire market value rule," a patentee 
may seek damages on unpatented components sold with 
a patented apparatus, if the patented apparatus was of 
such paramount importance that it substantially created 
the value of the component- part The rule has typically 
been applied to include in the compensation base 
unpatented components of a device when the unpatented 
and patented components are physically part of the same 
machine. The rule may be applied to include physically 
separate unpatented components normally sold with the 
patented components, but only where the unpatented and 
patented components togetlier were considered to be 
components of a single assembly or parts of a complete 
machine, or together constituted a functional unit 
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OPINION: 

OPINION AND ORDER 

GERARD E.. LYNCH, District Judge: 

On May 23, 2000, the Patent and Trademark OfiBce 
issued to Quickie. LLC ("Quickie''), as assignee of the 
inventors. United Stales Letters Patent No. 6,066.160 
(■"160 Patent"), entitled "Passive Knotless Suture 
Tenninator For Use in Minimally Invasive Surgery and 
to Facilitate Standard Tissue Suturing." Quickie filed this 
patent infringement action on February 13, 2002, 
claiming that MedUT)nic, hic. (T^edtronic"), with whom 
it had previously j*2] entered into an agreement for the 
* "mutual exchange of confidential information ... 
regarding the development, manufacture, and maiketing 
of technologies in the field of heart valve surgery and 
repair" (Def. Mem. at 2). infringed the '160 Patent by 
selling a device for retaining sutures. The case is 
scheduled for trLiI on May 3. 2004. 

Medtronic now moves separately (1) to dismiss "ail. 
claims for relief, express or implied, under the parties' 
license agreement," and (2) for partial smnmary 
judgment "on damage claims for non-accused, non- 
infringing products." The motions will be denied. 

DISCUSSION 

I. Motion to Dismiss 

Medtronic moves to "dismiss" "implied" claims llm 
both parties agree have not been made. The complaint 
contains no claims for breach of contract, and Quickie 
represents to the Court llmt it has no intention of trying 
such a claim, or of offering testimony that Medtronic 


breached the parties' now terminated agreement (PI. 
Opp. 13.) 

The motion, in reality, is a motion in limine diat asks 
the Court to exclude evidence at trial. Exactly what 
evidence Medtronic would like excluded, however, is far 
from clear. Its initial memorandum^ couched as a motion 
to dismiss.[*3] the phantom "contract" claim, pointed to 
only one potentially prejudicial evidentiary submission: 
arguing that Quickie sought "to implicitly present a 
breach of contraa claim or theory to the jury ... in order 
to evoke in the jury sympathy, or a sense of wrong to be 
righted" (Def Mem. 1), Medtronic asserted that 
"Quickie's experts (may) not testify that Medtronic 
breached the license agreement" prf. Mem, 7.) After 
Quickie disclaimed any intention of offering such 
testimony, Medtronic advised m its reply brief that 
Quickie should be prevented "from arguing the scope 
and status of the Agreement at trial." (Def. R. Mem. 1; 
emphasis in original.) Thou^ Medtronic belpfiilly 
italicizes these words, it completely Mis to indicate what 
it means by them. Medtronic concedes that "the parties 
are free to point to the Agreement ... as an example of a 
comparable license covering medical technology 
between the parties, and opine on the royalty rate in the 
Agreement and its import (if any) on a royalty 
calculation in this case." (Def R. Mem 3.) How the 
parties can debate the comparability of the Agreement to* 
a hypothetical license for the allegedly infringing device 
without discussing [*4] the scope of the Agreement is 
left unexplained Nor does Medtronic explain how a jury 
is to understand the relevance or irrelevance of. the 
Agreement without knowing its status, to wit, 
terminated. 

Moreover, contrary to Medtronic's argument, the 
fact that the parties had a prior relationship that arguably 
involved the very technology at issue in this case is 
plainly relevant to the issue of willfiil infringement. 
Medtronic is correct that it cannot have willfiilly 
infringed' Quickie's patent before the patent was issued. 
(Def. R. Mem. 5, citing State Industries, Inc. v. A. 0. 
Smitli Corp., 751 F.2d 1226, 1236 (Fed. Cir. 1985).) But 
evidence that Medtronic had access to plaintiffs claimed 
invention even before the patent was obtained, and was 
aware of the patent or the plan to obtain it, is clearly 
relevant to assessing the willfidness of Medtronic's 
behavior after tlie patent was issued. To see why. one 
need only hypothesize a comparable action against an 
alleged infringer who claimed never to have heard of 
Quickie or its technology. A claim of willful 
infringement against such a defendant would be 
impossible, and evidence that tlie defendant had in fact 
had access [*51 to the technology and was aware of tlie 
intention to seek a patent would significantly bolster 
plaintiffs case. 
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The Court neither has nor expresses any opinion 
about whether the device in question was in fact within 
the scope of the Agreement or whether the accused 
product in fact infringes plaintiffs patent, let alone 
whether any infringement was willful. These are issues 
of fact for trial. Nor is this the time for definitive 
resolution of die scope of any evidence that will be 
permitted on this subject, or the fairness of any argument 
tlmt might be drawn firom such evidence. All that the 
Court holds is that Medtronic's motion to dismiss a non- 
existent contract count is denied; tliat plaintiff has 
authoritatively disavowed any intention to assert that die 
Agreement was breached, and will be held to that 
disavowal; and that Medtronic's vague and premature 
effort to preclude any testimony about the "scope and 
status** of the Agreement is denied. 

n. Motion for Partial Summary Judgment 

The accused infringing device (whether styled as a 
'suture guide." as defendant would have it, or as a 
"suture holding insert," as plaintiff insists, see PI. Mem. 
2 a 6) is intdided to be [*6] used in connection with* 
other medical instruments manufactured by Medtronic in 
certain forms of cardiac surgery. It is undisputed that 
these other instruments were developed and marketed by 
Medtronic before either Quickie obtained its patent or 
Medtronic developed the allegedly infringing device. It 
is evident that these instnunents perform different 
functions than Quickie's patented idea, and Quickie does 
not contend that these insmunents in themselves infringe 
the patent 

Nevertheless, Quickie argues both (a) that it should 
be entitled to royalties on Medtronic's sales of various of 
these instruments on the "entire market value" theory; 
and (b) tliat the utility of its device in enhancing the 
value of Medtronic's other instruments is relevant to 
calculating the hypothetical royalty rate that would be 
the measure of recovery here. Medtronic does not appear 
to dispute tlie latter point, but argues vigorously, citing 
Rite-Hite Corp. v. Kelley Co.. 56 F.3d 1538 (Fed. Cir. 
1995) (en banc), that as a matter of law, even if Quickie 
can establish diat die allegedly offending device 
infringed its patents, it may not recover royalties on the 
sale of the separate non-infringing (*7] instnunents with 
which'the suture guide/insert is sold. (Def. Mem. 20 ff.) 

[HNl) Under the "entire market value nile," a 
patentee may seek damages on unpatented components 
sold Avith a patented apparatus, if the patented apparatus 
"was of such paramount importance that it substantially 
created die value of the component part" Marconi 
Wireless Telegraph Co. v. United States, 99 Q. CI. 1, 53 
USPQ 246. 250 (Ct, CI. 1942). affd in part and vacated 
in part. 320 U.S. 1, 87 L Ed. 173 1, 63 S. Ct. 1393, 99 Cl 
C1..815, 1943 Dec. Comm'r Pat. 781 (1943). In Rite-Hite, 


die en banc Federal Circuit noted that the rule "has 
typically been applied to include in the compensation 
"^ase unpatented components of a device when the 
unpatented and patented components are physically part 
of the same machine." 56 F.3d at 1549. The mle may be 
applied to include "physically separate unpatented 
components normally sold with ' the patented 
components," but only where "the unpatented and 
patented components together were considered to be 
components of a single assembly or parts of a complete 
machine," or "together constituted a functional unit." Id. 
at 1550. 

Medtronic argues that Quickie will be unable to 
meet fliis test (*8] as to the various instruments at issue 
on this' motion. Medtronic argues 'that there is no 
functional relationship between the undiallenged 
instruments and the accused suture guideTuisert since the 
former can be sold and used without the allegedly 
infringing device. (Def. Mem. 20.) Supporting its 
position with elaborate descriptions, color schematic 
drawings, and digital video of beating heart surgery 
using the devices, Medtronic points out that several of its 
instruments (the Octopus, Starfish and Urchin) are 
essentially designed to stabilize and hold in position 
portions of the heart during surgery, permitting 
operations to be conducted on a beating heart (rather titan 
with the heart stopped and its functions taken over by 
artificial heart and Imig machines). Anoth^ Medtronic 
device (marketed under die brand name OctoBase) is a 
"sternal retractor," used to spread die breastbone apart to 
permit freer access to the heart during surgery. The 
Octopus instrument is tiien mounted on the OctoBase, as 
the naine of the latter implies. 

The accused product is designed to work with die 
OctoBase "to secure deep retraction sutures" used to 
position the heart during the surgery. .(Def. Mem. 15.) 
The 1*9) suture guide is separately sold (albeit 
firequenlly "bundled" wifli other products in padcage 
deals), and designed to be inserted into the OctoBase. 
replacing the parts that are sold as part of that instrument. 
Tlie cliallenged device cannot be used with -a non- 
Medtronic sternal retractor, but the Octopus and related 
products can be mounted on a non-Medtronic retractor. 
(Id. at 14-15.) Medu^onic argues that die Octopus is 
intended to be used to inunobilize small areas of the 
heart, and the Urchin/Starfish devices to position the 
heart in a desired direction, and that these functions can 
be performed regardless of what model of sternal 
retractor is used. Similarly, the OctoBase product can be 
used to open the chest widi or witliout Uie challenged 
suture guide product (Def. Mem. 22 and exhibits diere 
cited.) Tlius, Medtronic claims^ the accused product 
camiot be treated as part of a "functional unit" with the 
other instruments, as required by Rite-Hite. 


2004 U.S. Dist. LEXIS 489, ♦ 


The functionality of the various products, however, 
is irreducibly a question of hcl Medtronic essentially 
asks that die Court, without having heard expert 
testimony or hearing the claims subjected to cross- 
examination, decide diat [*10] no reasonable jury could 
detennine that the challenged product acts as part of an 
integrated system or a system "analogous to a single 
functioning unit" Rite-Hite, 56 F.3d at 1550. Quipkie 
points out that the components of the entire "Octopus 
System" have been designed to work together and are 
sold as a system. Wliile the Octopus was developed 
earlier and the Starfish/Urchin instnunents later, the 
OctoBase was introduced along with the accused suture 
guide device, and is described by Medtronic itself as "a 
reusabje stainless steel sternal retractor configured with 
removable, sbgle use inserts designed for securing deep 
pericardial sutures daring beating heart surgical 
procedures." (Decl. of Lara A. Johnson, executed Nov. 
25, 2003, Ex. 28 at MEDQ 02231.) In oto words, the 
suture guideTmsert is described in Medtronic's own 
literature as a disposable insert for the OctoBase, 
specifically designed to be used with that instrument as a 
single unit; a reasonable fact-finder could conclude that 
the OctoBase and the suture guide act as a single unit, 
with the latter component sold separately and not 
integrated as a.single machine in large part because of its 
disposable [*111 "single use" quality. 

The Octopus and Starfish/Urchin instruments appear 
less integrally connected to the sunue guide/insert They 
can apparently be used with other sternal reuactors, for 
example, and the suture guide^mseit is not integrated 
directly into those instruments, as it is into the OctoBase. 
Quickie argues, however, that the entire "Octopus 
Systerh" is designed to work together as a functional unit 
to achieve a particular desired result - optimal beating 
heart surgery - in a way that is a desirable advance on 
previous products via a complete system. Cf. Bose Corp. 
v. JBL, Inc., 274 F.3d 1354, 1361 (Fed. Cir. 2001) 
("entire market value rule" applies because the accused 
device operated "witli other components of loudspeakers 
as a single functioning unit to provide iht - desired 
audible perfomance'*) (emphasis added). In effect, they 
argue that while the various parts could be used 
separately, Medtronic designed and markets the "system" 
as an integrated unit, such that only by using the entire 
device can a heart surgeon achieve the desired optimal 
performance. Quickie supplements this showing by 
presenting expert testimony from. surgeons who testify 
variously [*12] that they would never use Medtronic*s 
other products without the OctoBase and its clviilenged 
suture pide/insens; that they have never seen the 
OctoBase used without the challenged devices; and that 


there is "no good way" of perfonning certain surgeries 
without the complete system. Quickie also offers 
evidence that the vast majority of sales of all the 
instruments in question (especially tlie OctoBase) were 
made to customers who also purchased the accused 
device. (See evidence cited at PI. Mem. 23-25.) 

Rite-Hite suggests caution about die interpretation of 
some of this evidence. [HN2] The "entire market value 
rule" does not apply to products that are sold together for 
"marketing reasons, not because they essentially 
fimctionO together." 56 F.3d at 1551. Medtronic argues 
that its various instmm^ts work separately, to perform 
separate functions, and tliat it merely markets these 
devices together in various custom packages for surgeons 
who can pick and choose among the various components. 
Good salesmanship and die preference of users to 
construct systems from components offered by the same 
manu&cturer could account for the sales statistics. Were 
the Court sitting [*13] as a factfinder based on the cold 
record before it, Medbx)nic*s argument mi^t seem fairly 
persuasive as to the Octopus and StarfishAJrchin 
products, rather less so as to the OctoBase. 

But the Court is not in the position of factfinder. Its 
role here is to decide whether, on the limited summaiy 
judgment record presented, Medtronic has shown as to 
any of the instruments that no reasonable factfinder 
could conclude that its "Octopus System" is a single 
functional unit, or a set of components "analogous to" 
such a single unit, that function together to achieve a 
desired result in such a way that its entire maricet value 
derives from the use of the device that (Quickie claims 
infringes its patent. While Quickie's proposition seems 
dubious as to at least some of the instruments in 
question, tiie Court cannot say at this stage that (Juickie 
may not present its evidence to die factfmder in a fliU 
trial. 

CONCLUSION 

Because 'plaintiff makes no claim of breach of 
contract, defendant's motion to dismiss such claim is 
denied Because there are issues of fact for trial witii 
respect to the integrated fiinctionalily of the various 
products at issue, defendant's motion for partial smnmaiy 
judgment I* 14) is denied. 

SO ORDERED. 

Dated: January 14,2004 
GERARD E. LYNCH 
United States District Judge 
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Quickie, LLC. v. Medtronic. Inc. - On May 23. 2000. the Patent and Trademark OfBce issued to Quickie, LLC 
("Quickie"], as assignee of the inventors. United States Letters Patent No. 6.066,160 (" '160 Patent"), entitled "Passive 
Knotless Suture Terminator For Use in Minimally Invasive Surgery and to Facilitate Standard Tissue Suturing." Quickie 
filed this patent infringement action on Febmaiy 13, 2002. claiming tliat Medtronic, Inc. ("Medtronic"), with whom it 
had previously entered into an agreement for the "mutual exchange of confidential information ... regarding the 
development, manufacture, and marketing of technologies in the field of heart valve surgery and repair" [Def. Mem. at 
2], infringed the '160 Patent by selling a device for retaining sutures. The case is scheduled for trial on May 3, 2004. 

Medtronic now moves separately [1) to dismiss "all claims for relief, express or implied, under the parties' license 
agreement," and [2] for partial smnmary judgment "on damage claims for non-accused, non-infringing products." Tl^e 
motions will be denied. 

Discu^ion 

1. Motion to Dismiss 

Medtronic moves to "dismiss" "implied" claims tliat both parlies agree have not been made. The complaint contains 
no claims for breach of contract, and Quickie represents to the Court that h has no intention of trying such a claim, or of 
offering testimony that Medtronic breached the parties' now terminated agreement. [PI 0pp. 13.] 

Tlie motion, in reality, is a motion in limine that asks the Court to exclude evidence at trial. Exactly what evidence 
Medtronic would like excluded, however, is ^ from clear. Its initial memorandum, couched as a motion to dismiss the 
pliantoin "contract" claim, pointed to only one potentially prejudicial evidentiary submission: arguing that Quickie 
sought "to implicitly present a breach of contract claim or tlieory to the jury ... in order to evoke in the jury sympathy, or 
a sense of wrong to be riglited" pef. Mem. l], Medu-onic asserted that "Quickie's [ejxperts [may] not Itjestify [tjhat 
Medtronic [b]reached [t]he [l)icense {ajgreemenl'* Pef Mem. 7.] After Quickie disclaimed any intention of offering 
such testimony, Medtronic advised in its reply brief that Quickie should be prevented "from arguing tlie scope and 
status of tlie Agreement at Uial." pef. R Mera. 1; emphasis in original.) Tliough Medtronic helpfiilly italicizes these 
. words, it completely fails to indicate wtet it means by them. Medtronic concedes that "the parties are free to point to the 
Agreement ... as an example of a comparable license covering medical technology between the parties, and opine on the 
royalty rate in the Agreement and its import |if any) on a royalty calculation in tins case." jDef. R. Meia 3.) How the 
parties can debate the comparability of the Agreement to a hypothetical license for the allegedly infringing device 
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without discussing the scope of the Agreement is left unexplained. Nor does Medtronic explain how a jury is to 
understand the relevance or irrelevance of the Agreement without knowing its status, to wit, terminated. 

Moreover, contrary to Medtronic's argument, the fact that the parties had a prior relationship that arguably involved 
the very technology at issue in this case is plainly relevant to the issiie of williful infringement Medtronic is correct that 
it cannot have willfully infringed Quickie's patent before the patent was issued. [Def. R, Mem. 5. citing State Industries, 
Inc. v. A 0. Smith Corp., 75 1 F.2d 1226. 1236 [Fed. Cir. 1985].] But evidence that Medtronic had access to plaintiffs ' 
claimed invention even before the patent was obtained, and was aware of the patent or the plan to obtain it, is clearly 
relevant to assessing the willfWness of Medtronic's behavior after the patent was issued. To see why, one need only 
hypothesize a comparable action against an alleged infringer who claimed never to have heard of Quickie or its 
technology. A claim of willful infringement against such a defendant would be impossible, and evidence lliat the 
defendant ted in fact had access to the technology and was aware of the intention to seek a patent would significantly 
bolster plaintiffs case. 

The Court neither has nor expresses any opinion about whether the device in question was in fact within the scope 
of the Agreement or whether the accused product in fact infringes plainiiff s patent, let alone whether any infringement 
was willfiil. These are issues of fact for trial. Nor is this the time for definitive resohition of the scope of any evidence 
diat wiU be permitted on this subject, or the feiraess of any argument that might be drawn firom such evidence. AH that 
Ae Court holds is that Medtronitfs motion to dismiss a non-existent contract count is dem'ed; that plaiiuifif has 
authoritatively disavowed any intention to assert that the Agreement was breached, and will be held to that disavowal; 
and dvat Medtronic's vague and premature effort to preclude any testimony about the "scope ajid status" of the 
Agreement is denied. • 

n. Motion for Partial Summary Judgment 

The accused infringing device [whether styled as a "suture guide," as defendant would have it, or as a "suture 
holding insert," as plaintiff insists, see PL Mem. 2 a 6] is intended to be used in connection with otho- medical 
instruments manufactured by Medtronic in certain forms of cardiac surgery. It 'is undisputed that these other instruments 
were developed and marketed by Medtronic before ei iher Quickie obtained its patent or Medtronic developed the 
allegedly iifiinging device. It is evident that these instnmients perform different functions than Quickie*s patented idea, 
and Quickie does not contend that these instnunents in themselves infiinge the patent 

Nevertheless, Quickie argues both [a] that it should be entitled to royalties on Medtronic's sales of various of these 
instruments on the "entire market value" theory, and [b] that the utility of its device in enhancing the value of 
Medtronic's other instruments is relevant to calculating the hypothetical royalty rale that would be the measure of 
recovery here. Medtronic does not appear to dispute the latter point, but argues vigorously, citing Rite-Hite Corp. v. 
Kelley Co., 56 F.3d 1538 [Fed. Cir. 1995] [en banc], that as a matter of law, even if Quickie can establish that the 
allegedly offending device infringed its patents, it may not recover royalties on the sale of the separate non-infringing 
instruments with which the suture guide/insert is sold. Pef/Mem. 20 ff.J 

Under die "entire market value rule," a patentee may seek damages on unpatented components sold with a patented 
apparatus, if the patented apparatus "was of such parajnount importance tliat it substantially created the value of the 
component part." Marconi Wireless Telegraph Co. v. United States, 53 USPQ 246, 250 [Ct CI. 1942], aff d in part and 
vacated m part, 320 U.S. I [1943]. In Rite-Hite, the en banc Federal Circuit noted Aat the rule "has typically been 
applied to include in the compensation base unpatented components of a device when the unpatented and patented 
components are physically part of the same machine." 56 F.3d at 1549. The rule may be applied to include "physically 
separate unpatented components normally sold with the patented components," but only where "the unpatented and 
patented components together were considered to be components of a single assembly or parts of a complete machine," 
or "together constituted a functional unit" Id. at 1550. 

Medu-onic argues that Quickie will be unable to meet this test as to tlie various instruments at issue on this motion 
Medtronic argues tliat there is no fimctional relationship between the unchallenged instnunents and the accused suture 
guide/insert, since the former can be sold and.used without the allegedly infringing device, pef Mem. 20.] Supporting 
its position with elaborate descriptions, color schematic drawings, and digital video of beating heart surgery using the 
devices, Medtronic points out that several of its instruments [the Octopus, Starfish and Urcliin] are essentially designed 
to stabilize and hold in position portions of the heart diuing surgery, pemiitting operations to be conducted on a beating 
heart [rather than with the heart stopped and its functions taken over by artificial heart and lung macliines). Anoilier 
Medtronic device [mariceted under the brand name OctoBase] is a "sternal retractor," used to spread the breastbone 
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apart to permit freer access to the heart during surgery. The Octopus instrument is tlien mounted on the OctoBase, as tlie 
name of the latter implies. 

The accused product is designed to work with the OctoBase "to secure deep retraction sutures'* used to position the 
heart during the surgeiy. [Def. Mem. 15.) The suture guide is separately sold [albeit frequently "bundled** with other 
products in package deals], and designed to be inserted into the OctoBase, replacing the parts that aie sold as part of that 
instrument. The challenged device cannot be used with a non-Medtronic sternal retractor, but the Octopus and related 
products can be mounted on a non-Medhx)nic retractor. [Id. at 14-15.) Medtronic argues tliat the Octopus is intended to 
be used to immobilize small areas of the heart, and the Urchin/Staifish devices to position the heart in a desired 
direction, and that these functions can be performed regardless of what model of sternal retractor is used. Similarly, the 
OctoBase produa can be used to open the chest with or without the challenged suture guide product. [Def. Mem. 22 and 
exhibits diere cited.) Thus, Medtronic claims, die accused product cannot be treated as part of a "fiuictional unit" with 
die other instruments, as required by Rite-Hite. 

The functionality of the various products, however, is irreducibly a question of fact: Medtronic essentially asks that 
the Court, without having heard expert testimony or hearing the claims subjected to cross-examination, decide that no 
reasonable jury could determine that the challenged product acts as part of an integrated system or a system "analogous 
to a single functioning unit" Rite-Hite, 56 F.3d at 1550. Quickie points out thai the components of the entire "Octopus 
System" have been designed to work together and are sold as a system. While the Octopus was developed eariier and 
the Staifish/Urchin instruments later, the OctoBase was introduced along with the accused suture guide device, and is 
described by Medtronic itself as "a reusable stainless steel sternal retractor configured with r^ovable, single use inserts 
designed for securing deep pericardial sutures during beating heart surgical procedures." [ Dec!, of Lara A. Johnson, 
executed Nov. 25, 2003, Ex. 28 at.MEDQ 0223 1.] In other words,.the suture guide/ins^ is described in Medtronitfs 
own literature as a disposable insert for the OctoBase, specifically designed to be used with that mstrument as a single 
. unit; a reasonable £act-fihder could conclude that the OctoBase and the suture guide act as a single unit, with the latter 
component sold sq)arately and not integrated as a single machine in large part because of its disposable "single use" 
quality. 

The Octopus and Starfish/Urchin instruments appear less integrally connected to the sumre guide/insert. They can 
apparently be used with other sternal retractors, for example, and the sumre guide/insert is not integrated directly into 
those instruments, as it is into the OctoBase. Quickie argues, however, that the entire "Octopus System" is designed to 
work together as a functional unit to achieve a particular desired result - optunal beating heart surgery - in a way that is 
a desirable advance on previous products via a complete system. Cf. Bose Corp. v. BL, Inc., 274 F.3d 1354, 136 1 [Fed, 
Cir. 2001] ["entire market value nile" applies because die accused device operated "with otlier components of 
loudspeakers as a single functioning unit to provide the desired audible performance'*! [emphasis added). In effect, they 
argue that while the various parts could be used separately, Medtronic designed and markets the "system" as an 
integrated unit, such that only by using the entire device can a heart surgeon achieve the desired optimal perfonnance. 
Quickie supplements this showing by presenting expert testimony from surgeons who testify variously diat they would 
never use Medtronic's otlier products vrithout die OctoBase and its challenged suture guide/inserts; that they have never 
seen tlie OctoBase used without Ae challenged devices; and that tliere is "no good way" of performing certain surgeries 
without die complete system. Quickie also offers evidence that the yast majority of sales of all die instruments in 
question (especially the OctoBase) were made to customers who also purchased the accused device. [See evidence cited 
at PI. Mem. 23-25.) 

Rite-Hite suggests caution about tlie interpretation of some of this evidence. The "entire market value rule" does not 
apply to products that are sold together for "marketing reasons, not because they essentially fiinctionQ together." 56 
F.3d at 1551. Medtronic argues that its various instruments work separately, to perform separate functions, and that it 
merely markets these devices together in various custom packages for surgeons who can pick and choose among die 
various components. Good salesmahship and die preference of users to construct systems from components offered by 
the same manufacturer could account for tlie sales statistics. Were tlie Court sitting as a factfinder based on the cold 
record before it, Medtronic's argument miglit seem fairiy persuasive as to die Octopus and Starfish/Urcliin products, 
rather less so as to the OctoBase. 

Bill tlie Court is not in the position of factfinder. Its role here is to decide whedier, on die limited suimnaiy 
judgment record presented, Medtronic .has sho^vn as to any of the instniments that no reasonable factfinder could 
conclude that its "Octopus System" is a single fimctional unit, or a set of components "analogous to" such a single imit, 
that function together to achieve a desired result in such a way that its entire market value derives from the use of the ' 
device that Quickie claims infringes its patent While Quickie's proposition seems dubious as to at least some of the 
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instnunents in question, the Court cannot say at this stage that Quickie niay not present its evidence to tlie factfinder in a 
full trial. " • 

Conclusion 

Because plaintiff makes no claim of breach of contract, defendant's motion to dismiss such claim is denied. 
Because there are issues of feet for trial with respect to the integrated functionality of the various products at issue, 
defendant's motion for partial sununary judgment is denied 

So Ordered*. 
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02/13/2002 
02/13/2002 
04/11/2002 

04/12/2002 

04/24/2002 


2 RULE 1.9 CERTinCATE Hied by Quickie, LLC. . (gmo) (Entered: 02/20/2002) 


" ' Magistrate Judge Michael H. Dolinger is so designated, (gmo) (Entered: 02/20/2002) 

3 STIPULATION and ORDER, reset answer due for 4/26/02 for Medtronic, Inc. ( signed by Judge 
Gerard E. Lynch ) (kw) (Entered: 04/12/2002) 

4 AFFIDAVIT OF SERVICE of summons and complaint as to Medtronic, Inc. by mail and facsimile 
to couosel on 3/15/02 . . (bai) (Entered: 04/17/2002) 

5 NOTICE OF MOTION by Medtronic, Inc. for an order admitting Raphael V. Lupo, Donna M. 
Tanguay, Brian E. Ferguson and Steven K. Shahida to appear pro hac vice . Return Date 
6/4/02 at 9:30. Affidavits of Chryssa V. Valletta, Raphael V, Lupo, Donna M. Tanguay, Brain E. 
Ferguson and Steven K. Shahida in support attached, (bai) (Entered; 04/26/2002) 

04/24/2002 6 RULE 1.9 CERTinCATE fiied by Medtronic, Inc. . (bai) (Entered: 04/26/2002) 

04/24/2002 7 ANSWER to Complaint and COUNTERCLAIM by Medtronic, Inc. against Quickie, L.LC, ; Rrm of: 
Will 8i Emery by attorney Chryssa V. Valletta for defendant Medtronic, Inc. (bai) (Entered: 
04/26/2002) 

05/02/2002 " Memo endorsed on motion; that the Court is granting the [5-1] motion for an order admitting 
Raphael V. Lupo, Donna M. Tanguay, Brian E. Ferguson and Steven K. Shahida to appear pro 
hac vice. ( signed by Judge Gerard E. Lynch ); Copies mailed. FORWARDED DOCUMENT TO 
ATTORNEY ADMISSIONS CLERK, (tp) (Entered: 05/02/2002) 

05/15/2002 - CASHIER'S OFFICE REMARK on [5-1] motion for an order admitting Raphael V. Lupo, Donna M. 

Tanguay, Brian E, Ferguson and Steven K» Shahida to appear pro hac vice in the amount of 
$100.00 paid on 05/03/02 Receipt # 437903. (djc) (Entered; 05/15/2002) 

05/22/2002 8 SCHEDULING ORDER: Discovery pertaining to claims construction shall be completed by June 
14, 2002; The parties shall submit simultaneous Markman briefs by July 1,2002; Reply briefs 
shall be submitted by both parties no later than August 1, 2002. ( signed by Judge Gerard E. 


Lynch ); Copies mailed. Oco) (Entered: 05/22/2002) • 

07/03/2002 10 I^EMORANDUM OF lAW by Quickie, L.L.C. re: claim construction, (die) (Entered: 07/11/2002) 

07 /03/2002 11 DECLARATION of Todd S. Sharinn by Quickie, L.L.C. in support Re: [lO-l] memorandum . (die) 
(Entered: 07/11/2002) 

07 /03/2002 12 OPENING BRIEF by Medtronic, Inc. re:c!aim construction issues (Markman Brief)- (die) 
(Entered: 07/11/2002) 

07 /O3/2002 13 DECLARATION of Stephen K. Shahida by Medtronic, Inc. in support Re: [12-1] opposition 
memorandum . (die) (Entered: 07/11/2002) 

07 /09/2002 9 Memo- Endorsement on letter addressed to Ms. Joellen Valentine from Todd S. Sharinn, dated 
7/1/02: Granting the parties extension until 7/3/02 to file and serve their Markman briefs . 
( signed by 3udge Gerard E. Lynch ); Copies mailed, (tp) (Entered: 07/11/2002) 

REPLY BRIEF by Medtronic, Inc. re: claim construction issues (Markman brief) (yv) (Entered: 
08/06/2002) 


08/01/2002 14 


08/01/2002 
08/01/2002 


15 BEPLY MEMORANDUM by Quickie, L.L.C. re: claim consb^uction. (yv) (Entered: 08/06/2002) 


16 


10/02/2002 17 


11/01/2002 
11/04/2002 


18 


19 


DECLARATION of Todd S. Sharinn by Quickie, LLC. in support Re: [15-1] reply 
memorandum . (yv) (Entered: 08/06/2002) 

ORDER; that Quickie filed this patent infringement action on 2/13/02, claiming that Medtronic, 
Inc, with whom it had previously entered into an agreement (or the "mutual exchange of 
confidential Information concerning the development, manufacture, and mariceting of certain 
technologies-, Infringed the '160 Patent by selling a de^ce for retaining sutures. Having briefe 
and appeared for a Maricman hearing on 9/4/02, to discuss the key disputed terms, the action 
is now before the Court on claim construction; the Court rejects defendant's construction of the 
disputed terms and adopts plaintiffs construction, with the limitation that "aperture" 
encompasses not any opening, but rather one that creates a spatial relationship between the 
movable cam and aperture walls, as described in the patent, that capture of the cam within tiie 
apertur? . ( signed by Judge Gerard E. Lynch ); (pi) (Entered:. 10/07/2002) 

Transcript of record of proceedings before Judge Gerard E. Lynch 9/4/02. (kw) (Entered: 
11/01/2002) 

STIPULATION and ORDER; that the attorneys of record for plaintiff in this action shall be 
changed and that Thelen Reid & Priest LLP with ofnces located at 40 West 57th Street, N.Y.C., 
be substituted for Greenberg Traurig with offices located at 885 Third Avenue, N.Y.C., as 
attomeys of record for such plaintiff herein . ( signed by Judge Gerard E. Lynch ) (pl) (Entered: 
11/07/2002) • 

NOTICE of CHANGE of ADDRESS by Quickie, LL.C. Theien Reid 8i Priest LLP will be moving to a 
new address at: Theien Reid a Priest LLP, 875 Third Avenue, New York, NY, 10022, (212) 603- 
2000, Fax (212) 603-2001. (sb) (Entered: 11/14/2002) 

NOTICE OF MOTION by Medtronic, Inc. for an Order staying tiiis litigation pending the outcome 
of the U.S. Patent 8i Trademark Office reexamination proceedings . Return Date not indicated. 
Affirmation of Brian E. Ferfuson along with exhibits Is attached, (tp) Modified on 12/04/2002 
(Entered: 12/04/2002) 

MEMORANDUM OF LAW by Medtronic, Inc. in support of [21-1] motion for an Order staying this 
litigation pending the outcome of the U.S. Patent 8iTrademaric Office reexamination 
proceedings, (tp) (Entered: 12/04/2002) 

Memo-Endorsement on letter addressed to Judge Lynch from Chryssa V. Valletta, dated 
12/10/02. Re: counsel for dft request to set the foregoing scheduling order deadlines: Quickie 
LL.C.'s opposition papers to be filed and served on 12/24/02 and Meltronics reply papers to be 
filed and served on 1/14/03. Application granted , Meltronic request that your Honoi- endorse 
said letter so that the proper exhibit # 10 (annexed to sadi letter) may become part of the 
Court Record. Application granted . ( signed by Judge Gerard E. Lynch ) (db) (Entered: 
12/20/2002) 

OPPOSITION by Quickie, L.LC. to [21-1] motion for an Order staying this litigation pending the 
outcome of the U.S. Patent SiTrademarit Office reexamination proceedings (Filed in the night 
deposit on 12/24/02 at 3:57 p.m.) (ae) (Entered: 12/26/2002) 

12/24/2002 25 (COPY) AFRDAVIT of Mark Fox Evens by Quickie, LLC. in support of [21-11 motion for an 
Order staying this litigation pending the outcome of the U.S. Patent & Trademark Office 
reexamination proceedings . (Filed in the night deposit on 12/24/02 at 3:57 p.m.) (ae) 
(Entered: 12/26/2002) 
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proceedings . (djc) (Entered: 01/21/2003) 

01/23/2003 27 ORDER; denying [21-1] motion for an Order staying this litigation pending the outcome of the 
U.S. Patent & Trademaric Office reexamination proceedings; Discovery is to be completed by 
6/20/03. Extensions of the discovery schedule will be disfavored ; A status conference will be 
held at 10:30 a.m. on 6/27/03. A date for trial, or a schedule for the filing of dispositive 
motions, will be set at that time . ( signed by Judge Gerard E. Lynch ) (jco) (Entered: 
01/27/2003) 

NOTICE OF MOTION by Medtronic, Inc. for an order pursuant to Rule 1.3(c) of the FRCP, 
permitting Charles R. Work to appear pro hac vice . Affidavit of Charles R. Woric in support of 
motion attached. No Return Date indicated, (db) (Entered: 02/27/2003) 

STIPULATION and ORDER: the discovery deadline is extended by sixty (60) days, to and 
including 8/20/03, and the status conference be extended to 8/22/03 at 11:00 a.m. . ( signed 
by-Judge Gerard E. Lynch ) (db) (Entered: 03/13/2003) 

Memo endorsed on copy of motion; granting [28-1] motion for an order pursuant to Rule 1.3 
(c) of the FRCP- permitting Charles R.. Woric to appear pro hac vice. ( signed by Judge Gerard E. 
Lynch ); forwarded this document to the Attomey Admissions Clerk, (pi) (Entered: 
03/17/2003) 

Case Management Plan: Joining of parties 6/2/03, amending of pleadings on 6/16/03; All 
Discovery cutoff 8/20/03; Deadline for filing of dispositive motions 9/30/03; Answering papers 
to be served and filed by 10/20/03; Reply papers to be served and filed by 10/31/03; Case 
management conference set for 11:00 8/22/03 ( signed by Jiidge Gerard E. Lynch ); (cd) 
(Entered: 03/28/2003) • 

. NOTICE OF MOTION by Quickie, LLC for Marie F. Evens to appear pro hac vice on behalf of 
plaintiff ; for Jeffrey. R. Gans to appear pro hac vice on behalf of plaintiff . Return Date 
4/25/03. Affidavits of Shari H. Markowltz-Savitt, Jeffrey R. Gans, and Mri< F.' Evens are 
attached, (tp) (Entered: 04/11/2003) 

NOTICE OF MOTION by Quickie, LL.C for an order pursuant to Rule 1.3(c) of the Local Civil 
Rules of the U.5.D.C. for the S.D.N.Y, admitting Lara A. Johnson to this court on a pro hac vice 
basis to represent plaintiff Quickie in this action , Return Date 5/7/03. (die) (Entered: 
04/23/2003) 

Memo endorsed on motion; granting [33-1] motion for an order pursuant to Rule 1.3(c) of the 
Local Qvil Rules of the U.S.D.C for the S.D.N.Y. admitting Lara A, Johnson to this court on a 
pro hac vice basis to represent plaintiff Quickie in this action. ( signed by Judge Gerard E. 
Lynch ) Copy of document sent to Atty. Admissions Qerk. (sb) (Entered: 04/25/2003)" • 

Memo endorsed on motion; granting [32-11 motion for Mark F. Evens to appear pro hac vice on 
behalf of plaintiff; granting [32-2] motion for Jeffrey R. Gans to appear pro hac vice on behalf 
of plaintiff. ( signed by Judge Gerard E. Lynch ); Sent orig. doc. to the Attomey Admission 
Cleric (ae) Modified on 05/06/2003 (Entered: 05/06/2003) 

35 NOTICE OF MOTION by Medtronic, Inc. for Mehul R. Janl.to appear pro hac vice ; Return Date 
not indicated; Attached is Affidavit in support; (djc) (Entered: 06/20/2003) 

36 AFFIDAVIT of Mehul R. Jani by Medtronic, Inc., Medtronic, Inc. in support of his application to 
be admitted to practice before this court and represent Medtronic pro hac vice, (die) (Entered: 
07/02/2003) 

Memo endorsed on motion; granting [35-1] motion for Mehul R. JanI to appear pro hac vice. 
Document sent to attomey admissions. ( signed by Judge Gerard E, Lynch ) (db) (Entered: 
07/01/2003) 

CASHIER'S OFFICE REMARK on in the amount of $75.00 paid on 8/7/03 Receipt # 481490. 
(jco) (Entered: 08/11/2003) 

37 STIPULATION and ORDER, that the dates set forth in the initial case management plan shall be 
extended as follows: dispositive motions-10/30/03; answer to dispositive mot!ons-l 1/19/03; 
reply to dispositive motions-1 2/10/03; tentative trial-two weeks beginning 5/3/04; discovery is 
now dosed, with the sole exception of three depositions previously by the parties for 8/27/03, 
8/28/03 and 8/29/03 . ( signed by Judge Gerard E. Lynch ) (die) (Entered: 09/09/2003) 

10/30/2003 38 NOTICE OF MOTION by Medtronic, Inc., for an order granting partial summary judgment on 
damage claims for non-accused, non-Infringing products , No Return Date, (kw) (Entered: 
10/31/2003) 

10/30/2003 39 RULE.56.1 STATEMENT filed by Medtronic, Inc. (kw) (Entered: 10/31/2003) 

10/30/2003 40 DECI^RATION of Stephen K. Shahida by Medtronic, Inc. In support of Re: [38-1 J motion for an 
order granting partial summary judgment on damage claims for non-accused, non-infringing 
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10/30/2003 41 


10/30/2003 42 


10/30/2003 43 


10/30/2003 44 


products, (kw) (Entered: 10/31/2003) 

DECLARATION of Michael Strong by Medtronic, Inc. in support Re: [3B-1J motion for an. 
order granting partial sumniar/ judgnnent on damage claims for non-accused, non-infringing 
products, (kw) (Entered: 10/31/2003) 

DECLARATION of 3ili Hennesen by Medtronic, Inc. in support Re: [38-1] motion for an order 
granting partial summary judgment on damage claims for non-accused, non-infringing 
products, (kw) (Entered: 10/31/2003) 

MEMORANDUM OF LAW by Medtronic, Inc. in support of [38-1] motion for an order granting 
partial summar/ judgment on damage claims for non-accused, non-Infringing products, (kw) 
(Entered: 10/31/2003) 

NOTICE OF MOTION by Medtronic, Inc., for an order dismissing without prejudice all claims for 
relief, express or implied, under the parties* license agreement . No Return Date, (kw) 
(Entered: 10/31/2003) 

10/30/2003 45 DECLARATION of Stephen K. Shahida by Medtronic, Inc. in support Re: [44-1] motion for an 
order dismissing without prejudice all claims for relief, express or implied, under the parties' 
license agreement (kw) (Entered: 10/31/2003) 

10/30/2003 46 MEMORANDUM OF LAW by Medtronic, Inc. in support of [44-1] motion for an order dismissing 
without prejudice all claims for relief, express or implied, under the parties' license agreement, 
(kw) (Entered: 10/31/2003) 

11/17/2003 47 STIPULATION and ORDER, plaintifFs time to serve its opposition to dft's motions be extended 
to 11/26/03 , and dft's time to serve its reply to plaintiffs oppositionto dff s motions be 
" . extended to 12/19/03 . ( signed by Judge Gerard E. Lynch ) (die) (Entered: 11/19/2003) 

11/26/2003 48 MEMORANDUM OF LAW in Opposition re: [44] Motion to Dismiss, [38] Motion for Summary 

Judgment. Document filed by Quickie, L.LC. Received in the night deposit box on 11/26/03 at 
6:21 P.M. (sac, ) (Entered: 12/10/2003) 


11/25/2003 49 


11/26/2003 50 


11/25/2003 51 


11/26/2003 52 


11/26/2003 . 53 


11/26/2003 54 


11/26/2003 55 


12/08/2003 56 


12/19/2003 

57 

12/19/2003 

58 

12/19/2003 

59 

12/19/2003 

60 

12/31/2003 

61 

12/31/2003 

62 


RESPONSE re: [39] Rule 56.1 Statement. Document filed by Quickie, L.L.C Received in the 
night deposit box on 11/26/03 at 6:21 P.M. (sac, ) (Entered: 12/10/2003) 

RULE 56.1 STATEME^^^. Document filed by Quickie, L.L.C. Received in the night deposit box on 
11/26/03 at 5:21 P.M. (sac, ) (Entered: 12/10/2003) 

DECLARATION of Lara A. Johnson in Opposition re: [44] Motion to Dismiss, [38] Motion for 
Summary Judgment. Document filed by Quickie, L.L.C. Received In the night deposit box on 
11/26/03 at 6:21 P.M. (sac, ) (Entered: 12/10/2003) 

AFRRMATION of Susan B. Mclnerney in Support re: [51] Declaration in Opposition to Motion. 
Document filed by Quickie, L.LC. Received In the night deposit box on 11/26/03 at 6:21 P.M. 
(sac, ) (Entered: 12/10/2003) 

EXHIBIT to Declaration of Lara A. Johnson Volume I Document filed by Quickie, LL.C. Received 
in the night deposit box on 11/26/03 at 6:21 P.M.(sac, ) (Entered: 12/10/2003) 

EXHIBIT to Declaration of Lara A. Johnson Volume II. Document filed by Quickie, L.L.C, 
Received In ti^e night deposit box on 11/26/03 at 5:22 P.M.(sac, ) (Entered: 12/10/2003) 

EXHIBIT to Declaration of Lara A. Johnson Volume III. Document filed by Quickie, LLC. 
Received in the night deposit box on 11/26/03 at 6:22 P.M.(sac, ) (Entered: 12/10/2003) 

ENDORSED LETTER addressed to Judge Gerard E. Lynch from Susan Mclnerney dated 
11/25/03 re: Quickie requests an extension of the page limitation to 35 pages to file opposition 
to defendant Medtronlc's two motions. So ordered, (Signed by Judge Gerard E. Lynch on 
11/26/03) (kw, ) (Entered: 12/23/2003) 

REPLY MEMORANDUM OF LAW In Support re: [44] Motion to Dismiss. Document filed by 
Medtronic, Inc.. (die, ) (Entered: 01/07/2004) 

DEFENDANTS RESPONSE TO PLAINHFFS [50] Rule 56.1 Statement. Document filed by 
Medtronic, Inc.. (die, ) (Entered: 01/07/2004) 

DECLARATION of Stephen K. Shahida in Support re: [38] Motion for Summary Judgment, 
Document filed by Medtronic, Inc.. (die,.) (Entered: 01/07/2004) 

REPLY MEMORANDUM OF LAW in Support re: [38] Motion for Summary Judgment. Document 
filed by Medtronic, Inc.. (die, ) (Entered: 01/07/2004) 

PlaintifTs COUNTER STATEMENT TO [39] Rule 56.1 Statement. Document filed by Quickie, 
LLC. (die, ) (Entered: 01/14/2004) 

DECURATION of Eugene A, CSrossi, MD. Document filed by Quickie, L.LC. (die, ) (Entered: 
01/14/2004) 


htt.nj;://conrtlink.iexisnexis.com/Shovl^Docket.asDX 
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01/15/2004 63 

02/20/2004' 64 

03/15/2004 65 
03/15/2004 

04/01/2004 66 

04/01/2004 67 

04/01/2004 68 

04/01/2004 69 

04/01/2004 70 

04/01/2004 71 

04/01/2004 72 

04/01/2004 73 

04/01/2004 74 

04/01/2004 75 

04/01/2004 76 

04/01/2004 77 

04/01/2004 78 

04/01/2004 79 

04/01/2004 80 

04/01/2004 81 

04/01/2004 82 

04/01/2004 83 

04/01/2004 84 

04/01/2004 85 

04/01/2004 86 

04/01/2004 87 


OPINION and ORDER # 89572: because plaintiff makes no daim of breach of contract, 
defendants [44] motion to dismiss such a claims is DENIED. Because there are issues of fact 
for trial with respect to the Intergrated functionality of the various products at issue, 
defendants (38] motion for partial summary judgment is DENIED. (Signed by Judge Gerard E. 
Lynch on. 1/14/04) (db, ) (Entered: 01/27/2004) 

NOTICE OF MOTION 8i MOTION for Grace M. Mora to Appear Pro Hac Vice.with attached affdvts 
of Susan B. Mclnerney and Grace M. Morain support. (NDB) Document filed by Qulcide, LLC. 
(pa, ) (Entered: 02/23/2004) 

ORDER granting [64] MOTION for Grace M. Mora to Appear Pro Hac Vice filed by Quickie, LLC. 
(Signed by Judge Gerard E. Lynch on 3/1O/04) (tp, ). (Entered: 03/18/2004) 

Transmission to Attorney Admissions Clerk. Transmitted re: [65] Order, to the Attorney 
Admissions Oerk for updating of Attorney Information, (tp, ) (Entered: 03/18/2004) 

NOTICE OF MOTION in Limine to preclude pitff from Introdudng at trial any testimony of Mr. Q. 
Todd Dickinson on any subject other than US Patent and trademark office practices and " 
procedures, (nite dep. box). Document filed by Medtronic, Inc.. (pa, ) (Entered: 04/02/2004) 

NOTICE OF MOTION In Limine to preclude pItff from introdudng at trial any testimony of 
evidence concerning prejudgement Interest. Oral Argument Requested (nite dep. box). 
Document filed by Medtronic, Inc.. (pa, ) (Entered; 04/02/2004) 

NOTICE OF MOTION In Limine to predude pItff from Introdudng at trial any testimony of Dr. 
Wolf concerning infringement or licensing Oral Argument Requested, (nite dep. box). 
Document filed by MedbroniCr Inc.. (pa, ) (Entered: 04/02/2004) 

NOTICE OF MOTION in Limine to predude.pltff from introdudng at trial any expert testimony 
concerning Infringement under the doctrine of equivalents. (Oral Argment Requested (nite dep. 
box). Document filed by Medtronic, Inc.. (pa, ) (Entered: 04/02/2004) 

MEMORANDUM OF LAW In Support re: [69] MOTION In Umlne. (nite dep. box). Document filed 
by Medtronic, Inc. (pa, ) (Entered: 04/02/2004) 

MEMORANDUM OF UW In Support re: [67] MOTION In Limine, (nite dep. box). Document filed 
by Medtronic, Inc. (pa, ) (Entered: 04/0272004) 

MEMOIWNDUM OF UW In Support re: [66] MOTION in Umine. (nite dep. box). Document filed 
by Medtronic, Inc. (pa, ) (Entered: 04/02/2004) 

MEMORANDUM OF UW In Support re: [68] MOTION In Umine. (nite dep. box). Document filed 
by Medtronic, Inc. (pa, ) (Entered: 04/02/2004) 

Verdict Form for Jury. Document filed by Quickie, LL.C. (die, ) (Entered: 04/05/2004) 

Proposed Voir Dire Questions. Document filed by Quickie, L.LC.,(dle, ) (Entered: 04/05/2004) 

Proposed Jury Instructions. Document filed by Quickie, L.LC..(dIe, ) (Entered: 04/05/2004) 

Medtronic, Inc.'s Proposed Jury Verdict Form. Document filed by Medtronic, Inc. (die, ) 
(Entered: 04/05/2004) 

Proposed Voir Dire Questions. Document filed by Medtronic, Inc.(dle, ) (Entered: 04/05/2004) 

Proposed Jury Instructions. Document filed by Medtronic, Inc..(dle, ) (Entered: 04/05/2004) 

MOTION in Limine to exclude deft's use of the "advise of counsel" defense based upon Daniel 
Latham's E-mails. Document filed by Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

DECURATION of Lara Johnson in Support re: [80] MOTION in Limine. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

MEMORANDUM OF UW in Support re: [80] MOTION in Limine.. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

MOTION In Limine to exclude certain patents as exhibits and testimony relating to those 
patents. Document filed by Quickie, L.LC. (cd, ) (Entered: 04/05/2004) 

MEMORANDUM OF UW In Support re: [83] MOTION in Limine.. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

MOTION in Limine to exclude testimony concerning deft's Fifth Affirmative Defense, purs to 35 
use 112. Document filed by Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

DECURATION Of Lara Johnson In Support re: (85] MOTION in Limine.. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

MEMORANDUM OF UW In Support re: [85] MOTION in Limine.. Document filed by Quickie, 
LL.C. (cd, ) (Entered: 04/05/2004) 
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04/01/2004 88 MOTION in Limine to exclude expert testimony of Dr. Wright on invalidity. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/2004) • 

04/01/2004 89 DECLARATION of Lara Johnson in Support re: [88] MOTION in Limine.. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

04/01/2004 90 MEMORANDUM OF LAW in Support re: [88] MOTION in Limine.. Document filed by Quickie, 
L.LC. (cd, ) (Entered: 04/05/2004) 

04/01/2004 91 MOTION in Limine to esclude extinsic evidence offered by Medtronic that contradicts the plain 
terms of the license agreement. Document filed by Quickie, LL.C,. (cd, ) (Entered: 
04/05/2004) 

04/01/2004 92 DECLARATION of Lara Johnson in Support re: [91] MOTION in Limine.. Document filed by 
Quickie, LLC (cd, ) (Entered: 04/05/2004) 

04/01/2004 93 MEMORANDUM OF LAW in Support re: [91] MOTION in Limine,. Document filed by Quickie, 
LL.C. (cd, ) (Entered: 04/05/2004) 

04/01/2004 94 MOTION in Limine to limit the expert testimony of Dr. Stong 111, Document filed by Quickie, 
LL,C,. (cd, ) (Entered: 04/05/2004) 

04/01/2004 95 . DECLARATION of Lara Johnson in Support re: [94] MOTION in Limine.. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

04/01/2004 96 MEMORANDUM OF LAW In Support re: [94] MOTION In Umine,. Document filed by Quickie, 
LL.C,. (cd, ) (Entered: 04/05/2004) 

04/01/2004 97 MOTION In Limine to exclude Irrelevant and unduly prejudicial exhibits designated by deft 
Document filed by Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

04/01/2004 98 DECLARATION of Lara Johnson In Support re: [97] MOTION In Limine.. Document filed by 
Quickie, LLC, (cd, ) (Entered: 04/05/2004) 

04/01/2004 99 MEMORANDUM OF LAW in Support re: [97] MOTION in Limine,. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

04/01/2004 100 MOTION in Limine to exclude the testimony of Mr, Mossinghoff. Document filed by Quickie, 
LL.C. (cd, ) (Entered: 04/05/2004) 

04/01/2004 101 DECLARATION of Lara Johnson in Support re: [100] MOTION in Limine.. Document filed by 
Quickie, LLC. (cd, ) (Entered: 04/05/2004) 

• 04/01/2004 102 MEMORANDUM OF LAW in Support re: [100] MOTION in Umine.. Document filed by Quickie, 
LLC. (cd, ) (Entered: 04/05/2004) 

04/01/2004 103 Proposed Pretrial Order. Document filed by Medtronic, Inc., Quickie, L,L.C.(cd, ) (Entered: 
04/05/2004) 

04/02/2004 104 Defendants Objections To Plaintiffs Designations. Document filed by Medtronic, Inc.. (jml, ) 
(Entered: 04/05/2004) 

05/07/2004 105 ORDER plaintiffs motion to admit Grace M. Mora pro hac vice was granted by the Court's Order 
dated 3/10/04, The Clerk of the Court is respectfully directed to close out this motion in ail 
internal reports. So Ordered. (Signed by Judge Gerard E. Lynch on 5/5/04) (jco, ) (Entered: 
05/10/2004) 

ORDER that the motions (docket nos. 66-69, 80, 83, 85, 88, 91, 94, 97, and 100) shall be 
deemed withdrawn, without prejudice to their renewal if and when the case returns to the 
court's active docket. The clerk of court is directed to close out these motions in all internal 
reports. (Signed by Judge Gerard E. Lynch on 8/30/04) (die, ) (Entered: 09/07/2004) 

ORDER; the Clerk of the Court is respectfully directed to transfer this case to the suspense 
docket until further notice. The parties are directed to appear before the Court for a status 
conference on 3/4/05, at 11:00 a.m., and to advise the Court promptly of any decision in the 
parallel proceedings before the PTO. (Signed by Judge Gerard E. Lynch on 11/4/04) (pi, ) 
(Entered: 11/17/2004) 

11/12/2004 " Set/Reset Scheduling Order Deadlines; Status Conference set for 3/4/2005 1 1 :00 AM before 
Judge Gerard E. Lynch, (pi, ) (Entered: 11/17/2004) 


09/02/2004 106 


11/12/2004 107 


Copyright © 2005 LexisNexis CourtUnk, Inc. All rights reserved. 
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I, J. icuug I I ; ^OHIVI 


nnmim, LLP 


NO. 6231 P. 


Pepe & Hazard llp 
Law Offices 


Goodwin Square 
225 Asylum Street 
Hartford, CT 06103 


Telephone: [860] 522-5175 
Fax: [860] 522-2796 


Fax Cover Sheet 


DATE: October 3. 2006 


TIME: 


CLIENT/MArrER: 1234-1 


PLEASE DELIVER TfflS PAX IMMEDIATELY TO; 


Timothy J. Maier 

mm; 

Maier & Maier 

FAXNCMIBIER: 



703 991-7071 


FROM: ShielaP.Klapatch 
MESSAGE: 

D0CI3MENT DESCRIPTION: 

TOTAL NUMBER OF PAGES, INCLUDING THIS COVER SHEET: 6 

IF YOU DO NOT RECEIVE ALL PAGES. PLEASE CALL US IMMEDLVTELY. 

THE INFORMATION CONTAINED IN THIS ELECTRrtWr ArwccAr-n. ^ 

INTENDED ONLY FOR THE T^ONjl^lD^SSS^^^i L ^^ AlTACHUD DOCUMENT(S) IS 
ABOVE. TmS MESSAGE m^^^SlO^-S^^irS*^ NAmS 
CONIrlDENTIAL. IF THE READER OF T^ MR^Irv t?S?^^?!1^^ ^ ^ PRIVILEGED AIJD 

RESPONSIBLE FOR DELrVEwSG TO SlKjS S^^LJ?^^^^^^ RECBPlENT OR AN ACm 
HAVE RECEIVED THIS DOctSeNT ^ E^OR S^^A^S^^tS ^ NOTIFIED THAT Yoi 

COPYING OF TOIS MESSAg¥?SiS^?^RO^K^]f^uS'Sv^^^^ DKTOIBUnON OR 

ERROR PLEASE NOTIFY US IMMEDIAmV ™ tSeS?^ 

(p0staaster@pcpeha2ard.com) IMMEDUTELY/rai^ ^ ^ ^^^"^"^ ELECTRONIC MAIL 

Transmitted By: 


Return To: klapatch 


OCT. 3.2005 1 1:26AM PEPE4HAZARD, LIP 

PEOT^jAZMOD LLP 


A BUSINESS LAW FIRM 


NO. 6231 P. 2 


Goodwin Square 
225 AsYUJM Street 

Hartford, CoNNEcnarr 06103-4302 
860.522.5175 Facsimile: 860.522.2756 


SHTELAP.KLAPATCH 
Paralegal 
Direct 860.524.7014 
sklapatch@pepehazan3.coin 


Oaober 3, 2006 


By Facsimile 

Timothy J. Maier, Esq, 
Maier&Maier, PLLC 
128 North Pitt Street, Second Hcor 
Alexandria VA 22314 

Dear Mr. Maier: 

Quickie, LLC 
Txansfex of Files 
Our Ref; 29620 

Pursuant to your letter dated September 26. 2006 to Peter L. Costas. attached are flie 
following: 

1. Letter dated May 1, 2001 to Quickie. LLC with listing of files to be transferred signed 
by Alan pell on behalf of Quickie. 

2. Letter dated May 21. 2001 to Todd Sliarinn listing the files being transferred to him bv 
our firm (expurgated). 

If we can be of further help, please let me know. 


Very truly yours, 
ShielaP.Klapatch ' 


SPK/29620/1/788132V1 
lQ/03/06-HRr/ 

BOSTON HARTFORD PAIRFIELD COUNTY 


m.m] p. 3 

^ t 


PEP^«[A2ARD LLP 

Law OFFICES 


GOODWIN SQUARE 


HARTFORD. CONNECTICUT 08103-1302 ESe^dSe^DfreMw 
860/622-5175 FAOSIMILB 860/522-2798 I^'f^Ct DJal: t880) 241-2658 

durbanik@pepeha2ard.e0m 


May 4» 2001 


BY FAX AND FIRST CLASS MAIL 

Quickie, LLC 
0/0 Alan Fell, Esq. 
Rick, Steiner P.C. 
Ttnee New York Pkaa 
Ne-vYork,NY 10004 

Re: Transfer of Legal Matteis/Docamenation 
Dear Mr. Fell: 


, ^ you »iay know. Todd Sharinn, who has handled various maters for you will he le^iv^ncr 
Pepe & Hazard soon to start his own Arm. We very much regret losix^g ToS'bm i^hta 

^rZtt:'^' Wish Mr. Sharinn . assJe .^"^^^X^TJ^ 
copy o!'Z^T^'Z:XtI'': ^^^,fi o?;^etS^^-^'- 1 ^ 


Sincerely, 



Pavid Urbaiuk 

cc: Todd S. Sharinn, Esq. 


gSSSr ^^^"^^"^ HAHTFORD 1^1 SOUTHPORT 


'XHIJ 


OCT. 3.2006 1 1;26AM • PEPE&HAZARO. LLP 


NO. 6231 P. 4 


January 15, 2001 
Page 2 


I hereby request that &e files set forth above be transfewed to Attorney Todd Sharinn. 

Please Tran-^fer Trt >,^^ Tra^,afei. 



Sutuue Termfaiatlon Device 4* - 



Sntmeless System For Attachment G 



Date ' 


EAY/29620/I/525249V1 
05/04/Ol-HKryBAY 

00fOH 


SHE ayt)ZbH'83d3d Wd00:e TPIPRV. • 


LLP 


UWVOFRCES 


GOODWIN SQUARE 

HARTFORD. CONNECTICUT 06103-4302 
860/522-51 7S FACSIMILE 860/522-2796 


CYNTHIA TREFETHEN-LEMAY 
r.,n-/^ ^,.."^£5''0« Manager 
DIRECT DIAL 203/241-2689 
e-mail clemay@pepehazard.com 


Mr. Todd Shariim 
23ffigh.woodRoad. 
Bloomfield, CT 06002 


May 21, 2001 



\. 1 EPO Novel Knotless Sirture System For Use In 
V 1 USO Novel Knotless Suture System For Use In 
^ 2 Ethicon Endo-Surgery. Inc. 
^ 3 U.S. Suigical 
5 General Corp 
^ 401 Medtronic License Agreement 



LLP 


A BUSINESS LAW FIRM 


Goodwin Square 
225 Asylum Street 

Hartford, Connecticut 06103-4302 
860.522.5175 Facsimile: 860.522.2796 


SHIELA P. KLAPATCH 
Paralegal 
Direct: 860.524.7014 
sk]apatch@pepehazard.coni 


October 3, 2006 


By Facsimile 

Timothy J. Maier, Esq. 

Maier & Maier, PLLC 

128 North Pitt Street, Second Floor 

Alexandria VA 22314 

Dear Mr. Maier: 


Pursuant to your letter dated September 26, 2006 to Peter L. Costas, attached are the 


1 . Letter dated May 1, 2001 to Quickie, LLC with listing of files to be transferred sign 
by Alan Fell on behalf of Quickie. 

2. Letter dated May 21, 2001 to Todd Sharinn listmg the files bemg transferred to hmi 
our firm (expurgated). 

If we can be of further help, please let me know. 


Quickie, LLC 
Transfer of Files 
Our Ref: 29620 


following 


Very truly yours, 



Shiela P. Klapatch 


SPK/29620/l/788132vl 
10/03/06-HRT/ 


boston 


HARTFORD 
www.pepeha2ard.com 


FAIRFIELD COUNTY 


PEP^^HA2ARD LLP 


LAW OFFICES 


GOODWIN SQUARE 

HARTFORD. CONNECTICUT 08103-4302 
860/522-5-175 FACSIMILE 860/522-2798 


DAVID URBAN IK 
Executive Director 
Direct Dial: I860) 241-2658 
durbanii«@pepeha2ard.com 


May 4, 2001 


BY FAX AND FIRST CLASS MAIL 

Quickie, LLC 
c/o Alan Fell, Esq. 
Rick, Steiner P.C. 
Three New York Plaza 
New York, NY 10004 

Re: Transfer of Legal Matters/Documentation 
Dear Mr. Fell: 

As you may know, Todd Sharinn, who has handled various matters for you, will be leaving 
Pepe & Hazard soon to start his own firm. We very much regret losing Todd, but wish him well. 

His departure, however, raises the question of responsibility for your files in the above- 
c^tioned matters. If you wish oui firm to continue its rqpresentation, we would be pleased to do 
so. If, on the other hand, you wish Mr. Sharinn to assume responsibility for these cases, we will 
transfer the files to him. 

Please mdicate below whether you would like the fUes to be transferred, and return a signed 
copy of tiiis letter to me eitiier by fax at 860-522-2796 or by returning same in the enclosed self- 
addressed envelope. In the interim, if you have any questions you may contact Todd directly at 
860-242-2977. 


Sincerely, 



David Urbanik 


cc: Todd S. Sharinn, Esq. 


EAY/29620/1/527249V1 BOSTON 
05W/01-HRr/EAY 

E"d 001? "OKI 


ns<H HARTFORD xm SOUTHPORT 

DAS sna ayb2yH=83d3d i4d00:e 1002 -aw 


■\ PEP^>HA2ABD 

• \ 

January 15, 2001 
Page 2 

J 

I hereby request that the files set forth above be transferred to Attorney Todd Sharinn. 

Please Transfer Please Do Not Transfer 



EAY/29620/l/527249vl 
OS/CM/Ol-HRT/EAY 


LLP 


LAW OFFICES 


GOODWIN SQUARE 

HARTFORD. CONNECTICUT 06103-4302 
860/522-5175 FACSIMILE 860/522-2796 


CYNTHIA TREFETHEN-LEMAY 

Records Manager 

DIRECT DIAL 203/241-2669 
e-mail clemay@pepehazard.com 


Mr. Todd Sharim 
23 Highwood Road 
Bloomfield, CT 06002 


Transfer of Oric 


May 21, 2001 


jQiaat Files listed below: 


29620^QuilcKierLL _ 

\ 1 EPO Novel Knotless Suture System For Use In 
\' 1 USD Novel Knotless Suture System For Use In 
^ 2 Ethicon Endo-Surgery, Inc. 
^ 3 U.S. Surgical 
^ 5 General Corp 

^ 401 Medtronic License Agreement 



CTL/16325/99999/49667(fer)STON 
05/21/01-HRT/GTL 


HARTFORD 


SOUTHPORT 


Dear Todd: 

Pursuant to your client's request that their original fQes be transferred to yoUj 
■■ accompanying this letter you will find 2 boxes containing the above-captioned original client files. 

By your signature below iudicatiQg receipt of these files, you also agree that you wiU 
preserve them in their entirety for ten (10) years from the date hereof (or in accordance with your 
firm's records retention policy) and grant this firm (Pepe & Hazard) reasonable access should that 
become necessary. 

Please indicate your receipt of these files by signing this letter below and returrung the 
original to me as soon as possible. 


RECEIVED AND AGREED: 
DATE: 


Sincerely, 


:ynthia Trefethen-LeMay U ^f^< 


Cynthia Trefethen-LeMay 
Records Manager 


Todd S. Sharinn 


CTLyi6325/99999/496670vl 
05/21/Ol.HRT/CTL 


OCT. 3.2006 1 1:28AM PEPE&HAZARD. LLP 


NO. 6231 P. 6 


Deaf Todd: 


Pursuant to your client's reqaest that their origmal files be transfened to you, 
accompanying this letter you wffl find 2 box^ containing Hjq above-captioned original client files. 

By yonx signature below indicating receipt of these files, you also agree tb&t you will 
preserve them in their entirely for ten (10) years from the date hereof (or in accordance with youi 
film's records retention policy) and grant this firm (Pepe & Hazard) reasonable access should that 
become neces^ry. 

Please indicate your recent of these files by signing this letter below and letoming the 
original to me as soon as possible. 


Sincerely, 



RECEIVED AND AC5REED: 
DATE: 


Records Manager 


Todd S. Shaxinn 


CTU1632V99999/«6670vl 
05«l/0;-SR.T/CTL 


LP 


A BUSINESS LAW FIRM 


Goodwin Square 
225 Asylum Street 

Hartford, Connecticltt 06103-4302 
860.522.5175 Facsimile: 860.522.2796 


PETER L. COSTAS 
Attorney At Law 
t Also Admitted in New York 
Direct: 860.24 L2630 
pcostas@pepehazard.com 


October 31, 2006 


Timothy J. Maier, Esq. 

Maier & Maier, PLLC 

128 North Pitt Street, Second Floor 

Alexandria VA 22314 

Dear Mr. Maier: 


In response to your letter dated October 26, 2006, Alan Fell signed a letter on May 14, 2001 
transferring responsibility for the subject patent from this firm to Todd Sharinn. (See Pepe & 
Hazard letter to Quickie LLC dated May 4, 2001 which was signed by Alan Fell on behalf of 
Quickie). As a result, we transferred the file(s) to Todd Sharinn and this ended our responsibility 
for further action in the file. 

In reviewing the PTO web site for the file history on the subject patent, we noted and 
enclose a copy of the following: 


1. FAX Transmittal Cover Sheet of Greenberg Traurig, LLP to the PTO forwarding a 
Change of Correspondence Address Form dated October 22, 2002 and signed by Todd S. 
Sharinn and a "Fee Address" Indication Form dated October 22, 2002 also signed by 
Todd S. Sharinn. These were stamped received by the PTO on December 16, 2002. 
(The "Fee Address" form is specifically for Maintenance Fees). 

2. Certificate of Mailing by First Class Mail (37 CFR 1.8) certifying that a Change of 
Correspondence Address Fee Address Indication Form & Post Card were mailed to the 
PTO first class mail on October 22, 2002. 


Quickie, LLC 
Patent No. 6,066,160 
Our Ref : 29620 


SPK/1234/l/791803vl 
10/31/06-HRT/ 


BOSTON 


HARTFORD 
www.pepehazard.com 


FAIRFIELD COUNTY 


October 31, 2006 
Page 2 

3. PTO Change of Address/Power of Attorney Form showing the Pepe & Hazard firm 
and Customer Number. This form has been crossed out indicating that it has been 
superseded by another firm. 

We believe that these materials clearly establish that Pepe & Hazard had no responsibility for 
continued activity in the matter of the subject patent. 



SPK/1234/1/791803V1 
10/31/06-HRT/ 


PEP^«HAZARD LLP 


LAW OFFICES 


GOODWIN SQUARE 

HARTFORD. CONNECTICUT 06103-4302 

860/522-5i75 FACSIMILE 860/622-2796 


DAVID URBANIK 
Executive Director 
Direct Dial: (860) 241-2658 
dijrbanik@pepehazard,com 


May 4, 2001 


BY FAX AND FIRST CLASS MAIL 

Quickie, LLC 
c/o Alan Fell, Esq- 
Rick, Steiner P.C. 
Three New York Plaza 
New York, NY 10004 

Re: Transferof Legal Matters/Documentation 
Dear Mr. Pell: 

As you may know^ Todd Shaiinn, who has handled various matters for you, will be leaving 
Pepe & Hazard soon to start his own firm. We very much regret losing Todd, but wish him well. 

His departure, however, raises the question of. responsibility for your files in the above- 
c^tioned matters. If you wish our firm to continue its representation, we would be pleased to do 
so. If, on the other Kand, you wish Mr. Sharinn to assume responsibility for fliese cases, we will 
transfer the files to him. 

Please indicate below whether you would like the files to be transferred, and return a signed 
copy of this letter to me either by fax at 860-522-2796 or by returning same in the enclosed self- 
addressed envelope. In the mterim, if you have any questions you may contact Todd directly at 
860-242-2977. 


Sincerely, 



David Urbanik 


cc: Todd S. Sharinn, Esq. 


EAY/29620/1/527249V1 BOSTON 
05/CI4/01-HKr/EAY 


psd-i HARTFORD n&H SOUTHPORT 

dap; .Rna ^>^H7HH'8^r^^rl Ur4PIPI:P TpmPV -JlHl,! 


'V- 


PEP©^^A2AKD 


UP 
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I hereby request that the files set forth above be transferred to Attorney Todd Sharinn. 

Please Transfer Please Do Not transfer 



Suture Terminatioa Device ^- U Sj6 



Sutureless System For Attadiment 



mo 


Date 


EAY/29520/1/527249V1 
OSyCW/Ol-HKT/fiAY 


January 15, 2001 
Page 2 


hereby request that the files set forth above be transferred to Attorney Todd Shaiiim. 

pImrr TraTiHfer Pl^se Do Not Transfer 



Suture Termination Device 4'-US^ 



Sutureless System For Attachment G? 



Date 


EAY/29620/l/5i7249vl 
05/04/01-HKr/BAY 


IN THE UNTIED STATES PATENT AND TRADEMARK OFFICE 

In re application of: j U.S. Patent No.: 6,066,160 " 

Colvin etaL | Filed: November 23, 1998 

Appl. No. 09/198,087 | Issued: May 23, 2000 

For: Passive Knotless Suture Art Unit: 3731 

Tenjflmatqr For Use in Mhiirnally 
Invasive Surgery and to Facilitate 
Stahd^ird Tis^e {Securing 

.1 

statement in Snp^prt of Petition Under 37 CF.IL § 1378(b) 

Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 
Sir: 

In accordance with the requirements of 37 CJFJR. § 1.378(b) and MJ>JEJ. 
§ 2590, Petitioner makes the following declaration. 

I, Todd S. Sharrin, hereby declare: 

(1) I was an attorney at Pepe & Hazard, LLP, and was responsible for US 
Patent No. 6,066,160, owned by Quickie, LLC, and responsibility for the 
subject patent was transferred from Pepe & Hazard to me as an attorney at 
Greenberg Tranrig, LLP, as evidenced by die enclosed letter signed by 
Alan FeU, Esq., on May 14, 2001, as well as, the Change of 
Correspondence Address Form dated October 22, 2002 signed by me, the 
'Tee Address" Indicadon Form also dated October 22, 2002 also signed 
by me, flie Certificated of Mailing by First Qass Mail (37 CJPJL 1.8) 


-2- Colvmetal 

Appl. No. 09/198.087 

certifying that both fonns were mafled to the USPTO on October 22, 
2002, and the PTO/Change of Address/Power of Attorney Form' 
indicating that Pepe & Hazard's responsibility for the subject patent has 
been superseded. 

(2) My responsibility, including tiie payment of any maintenance fee that may 
become due, for die subject patent ended prior to the date where the 
payment of a:Srst maintenance fee was due as evidenced by Hie enclosed 
Revocation of Prior Powers of Attorney signed on the behalf of Quicfcie, 
LLC, on March 4, 2003 wherein "all prior powers of attorney previously 
given [were] hereby revoked." 

Conclusion 

I declare that all statements made herein of my own knowledge are true and that 
these statements were made with the knowledge that willful false statements or the. like 
so made are punishable by fine or imprisonment or both under Section 1001 of Title 18 
of the United States Code, and that such willful false statements may jeopardize the 
validity and enforceability of the '160 patent 



/ / Todd S. Sharinn, Esq. 

Date: '^^ /oS 

7 — 

c/o Maier & Maier, PLLC 

128 North Pitt Street, Second Hoor 

Alexandria, VA 22314 

(703)740-8322 



LLP 


A BUSINESS LAW FIRM 


Goodwin Square 
225 Asylum Street 

Hartford, Connecticut 06103-4302 
860.522.5175 Facsimile: 860.522.2796 


PETER L.COSTAS 
Attorney At Law 
J Also Admitted in New York. 
Direct: 860.24L2630 
pc0stas@pepeha2ard.com 


October 31, 2006 


TimoHiy J. Maier, Esq. 

Maier & Maier, PLLC 

128 Norfli Pitt Street. Second Hoor 

Alexandria VA 22314 

Dear Mr. Maier: 


In response to your letter dated October 26, 2006, Alan Fell signed a letter on May 14, 2001 
transferring responsibility for the subject patent from this firm to Todd Sharinn. (See Pepe & 
Hazard letter to Quickie LLC dated May 4, 2001 which was signed by Alan Fell on behalf of 
Quickie). As a result, we transferred the file(s) to Todd Sharinn and tiiis ended our responsibility 
for further action in the file. 

In reviewing the PTO web site for the file history on the subject patent, we noted and 
enclose a copy of the following: 


1. FAX Transmittal Cover Sheet of Greenberg Traurig, LLP to the PTO forwarding a 
Change of Correspondence Address Form dated October 22, 2002 and signed by Todd S. 
Sharinn and a "Fee Address" Indication Form dated October 22, 2002 also signed by 
Todd S. Sharinn. These were stamped received by the PTO on December 16, 2002. 
(The "Fee Address" form is specifically for Maintenance Fees). 

2. Certificate of Mailing by First Class Mail (37 CFR 1.8) certifying that a Change, of . 
Correspondence Address Fee Address Indication Form & Post Card were mailed to the 
PTO first class mail on October 22, 2002. 


(Juiekie, LLC 
Patent No. 6,066,160 
Our Ref : 29620 


SPK/1234/1/791803V1 
10/31/06-HRT/ 


BOSTON 


HARTFORD 


FAIRHELD COUNTf 


LLP 
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3. PTO Change of Address/Power of Attorney Form showing the Pepe & Hazard firm 
and Customer Nmnber . This fonn has been crossed out indicating that it has been 
superseded by another firm. 

We believe that these materials clearly establish that Pepe & Hazard had no responsibility for 
continued actitvity m the matter of the subject patent. 



SPK/1234yi/791803vl 
10/31/06-HRT/ 


PEPB&aAzm) LLP 

LOlWOFRCES 


QOODNVIN SQUARE 

HAITITORD. CpNMECTCUT 06103-4302 
860/622-5175 FACSiWlLE 860/522-23^8 


DAVID URBANIK 
ExeoutiVB DiyBctor 
Direct Dl^i: (860) 24V2^ES 
durbanik@pepehazard.com 


May 4, 2001 


BY FAX AND FIRST CLASS MAIL 
o^OAl^l'^.Bsq. . 

NewYoric,Nt 10104 

Re: Tiansferof I.«galMattiea?/I>d^^ 
DearMr. Fdl: 

As yon iaay know^ Todd Stiarijin, -wbp handled various ststters for you, will be leaving 
Pepe & Hazard soon to stait his own firm. We very inneh regret losteg Todd, bnt wish him well. 

His dj^patttne, however, rai$es tbe questicm of res^onsibHity for your f^oi in ttie above" 
optioned matters. If yon wish our firm to coutxnoB its r^r^nta^on, we would be pleased to do 
so. If, on the o^er Iiand, you wish 1^. Sharinn to assuoie le^onsibiHty for thes& cases, we wfll 
tFansfer Hbe iles to him. 

Please htdicate below whether you would like the files to be transferred, and retun a signed 
copy of this letter to me eite by fax at 860-522-2796 or by returning sarae in iJie enolosed self- 
ad(^sed envelqte. in the hitra^, if you have any questions yon may contact Todd directly at 
860-242-2977. 


Sincerely, 



David Urbanik 


cct Todd S. Sharinn, Esq. 


EA.Y/29620/1/S27249V1 BOSTON 
QS/CM/Ol-aEtf/EAY 


HAFTTFORD 


SOUTHPORT 



fW/nd/OUHKT/fiAY 
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05/04/Ol.HKr/aAy 


T»ns)iiittal Cover Sheet 


DEC 1 6 


TO 
Company 

Phone NnibO' 
FROM 
BIleNiunbar 
CommeDts 


Marsha Twitty 

U.S. Patent and Trademark Office 

703-305-1013 

703-30^9692 


51822.010700 

Change of Correspondence Address and Fee Address Indication Form 


Date December 16, 2002 
No. Pages Includjjig this cover sheet 4 

Please noti]^ us immediately if not ieceived properly at 212.801-2100 

the IndMdUBl Of eniay named jf the b ^ wohlfitea. If you have received 

«BB™rdAvem».Ne«YoA.(tewYortc1P022 Ulfl 80V2100 Fax (212) 6BB.2449 


IZm/n MON 13:12 [TZ/RX NO 5813] [glOOl 


CQRRESPONblNefe ADDRESS 

Patent 

Addres5to: ■ ■ ^ 

A^5||#iliC6itmiissloner^^f^^ 

Washl#pn. D.cl 20231 


Adp«9vwi for wa!mr##taf3^^^ 


PfltertNUmbor 


IssixePate _ 





ll^i^ri^i 1998 




Q Customer Number 


□ 


ok 


Type CustoroerNtflnier hem 



Change- (PTO/SB/124). 

address" use the 'Fee Address IndlcahonFoim" (PTO/SBMT). 

I am the ; 

i~1 Patentee. 

n Asslgneeof record of the entire Interest See 37 CFR S^jl- 

t-l st8tert>ertundBr37CFR3.t3(b)teencl08ed. (Font. PTO/SB/96). 

(3 AttornByoragentof recoHi. 

Typed or jqjIjI 
Printed Name 


Signature 


Date 


dctbber 22. 2002 



TciME S.. • ■ [ 

Gt#ib^i^:#Mrf9> M-P — J 
m T>fiil^fi^^we, list Floor 1 
■ New York' - Nir m iPgZZ 

■ Adiiriilss 


as : J 

1 CQU|rtiY 

1 

I TelephPiw 

212-801-2157 212-8li!p2:#9. J 


— _.. :r'^ :^\f i V" j.. u r«nMm rm»*fll van dMndlpB imim Iha needs rtflia mw ease. Any cpmrotnto on 


12/18/02 MON 13:12 [TX/RX NO 59131 ©002 


c 


U.S.PatenlandT&iil|C3fflce; U&PEPA^TOBfOP^Ig 

"FEE ADDRESS" INDlGATION FOI^ . p^Pi^^jij^ 


Address tcR ^ , „ : ^ 

Assi$l^t C^mnii^fon^^ ^ Patents 


DEC v6;iP 



■p t^jjw ^ -- 


gl Customer Number | 3?36i 


1 


o 


Reau^t for Customer Number (PTQ/SB125) attached hereto 


,^ .^nr^tofsm^ the issue Fee has been paid or patef^ 



APFi!GA11©MMeER 


(check one) 


n AppFicant/lnventor 



S Attorney or agenl of record — (rI^No) 
n Assignee of record of the entire intipsi See 
^ 37 CFR 3.71. Statemenk under 37 CFR 3.73(b) 

Is anclbsed endosed. Form PTD/SB/95) 
□ Assignment recorded at ■ ^ Fram — — 


Signature 


Typed or pfinted he^ 


Requester's te j^pjipne number 


Lden Hour statement mco^no>^nn^«.^r..,o^^ 
USPTO to p^cess) payniem of pate* 

estiiMled to late 0.08 hour, to compHae. Indudlpg ^^r'^'^^'T^^^to e^wm this foim and/or ouggesilons lor reilvdnB this 
depondlng on tho hdlvWual ease. An, »«»nenw on ^^T"' ''XSSSSa^nartot^^ DC 20231. 


12/16/02 MON 13:12 (TI/RX NO 6813] @003 


/ . 


Appllcant(s); C6)vinttal ; 


Serial No, 
09/198,087 



12/16/02 MON 13:12 ITX/RX NO 5913] 



Iltifii and trsiile^^ Cfffice 

A^sT^^jyiT iSECR^ AND C&MMlSSiONER 
GF f irOOTS AND TOADEMW 
Washrngton, D.C. 20231 


CHAMQE OF ADBRlSi/iliMR OF ATTORNEY 


ILE LOCATION 9200 SERIAL NUjiflllR 09198087 PATENT NUMBER 6066160 
THE CORRESPONDENCE ADDRESS BEEN CHANSEO TO CUSTOMER, * 26614 
THE PRACTITIONERS OF RECOf^rHAVE BEEN CHANGED TO CUSTOMER # 26614 
THE FEE ADDRESS HAS BEENJHANGfe TO CUSTOMER » 26614 
ON 03/28/01 THE ADDRESrOF RI^ORO FOR CUSTOMER NUMBER 26614 IS: 


HARtFOii^ CT 061«3 


AND THE PRACt/tIONERS OF RECORD FOR CUSTOMER NUMBER 26614 ARE: 
18637 42144 


PTO INSTRUCTIONS: PLEASE TAKE THE FOLLOWING ACTION WHEN THE ■ • 
CORRESPONDENCE ADDRESS HAS BEEN CHANGED TO CUSTOMER NUMBER: 
REeORO, ON THE NEXT AVAILABLE qONTENTS LINE OF THE FILE JACKET, 
' ADiRESS CHANGE TO CUSTOMER NUlilBlR' . LINE THROUGH THE OL.D 
ADDRESS ON THE FILE JACKET LABEL AND ENTER ONLY THE 'CUSTOMER 
NUMBER' AS THE NEW ADDRESS. FILE THIS LETTER IN THE FILE JACKET. 
WHEN ABOVE CHANGES ARE ONLY TO FEE ADDRESS AND/OR PRACTITIONERS 
OF RECORD, FILE LETTER IN THE FILE JACKET. 
THIS FILE IS ASSIGNED TO GAU 3731. 


PTO-i=MD 


WDocket No. 0345214)03 


m THE UNITED STATES PATENT AND TRADEMARK OFBICE 
APPIIGANT; Stephei^ Colvin/igagBne Grossi, Allan Katt, Paul Oddo 

PAT^NO.: 6,q66il60 " ' . 

HUNG D Am Nov«arnbCT^,2002 


iniHms^aner for Intents 


til 


POWER DP ATTORNEY BY ASSIGNEE OF ENiFRE INTEREST 

aiyoeAtioHOFPrnoRPoWE^ 


REVOCATION OF PRIOR POWERS OF ATT0I»iEY 
all powera of attomBy, pievibusly given are hereby »;vo1guI end 
• NEW POWER OF ATTORNEY 


the fdUowii^ attoni^VCs) pd/or ^gSD^s) aie h^y ztppomted to ^ecute and 
transact all buiitiess in iiiei'Pat^t and lYadein^ bMce cohnected l^^v^ 


Robert E. Kid)3, Refilsttatlon No. !^8||; David B. RRehiB, Resbtradon No, 31,56!% Mara £ HarUsh, Beglmiton 
C.P.RrSt(lJi Ififn ttid Johh K»ls UijK«lB>s Regli^^n mW^^m/i-- TrDUtinan, Ri^tstreiibh No, 3^70^ 


Qoidde^LLC 
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AttOTO^BocketNo. 034S21-003 


APPUCA^TT: Stephen Gtolm, Eugene Oiossl,AUanKai2, Paul Oddo 

PA.TEOTNP.: 6,066.160 

November 25, 2002 


miNGDAm 
TTTLE: 


P/^SIVEKNCmSS SOTBBTlRMINAtOREORUSBIN 
Milil^Y jENVASivi^SlEI^Y ^ TO PACEJTATB 

Wop, J. •■ •• 

ail ■ ■ •' 



DiLle: 



Mm 


Nans: 


3l5SOWMiSSlONERFOIlPATENTS 
«msftii«D^^ 20231 


Please Changs the Atbmey I)od(et KQii:lc»rlhisipat(»t:^ 

Please addre&a all ftirther oDnvin]iiicati(>ns.i^ggt^ng this application to: 

ThelenReld&MestUP 
P.O.fi6x64i40 . 
• • SffliJ68e,m#iiiiS40 

Telephone (408) 292'^^if aW^e (408) 287-8040 


' subnntted. 



•Rl 

Reg.Nb.^;8i!t3 


' I2-0WI3'"^ll !47aiii FronpThslen, told, 4 Prlsrf**^ 4 


FAX COVER PAGE 


jtetBj Dec£anber5,2003 


TptdPages: (2 



Dt C 05 2003 





• ^ Ba»€oiitrol«o* 9!W006i4^0 



U-0H3 tlUTaa Fron-ThsUn, Reld, t Prl6* LLP | 


T-18B tMim f-m 


: AttoracyDpcScctKo. 034521-003 

IN THBUNOra) STATES PATUTT AND TBADEMAKK OFFICE 

AEEOCANT: Sie©h»Cplyin,Eiigm6Grosd,AflmKMz,PM0d^ 

COmOLNO^ 90/OOM^O ' 

PATBNTNO- 6,066^160 
HUNG DATE Nova3ttber25,2002 ■ 

TETIE: 


mm^my imji^ ^<3^^ and to mmMm. 


DhC 05-2003 


mi 


■n^m MM^& met. 



Wftftta changfelhB Attotaey DoeketNo. for tins patent aoplicailon U>MASil-Wif 
Blease address aUfiirdbiQ^eoj^^ 


Robert EKieb( 

P.O. Box 640610 
San Jose, CA 9^164-0640 
T()\ephcm& (40S)mS8C)0;FBC!^lB (40a) 2m040 



TO 
Company 
Fax Number 
Phone Number 
FROM 
File Number 
Comments 
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tTOHHEYS XT LAW 



DEC \ 6 2002 


Transmittal Cover Sheet 

Marsha Twitty 
U.S. Patent and Trademark Office 
703-305-1013 
703-308-9692 
Linda Ganamons 
51822.010700 

Change of Corres^ndeace Address and Fee Address Indication Form 


Date December 16, 2002 
No. Pages Including this cover sheet 4 

■Please notify us immediately if not received properly at 212-801-2100 

i— on contained ^^^^'^^ ir^TSelsTo^r ^^^^^^^ 
"^^f^ "£S?n M „ orS ofir^^ pn>hib«ed/.f you have ^c«ived 


885 


Third Avenue. Ne«. York. N^w Yo* 10022 (2^) 801-2100 Fax (212) 688-2449 


12/16/02 MON 13:12 [TX/RX NO 5913] ©001 


DEC 1 6 2002 


CHANGE OF 
CORRESPONDENCE ADDRESS 

Patent 

Address to: 

Assistanl Commissioner for PHlenb 
Washington. D.C. 20231 


PartBTTt Number 


t^sue Data 


Application Humbef_ 


Fittng Data 


First Named tnventor 


6,066,150 


May 23, 2000 


09/198,087 


November 23, 1998 


Colvin 



Please change the Correspond ence Address for the a bove-identHied patent to: 

□ Customer Number 


OR 


□ 


Firm or 
Individual Name, 


Address 


AddrQss 


Type Customer Number her^ 
Todd S. Sharinn 


PlQce Customer 
Humher fiar Code 


Greenberg Traurig, LLP 


885 Third Avenue, 21st Floor 


New York 
US 

212-801-2157 


NY 


10022 


Fax 212-688-2449 


_City 
Countr/ 

Telephone 

Change- (PTO/SB/124). 

address" use the -Fee Address Indicaton Fom (PTO/SB/47). 

I am the : 

D Patentee. 

• n Assignee of record of the enure interest See 37 CFR371 

Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/se). 

(ZD Attorney or agent of record. 



Date 


NOTE: Signawrea of an the invBrtiw or assignees 
farms a mot e than one signanire s regmted. see belew' 
fomQ are submitted. 


October 22, 2002 

of record of thB enbre irrtemt or iheir representetivets) are required. Submii mulBpla 


[□ Totelof. 


B».d«n Hour S«l=n..r«: This fern te wSinattd jo '^I'^^^^n wi^itoiTo^ru"^: Tt»<»«'«n( W»*i«,l»f., 


12/16/02 MON 13:12 (TX/RX NO 5913] 121002 




Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 


CHANGE OF ADDRESS/POWER OF ATTORNEY 


FILE LOCATION 9200 SERIAL NUMBER 09198087 PATENT NUMBER 6066160 

THE CORRESPONDENCE ADDRESS H/^ BEEN CHANGED TO CUSTOMER. # 26614 

THE PRACTITIONERS OF RECORd/hAVE BEEN CHANGED TO CUSTOMER # 26614 

THE FEE ADDRESS HAS BEEN /CHANGED TO CUSTOMER » 26614 

ON 03/28/01 THE ADDREs/oF RECORD FOR CUSTOMER NUMBER 26614 IS: 

PEPE HAZARD, LLP 
GOODWIN SQUARE 
225 ASYLUM ST. 
HARTFORD CT 06103 


AND THE PRACT/TIONERS OF RECORD FOR CUSTOMER NUMBER 26614 ARE; 
18637 42144 


PTO INSTRUCTIONS: PLEASE TAKE THE FOLLOWING ACTION WHEN THE 
CORRESPONDENCE ADDRESS HAS BEEN CHANGED TO CUSTOMER NUMBER: 
RECORD, ON THE NEXT AVAILABLE CONTENTS LINE OF THE FILE JACKET, 
'ADDRESS CHANGE TO CUSTOMER NUMBER'. LINE THROUGH THE OLD 
ADDRESS ON THE FILE JACKET LABEL AND ENTER ONLY THE 'CUSTOMER 
NUMBER' AS THE NEW ADDRESS. FILE THIS LETTER IN THE FILE JACKET. 
WHEN ABOVE CHANGES ARE ONLY TO FEE ADDRESS AND/OR PRACTITIONERS 
OF RECORD, FILE LETTER IN THE FILE JACKET. 
THIS FILE IS ASSIGNED TO GAU 3731. 


PTO-FMD 


Page 1 ofl 


Timothy J, Maier ^^^^ 

From: <BeigheyD@gtlaw.com> 

To: <tjm@maierandnnaier.cdm> 

Sent: Friday, October 20, 2006 5:06 PM 

Attach: DigitaKpdf 

Subject; U.S. Patent No. 6,066,160 of Quickie. LLC/Dr. Stephen Colvin 

Dear Mr. Maier, As we discussed this afternoon, the attached 
correspondence has been forwarded to me m my capacity as assistant 
general counsel for Greenberg Traurig, LLP ("Greenberg Traurig"). We 
will be reviewing the applicable files and will get back to you with our 
response to your request for documents as soon as possible. In the 
meantime, if there is anything that you would like to discuss fiarther, 
please feel free to contact me by e-mail or phone (305/579-0795). 
Thank you, Dawn Beighey 


Tax Advice Disclosure: To ensure compliance with requirements imposed by the IRS under Circular 
230, we inform you that any U.S. federal tax advice contained m this communication (includmg any 
attachments), unless otherwise specific^y stated, was not intended or written to be used, and cannot be 
used, for the purpose of (1) avoiding penalties under the Internal Revenue Code or (2) promoting, 
marketing or reconunending to another party any matters addressed herein. 


The mformation contained in this transmission may contain privileged and confidential information. 
It is intended only for the \ise of the person(s) named above. If you are not the mtended recipient, you 
are hereby notified that any review, dissemination, distribution or duplication of this communication is 
strictly prohibited. If you are not the intended recipient, please contact the sender by reply email and 
destroy all copies of the original message. To reply to our email administrator directly, please send an 
email to postmaster@. gtlaw. com . 


10/23/2006 


Maier & Maier, PLLC 

Intellectual Property Law 
128 North Pitt Street, Second Floor 
ALEXANDRL\, Virginl\ USA 223 14 
(703) 740-8322 
FAX: (703) 991-7071 
e-mail: infofShnaierandTnaier.com 
web: www.maierandmaier.com , 

October 17, 2006 

Mr. Richard A. Rosenbaum / Chris Bianco IP docketing Specialist 
Greenberg Traurig, LLP 
MetLife Building, 
200 Park Avenue, 
New York, NY 10166 


CONFTOENTIAL - ATTORNEY/CLIENT COMMUNICATION 

RE: U,S. Patent No. 6,066,160 of Quickie. LLC / Dr. Stephen Colvin 

Dear Mr. Rosenbaum and Mr. Bianco: 

Further to our letter of September 26, 2006 (attached) we have received no information 
from your firm regarding the above-referenced matter. We are currently under the duty of 
diligence before the USPTO in this petition matter under rule 37 C.F.R. 1 .378(b). 

Accordingly, we need any and all information related to Application No.. 09/198,087, 
U.S. Patent No. 6,066, 1 60, Re-Examination 90/006,460 filed November 25, 2002 and Re- ' 
Examination 90/007,085 filed June 30, 2004. In conjunction with these matters, to establish 
ownership and responsibility for these matters, we also immediately need the following 
information: 

1 . Dates Mr. Todd S, Sharinn was employed by Greenburg, Traurig, LLP. 

2. Copies of any file engagement agreement/ law firm agreement/ client retainer or fee 
agreement with Quickie, LLC / Alan Fell / Dr. Colvin / and/or Todd S. Sharinn. 

3 . Copies of any file transfer letters relating to the above-referenced matters, including 
but not limited to, transfer to or firom Todd S. Sharinn's personal law firm or 
individually to Greenburg Traurig, transfer to or from Thelen, Reid & Priest from 
Greenburg Traurig or any other law fimi or corporate entity or party. 

4. Copies of any docketing records relating to any of the above-referenced matters that 
were maintained on Greenburg' s docketing system at any time. 

5. Copies of any correspondence related to the handling or transfer of Quickie, LLC's/ 
Alan Fell's/ Dr. Colvin's patent, or any other relevant documents or records that you 
could provide regarding this matter, we would greatly appreciate it. 
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If you intend to be of assistance in this matter, please contact us by October 2Q> 2006. 

If you have any questions or need clarification regarding the information I am requesting 
please do not hesitate to contact me via phone (703 740-8322 xlOl) or email 
(tjm@maierandmaier.com). We greatly appreciate any information, data or records that you may 
be able to provide to us to comply with our diligence requirements. 


With best regards, 

Very truly yours, 
MAIER & MAIER, PLLC 

Timothy J. Maier 
Reg. No. 51986 


TJM:cjmi 

Enclosure(s):Sept. 26, 2006 letter 


Maier 86 Maier, PLLC 

Intellectual Property Law 
128 North Pitt Street, Second Floor 
Alexandra, Virginia USA 22314 

(703) 740-8322 
FAX: (703)991-7071 
e-mail: infofShnaierapdmaier.com 
web: www.Tnaierandmaier.com 

September 26, 2006 

Mr. Charles Berman / Intellectual Property Department 
Greenberg Traurig, LLP 
885 Third Avenue, 21'* Floor 
New York, NY 10022 


CONFIDENTIAL - ATTORNEY/CLIENT COMMUNICATTQN 

RiB: U.S, Patent No. 6,066.160 of Dr> Stephen B. Colvin 

To Whom It May Concern: 

Our firm, Maier & Maier, PLLC, was recently retained to represent Dr. Stephen B. 
Colvin his company, Quickie LLC due to his patent attorney having a conflict. Specifically, we 
have been asked to represent Quickie, LLC and Dr. Colvin before the USPTO in an attempt to 
revive an issued patent that unavoidably expired. We are therefore preparing to file a petition 
with the XJSPTO that, pursuant to 37 CFR §1 .378, MPBP §2590 and MPEP §711.03, contains a 
showing that the delay was unavoidable since reasonable care was taken to ensure that the 
maintenance fee would be paid timely and that the petition was filed promptly after the patentee 
was notified of, or otherwise became aware of, the expiration of the patent. 

Accordingly, we are contacting each of the previous firms that handled or had custody of 
Dr. Colvin's / Quickie's patent application (Application No. 09/198,087) and the correspondmg 
U.S. patent (Patent No. 6,066,160). We believe that Mr. Todd S. Sharinn may have been most 
closely associated with this case while at your firm. We kindly request copies of any 
engagement agreements with Quickie, LLC, and any transfer letters relating to ttiis application or 
patent and any docketing records that you would be willing to provide to us. Additionally, if 
there is any other correspondence related to the handling or transfer of Quickie, LLC's patent, or 
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documents or records that you could provide regarding this matter, we would greatly appreciate 
it. If you can be of assistance in this matter, please contact us by October 4, 2006. 

Please do not hesitate to contact me via phone (703 740-8322 xlOl) or email 
(tjm@maierandmaier.com) if you would like to discuss this matter with me. We greatly 
appreciate any information, data or records that you may be able to provide to us. 

With best regards, 


Very truly yours, 
MAIER& MATER, PLLC 



Timothy J, Maier 
Reg. No. 51986 


TJMxjm: 

Enclosure(s): 


Page 1 of 3 


Timothy J. Maier 

From: "Timothy J. Maier" <tjm@maierandmaier.conn> 

To: <BeigheyD@gtlaw.com> 

Sent: Wednesday, November 15, 2006 7:06 PM 

Subject: Re: U.S. Patent No. 6,066,160 of Quickie, LLC/Dr. Stephen Colvin 

Dawn, 

Thanks for your response. By your response I assume that GT does not have 
any "file transfer letters" or similar to accompany these public documents. 
Please confirm my understanding. 

Best Regards, 
Tim 

Original Message 

From: < BeighevD@.gtlaw.com> 
To: < tjm(a)jnaierandmaier.com> 
Sent: Wednesday, November 15, 2006 6: 1 8 PM 

Subject: RE: U.S. Patent No. 6,066,160 of Quickie, LLC/Dr. Stephen Colvin 

Tim, I have attached documentation that we obtained from the Patent and 
Trademark Office's website showing that in December 2003, Thelen Reid 
took over as attorneys of record in connection with the subject patent 
and that Quickie, LLC revoked our prior power of attorney, all of which 
occurred before the date you provided me of May 23, 2004 as the deadline 
to pay the maintenance fee. I trust that these documents answer your 
questions regarding Greenberg Traurig, LLP. Thanks, Dawn 


Tax Advice Disclosure: To ensure compliance with requirements imposed 
by the IRS under Circular 230, we inform you that any U.S. federal tax 
advice contained in this communication (including any attachments), unless 
otherwise specifically stated, was not intended or written to be used, and 
cannot be used, for the purpose of (1) avoiding penalties under the Internal 
Revenue Code or (2) promoting, marketing or recommending to another party 
any matters addressed herein. 

The information contained in this transmission may contain privileged 
and confidential mformation. It is intended only for the use of the 
person(s) named above. If you are not the intended recipient, you are 
hereby notified that any review, dissemination, distribution or duplication 
of this communication is strictly prohibited. If you are not the intended 
recipient, please contact the sender by reply email and destroy all copies 
of the original message. To reply to our email administrator directly, 
please send an email to postmaster@.gtlaw.com . 


11/15/2006 


From: Timothy J. Maier [mailto:tjm@inaierandmaier.com] 

Sent: Wednesday, November 08, 2006 4:24 PM 

To: Beighey, Dawn (Shld-Mia-AstGenCnsl) 

Subject: Re: U.S. Patent No. 6,066,160 of Quickie, LLC/Dr. Stephen 

Colvin 

Dear Ms. Beighey, 

I left you a vmail. Please give me a call at your earliest convenience. 
We need copies of GT's docketing records for the attached case. It shows 
GT's docketing number and customer number. 

Best Regards, 
Tim Maier 


Timothy J. Maier* 

Maier & Maier, PLLC 

128 North Pitt Street, 2nd Floor 

Alexandria, VA 22314 

(Office) 703.740.8322 xlOl 

(Cell) 703.999.5880 

(Fax) 703.991.7071 
www.mai erandmziier.com 

♦Admitted in the Commonwealth of Virginia and registered to practice 
before the United States Patent Office (PTO). 
CONFIDENTIALITY NOTICE: 

This e-mail message and any attachments are for the sole use of the 
intended recipient(s) and may contain confidential and privileged 
information. 

Any unauthorized review, use, disclosure, or distribution is prohibited. 
If you are not the intended recipient, please contact me by reply e-mail 
and destroy all copies of the original message and any attachments.Every 
effort is made to keep our network free from viruses. You should, 
however, review this e-mail message, as well as any attachment thereto, 
for viruses. We take no responsibility and have no liability for any 
computer virus in this email. 

— Original Message 

From: < ReiphevD( g) gtlaw.com> 
To: < tjm(g)niaierandmaier.com> 
Sent: Friday, October 20, 2006 4:06 PM 

Subject: U.S. Patent No. 6,066,160 of Quickie, LLC/Dr. Stephen Colvin 

Dear Mr. Maier, As we discussed this afternoon, the attached 
correspondence has been forwarded to me in my capacity as assistant 
general counsel for Greenberg Traurig, LLP ("Greenberg Traurig"). We 
will be reviewing the applicable files and will get back to you with our 
response to your request for documents as soon as possible. In the 


meantime, if there is anything that you would like to discuss fiarther, 
please feel free to contact me by e-mail or phone (305/579-0795). 
Thank you, Dawn Beighey 


Tax Advice Disclosure: To ensvire compliance with requirements 
imposed by the IRS under Circular 230, we inform you that any U.S. 
federal tax advice contained in this communication (including any 
attachments), unless otherwise specifically stated, was not intended or 
written to be used, and cannot be used, for the purpose of (1) avoiding 
penalties under the Internal Revenue Code or (2) promoting, marketing or 
recommending to anotiier party any matters addressed herein. 


The information contained in tiiis transmission may contain 
privileged and confidential information. It is intended only for tiie 
use of the 

person(s) named above. If you are not the intended recipient, you are 
hereby notified tiiat any review, dissemination, distiibution or 
duplication of tiiis communication is strictiy prohibited. If you are not 
the intended recipient, please contact tiie sender by reply email and 
destroy all copies of tiie original message. To reply to our email 
administrator directiy, please send an email to postinaster(g),gtiaw.com. 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


In re application of: 


U.S. Patent No.: 
1 Filed: 
I Issued: 


6,066,160 
November 23, 1998 
May 23, 2000 


Colvin et al 


Appl. No. 09/198,087 


For: Passive Ejiotless Suture 

Terminator For Use in Minimally 
Invasive Surgery and to Facilitate 
Standard Tissue Securing 


Art Unit: 


3731 


Statement in Support of Petition Under 37 C.F.R. § 1.378(b) 


Conunissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 


In accordance with the requirements of 37 C.F.IL § 1.378(b) and M,P.E.P. 
§ 2590, Petitioner makes the following declaration. 

I, Aubrey C. Galloway, hereby declare: 

(1) I am a Professor, Vice Chairman and Director of Cardiac Surgical 
Research at NYU Medical Center and I am the Managing Partner of 
Quickie, LLC, the owner of US Patent No. 6,066,160. 

(2) As the Managing Partner for Quickie, LLC, I retained Robert E. Krebs et 
al of the Thelen, Reid & Priest, LLP law firm to transact all post-issuance 
proceedings and responsibiUties in the Patent and Trademark Office 


Sir. 


including, but not limited to reexamination proceedings and timely 


payment of the maintenance fee. 


Oct 27.2006 2:38PM HP LRSERJET FAX 


SO made axe 


validity and 


Date: 


P.l 


-2- • Colviae^al 

AppL No. 09/198,087 

(3) As Managing Partner for Quiclde, LLC, I retained tJie law firm of Thden, 
Road & Priest to concurrently conduct litigation services for Quickie, 
LLC. 


Condusion 

I dedlare that all statemmta made herein of my own knowledge are true and ftiat 
these statenaents were made wifli the knowledge fliat willfiil felse statements or the like 
punifihahle by fine or inc^ndsonment or hadi nnder Section 1001 of Title 18 


of the UnitJd States Code, and lhat such wiUfcl felse statements may jeopaidize the 


enftjTceabilily of flie '160 patent 


RcspectfiiUy submitted, 


c/o Maier & ; Maier, PLLC 

128 North I itt Street Second Floor 

Alexandria, VA 22314 

(703)74(W322 


2/k 



WDocket No. 034521-003 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICANT: Stephen Colvin, Eugene Grossi, Allan Katz, Paul Oddo 
CONTROL NO.: 90/006,460 
PATENTNO.'. 6,066,160 
FILING DATE: November 25, 2002 

TITLE: PASSIVE KNOTLESS SUTURE TERMINATOR FOR USE IN 

MINIMALLY INVASIVE SURGERY AND TO FAdLTrATE 
STANDARD TISSUE SECURING 

EXAMINER: Woo,J. 
ART UNIT: 3731 


^Commtssidner for Patents 


\ POWER OP ATTORNEY BY ASSIGNEE OF ENTIRE INTEREST 

I (REVOCATION OFPRIOR POWERS) 

REVOCATION OF PRIOR POWERS OF ATTORNEY 

all powers of attoiney previously given are hereby revokied and 

NEW POWER OF ATTORNEY 

the foUowing attoraey(s) and/or agent(s) are hereby appointed to prosecute and 
transact all business in the Patent and Trademark Office connected therewith. 

Robert E. Krebs, Beglstratlon No. 25,885! David a RiieWe. Reobirailon Na 31 5fif>. M^n-R c u-.,...k „ , . , 

Robblns. Rerjtatrrfion Ut^ ifl ^fift. yy^^rry K .U, Registration Ma. 43,097; Wilir^ " " ' ' ' ^ 

n H6. 44*71 1; William E. Winlefft, Ragisfri 
Ikema, Registration No. 20^2; BeclcyL. 
Hal J. Bpbner, Rfeglstratlon No, 27»B56; 


Quickie, LLC 


f$pe oTfifba Identify efatAgnei qferitin itatm) 


3 New York Haza 
Attn: Alan FeQ 
NewYork,Nyi0O04 


Recorded in.PTO on ll/l^/i<}0» 

Reel 960§ 

Frame 0640 


ASSIGNEE STATEMENT 
^eundersignedsiatesthatheisaithorlzedtoacton behalf rf^ • 


B (^orpiimxuflneafpcisanaujiiorizcdtosip' 

onbcbalfof afisigoee) 

I m ^ 


■A 


Attorney Docket No. 03452 W03 
IN THE UNITED STATES PATENT AND TRADEMAEK OFFICE 

ABPUCANT: Stephen Colvin, Eugene Grossi, Allan Katz, Paul Oddo 
CONTROL NO.: 90/006,460 
PATENT NO.: 6,066.160 

November 25, 2002 


FILING DATB: 
TTTLE: 

EXAMINER: 
ART UNIT: 


PASSIVE KNOTLESS SUTURE TERNDNATOR FOR USE IN 
MINIMAIXy DWASIVE SURGERY AND TO FAaLlTATE 
STANDARD TISSUE SECURING 

Woo, I 
3731 


• CERTIFICATB OF TRANSMISSION UNDER 37 CFR 1.8 
^ hereby certi^ that thi» correspondeDce is being fbcsinule VBHsmitted with the United States Patent and Trademark 
j^co to Director for Patents. Fax No. (703) 872.9306 on the dat^/t^inied below: 

m Datci Name; 



m . 

toMMISSIONER FOR PATENTS 
s WASHINGTON, D.C. 20231 


CHANGE OF ATTORNEY DOCKET NUMBER 
AND CHANGE OF ADDRESS Nfmrff. 

Please change the Attorney Docket No. for this patent application to 034521-003. 
Please address all further cbnununicatlons regarding this application to: 

Robert EKrebs 
ThelenReid& Priest IXP 

P.O. Box 640640. 
San Jose, OA 95 164-0640 
Telephone (408) 292-5800; Facsimile (408) 287-8040 


Dated: 


Respectfully submitted, 



Reg. No. 25,885 


i 


VI am i I uiu- iiiaigiii naiui a iiisflt bbf " 


Date: December 5, 2003 


To: Cominisdojier for Patents 
USPTO 


TYoflu Annette Valdivia 


s 


I?- 


Thelen Reid & Priest ll^ f^fC\ 

. AttofTigys At Law ^ ) 

225 Wesl Sanla Oara Streei, S\M 1200 
5anJo&B.CA 9sn3-i723 

Td. 408.292,5800 
Pax 408.297.8040' 
vtfww.thdcnmld.com 


FAX COVER PAGE 


Total Pages: ^ 
(iitcluding caver) 


Fax: 
Phone: 


taxt 

Pbone: 

E-MaH: 


703.872J)306 


DtC 0 5 2003 



408/2S2-1818 
avaldivia® dieleiirdd^m 


CERTIFICATE OF TRANSMISSION UNDER 37 CFR 1.8 


I>tfectorforPaicni$,FiaNo. pOJ) 812-9306011 Ibed^^printtdb' ^ 


SlgnaniTK 




Aimettt Valdivia 


1^ 


2 


RE: Control No. 90/006,460 
Filed: November 25, 2002 
Docket No: 034521-003 

Dear Sir or Madam: 

Respectftilly submitied is the foUowing: 

1. Changa of auomey docket number and Chang?: of additss notice 

If you have any quesdons, please do notiesltalc to contact us. 

Regard*, 
Annette Valdivia 


in case of a probterft with \his transniisslon. please call the Fax Operator at 408.282.1866 


ATTORNEY* 

, 40935 


rSTURNTQ 


RDOMtf 


] 


Priest LLP vrt^ich may be prtva^ed. conM^fld^^^^ 

PA6EII2'RCVDAT12l5l20O32:«:1JPMIEa5temSlan(lardrra8i»WTO™^^ ' / 


A IH5-03 ll:47aii Froii-Thslen, Raid, 4 Prlsrt LLP j 


T-198 P.0(l2/002 f-254 


: Anomcy Docket No. 034521-003 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

APPUCAKT: Stephen Colvin, Eugene Grossi, Allan Kaiz, Paul Oddo 

CONTROL NO.: 90/006,460 ' 

PATENTNO.: 6,066.160 

November 25, 2002 


RECEIVED 

CENTER 

0 5 2003 


HUNG DATE: 
TTTLE: 

EXAMINER: 
ART UNIT: 


PASSIVE KNOTLESS SXJTURE TERMINATOR FOR USE IN 
MINIMALLY INVASIVE SURGERY AND TO FACnirAlE 
STANDARD!TTSSUE SECURING 

Woo,I. 

3731 


in 

D 

% 


CEimFICAlSOFTRANSMISSIONlJNEeR 37 CFR 1.S 
I hetcby ceni^ that this ctfrespoadevx b )»hg fiusfa^ 
Office to I^renor {brPaic]Us,J^Na C703) 872^306 ontheda^^Jinted bdovc . 


Date: 


Name: 



Annate Valdivk 


COMMISSIONERFORPATENTS 
WASHINGTON, D.a 20231 

CHANGE OF ATTORNEY DOCKET NUMBER 
AND CHANGE OF ADDRESS NOTICE 

Please change the Attorney Docket No. for this patent application to 034521'003. 
Please address all fiirOier conunuoicatioDs regardiDg this application to: 

RobenEKrebs 
Thelcn Reid & Priest LLP 

P.O. Box 640640 
San lost, OA 95164-0640 
Telephone (408) 292-5800; Facsimite (408) 287-8040 


Dated: 


Respectfully submitted, 



Reg. No. 25,885 


P)ia2l2'RCVDWim2:«:19PM[EasleniSlandiirdTlm8imTO 


Thelen Reid & Priest LLP 

Attorneys At Law 


Robert E. Krebs 


225 West Santa Ctara Street, Suite 1200 
San Jose. CA 95113 


408.282.1323 (Direct Dial 
408.278.8223 Direct Fax 
rkrebs@the!enreid.coi"n 


www.thelenreid.com 


Tel. 408.292.5800 
Fax 408.287.8040 


October 25,2006 


Timothy J. Maier, Esq, 

Maier&Maier,PLLC 

128 North Pitt Street, Second Floor 

Alexandria, Virginia 223 14 

Re: U.S. Patent No. 6,066,160 

Dear Mr. Maier: 

Thank you for your letter dated September 26, 2006, concerning the patent identified 

above. 

As you know, the litigation work concerning this patent was handled by Mark Evens 
who, at the time, was in Thelen Reid*s office in Washington, -B.C. I do not have those files. 
However, I will address the files which were in Thelen Reid's office in San Jose, California 
relating to two re-examinations of the ' 1 60 patent. The files which were in this office of Thelen 
Reid have been sent to another law firm pursuant to instruction form the client. 

We are sending you copies herewith relating to the two re-examinations of the '160 
patent, which we obtained from public PAIR of the US Patent and Trademark Office. 

Notice of Acceptance of Power of Attorney 

Notice Regarding Change of Power of Attorney 

Power of Attomey by Assignee of Entire Interest 

Change of Attomey Docket Number and Change of Address Notice 


REKTbam 
Enclosures 
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Timothy J. Maier 


From: "Blum, Robert" <rblum@thelenreid.com> 

To: "Timothy J. Maier" <tjm@maierandmaier.com> 

Sent: Thursday, October 26. 2006 2:23 PM 

Subject: RE: USP 6,066.160 

Thank you. I will look into this, and we will respond substantively as soon as possible. 

Robert M. Blum 

Partner and General Counsel 

Thelen Reid & Priest LLP 

101 Second Street, Suite 1800 

San Francisco, CA 94105-3606 

Main Phone: 415.371.1200 

Main Fax: 415.371.1211 

Direct Phone: 415.369.7277 

Direct Fax: 415.369.8615 

rblum@thelenreid.com 


WARNING! This electronic mail transmission is intended only for the 
addressee. It contains information from the law firm of Thelen Reid & Priest 
LLP which may be privileged, confidential and exempt from disclosure 
under applicable law. Dissemination, distribution, or copying of this by 
anyone other than the addressee or the addressee's agent is strictly prohibited. 
If this electronic mail transmission is received in error, please notify Thelen 
Reid & Priest LLP immediately at 212.603.2000 (New York), 202.508.4000 
(Washington, DC), 973.660.4400 (Florham Park, NJ), 415.371.1200 (San 
Francisco), 213.576.8000 (Los Angeles), 408.292.5800 (Silicon Valley) or 
+86.21.5117.5405 (Shanghai). 


— Original Message 

From: Timothy J. Maier [mailto:tjm@maierandmajer.com] 
Sent: Thursday, October 26, 2006 7:30 AM 
To; Blum, Robert 
Subject: USP 6,065,160 
Importance: High 

Dear Mr. Blum, 

Please see the attached correspondence. Confirmation via courier. 


Best Regards, 


Timothy J. Maier* 

Maier & Maier, PLLC 

128 North Pitt Street, 2nd Floor 

Alexandria, VA 22314 


10/26/2006 


Maier & Maier, PLLC 

Intellectual property Law 
128 NORTH Pitt Street, Second Floor 
■ Alexandria, Virginia USA 223 1 4 

(703) 740-8322 
FAX: (703) 991-7071 
e-mail: infiySmaiCTan dmaier.com 
web: www.maierandmaier.com 

September 26, 2006 

Mr. Robert E.Krebs 
Thelen Reid & Priest LLP 
225 West Santa Clara Street 
Suite 1200 
San Jose, CA951113 


rONVTOENTIAL - ATTORNEY/CLIENT C OMMUNICATION 

RE: TT.S. Patent No. 6.066.160 o f Hr. Stephen B. Colvin 

Dear Mr. Krebs: 

Our firm, Maier & Maier, PLLC, was recently retained to represent Dr. Stephen B. 
Colvin and Quickie, LLC due to his patent attorney having a conflict. Specifically, we have 
been asked to represent Dr. Colvin and Quickie, LLC before the USPTO in an attempt to revive 
an issued patent that unavoidably expired. We are therefore preparing to file a petition with the 
USPTO that, pursuant to 37 CFR §1.378, MPEP §2590 and MPEP §71 1.03, contains a showing 
that the delay was unavoidable since reasonable care was taken to ensure that the maintenance 
fee would be paid timely and that the petition was filed promptly after the patentee was notified 
of, or otherwise became aware of, the expiration of the patent. 

Accordingly, we are contacting each of the previous firms that handled or had custody of 
Quickie's / Dr. Colvin's patent application (Application No; 09/198,087) and the corresponding 
U.S. patent (Patent No. 6.066,160). We kindly request copies of any engagement agreements 
with Dr. Colvin or Quickie, LLC, any transfer letters relating to this application or patent and 
any docketing records that you would be willing to provide to us. Additionally, if there is any 
other correspondence related to the handling or transfer of Quickie's patent, or any other relevant 

Web Address: www.maierandmaier.com 



October 17, 2006 
Page2 

documents or records that you could provide regarding this matter, we would greatly appreciate 
it. If you can be of assistance in this matter, please contact us by October 4, 2006. 

Please do not hesitate to contact me via phone (703 740-8322 xlOl) or email 
(tjm@maierandmaier.com) if you would like to discuss this matter with me. We greatly 
appreciate any information, data or records that you may be able to provide to us. 


With best regards, 

Veiy truly yours, 
MAIER & MAIER, PLLC 


Timothy J. Maier 
Reg. No. 51986 


TJM:cjin: 

Enclosure(s): 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


/I MoT 


In re Control Number: 


90/006,460 


Filed: November 25, 2002 

^eejtamination: 6,066,160 

PASSIVE KNOTLESS 
SUTURE TERMINATOR 
FOR USE IN 

MINIMALLY INVASIVE 
SURGERY AND TO 
FACILITATE 
STANDARD TISSUE 
SECURING 


Examiner: Woo, J. 



Art Unit: 3731 


CI 


Q 


D 


STATEMENT OF PATENT OWNER AND AMENDMENT 


IN REEXAMINATION 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


Sir: 


This STATEMENT OF PATENT OWNER AND AMENDMENT IN 


REEXAMINATION is submitted pursuant to 37 CFR §1.530. in response to an Order Granting 
Request for Ex Parte Reexamination mailed January 16, 2003. 


1 


PENDING LITIGATION 
The patent which is the subject of this reexamination, 6,066,160, is the subject of an 
infringement suit, Quickie. LLC vs. Medtronic. Inc ., filed in the United States District Court for 
the Southern District of New Yoric, Civil Action No. 02 CV 1 157 (GEL). 

AMENDMENT 

In the Claims 

Please add the following new claims: 

35. (New) An apparatus according to Claim 1 wherein said locking means comprises a cam. 

•a 

d . • 

ci- . . . 

d 36. (New) An apparatus according to Claim 1 wherem said locking means compnse^ a 


cavity formed in the middle portion of said aperture and a cam, wherein said aperture ani said 
'5 cam are constructed and arranged so that said cam is captured within said cavity. ; 


!| 37. (New) An apparatus according to Claim 36 wherein said cam member includes aj 
Ui rounded portion and said cavity includes a rounded portion, and the rounded portion of sM cam 
cooperates with the rounded portion of said cavity. 


38. (New) An apparatus according to Claim 37 wherein said cavity and said cam are i 
constructed and arranged so that said cam is captured by. a swollen rounded portion of sa&J 
cavity. 


2 


39. (New) An apparatus according to Claim 35 wherein said cavity is bounded by a retaining 
wall. 


40. (New) An apparatus according to Claim 1 wherein said locking means comprises a cam 
member and wherein the cam member moves to an unengaged position to facilitate the 
movement of a suture threaded through the aperture in the first longitudinal direction along the 
aperture and moves to an engaged position to engage the suture threaded through the aperture in 
the second longitudinal direction by compressing the suture between the engagement en(| of the 
cam member, and said apparatus comprises a retaining wall to substantially restrict said cam 

.|j member from moving in the second longitudinal direction. 

□ 

3 
Ci 

.3^^ 41. (New) An apparatus according to Claim 40 wherein said retaining wall is constructed 
^ and arranged so that said cam member is restricted from disengaging the suture by moving in the 

i:sLt 

second longitudinal direction. 

'J 
UJ 

fij 

□ 42. (New) An apparatus according to Claim 1 wherein said locking means comprises a cam 

Uj • 

member and said aperture is constructed and arranged to capture said cam. 


43. (New) An apparatus according to Claim 42 wherein said aperture comprises a cavity 
which captures said cam. 


44. (New) An apparatus according to Claim 42 wherein said cam member comprises a 
rounded portion and said cavity comprises a rounded portion and said rounded portion of '^aid 
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cavity cooperates with said rounded portion of said cam so that said cann is captured by said 
cavity. 

' 45. (New) An apparatus according to Claim 1 wherein a second latitudinal axis further 
defines the aperture surface and is disposed orthogonal to the latitudinal axis, and said aperture 
forms a closed surface in the plane defined by the latitudinal axis and the second latitudinal axis. 

46. (New) An apparatus according to Claim 1 wherein said aperture is constructed a?d 
arranged so that the suture is prevented from moving a substantial distance in a direction 
substantially orthogonal to the latitudinal axis. 

iii 
Ci 
y 

47. (New) An apparatus according to Claim 1 wherein said first internal surface and'said 

ff"' second internal surface are constructed and ananged so that when the suture is disengaged from 

Q 

said locking means the suture is engaged by said first internal surface. 

Q 48. (New) An apparatus according to Claim 1 wherein said second internal surface 

U 

comprises and angulated surface and when the suture is in the apparatus the suture cannot move 
in the latitudinal direction beyond the first internal surface and the angulated surface 

• 49. (New) A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, an outer surface, mi at 
least one aperture, the aperture having a longitudinal axis extending from the upper surface to the 
lower surface and defining an aperture surface, wherein a first longitudinal direction and a 
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second longitudinal direction thereof each extends along the longitudinal axis in opposite 
directions, 

the aperture consisting of an upper portion, a middle portion, and a lower portion, the 
upper portion bounded by the upper surface of the apparatus body and the middle portion, the 
middle portion bounded by the upper portion and the lower portion, and the lower portion 
bounded by the middle portion and the lower surface of the apparatus body, wherein the middle 
portion has a first surface and second surface opposing each other and is wider than either of the 
upper portion and the lower portion and forms a cavity therein; 
(b) a cavity formed in the middle portion of said aperture; 
, J (c) a movable cam member disposed in the middle portion of the aperture, the cam 
Cl member having an engagement end and a rotation end, the rotation end being wider than die 
\^ width of the upper portion of the aperture thereof and the width of the lower portion of the 
^ aperture thereof, and disposed near the second surface, and the engagement end disposed near 
Q the first surface; 

j^j wherein the cam member moves to an unengaged position to facilitate the movement of a 

i 

Q suture threaded through the aperture in the first longitudinal direction along the aperture and 

U) 

moves to an engaged position to engage the suture threaded through the aperture in the second 
longitudinal direction by compressing the suture between the engagement end of the cam' 
member and the first surface of the middle aperture to oppose the movement of the suture in the 
second longitudinal direction along the aperture. 

50. (New) An apparatus according to Claim 49, wherein said cavity has a swollen, rounded 
portion. 
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5 1 (New) An apparatus according to Claim 50, wherein the rotation end of the cam member 
cooperates with the swollen rounded portion of the cavity so that said cam member is captured 
within said cavity. 

52. (New) A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, an outer surface, ^nd at 
least one aperture, the aperture having a. longitudinal axis extending from the upper surface to the 
lower surface and defining an aperture surface', wherein a first longitudinal direction and a 
second longitudinal direction theiwf each extends along the longitudinal axis in opposite 
directions, 

d 

Q the aperture consisting of an upper portion, a middle portion, and a lower portion, the 

'!l upper portion bounded by the upper surface of the apparatus body and the middle portic&i, the 
5 middle portion bounded by the upper portion and the lower portion, and the lower portian 
g bounded by the middle portion and the lower surface of the apparatus body, wherein the middle 
r\l portion has a first surface and second surface opposing each other and is wider than either of the 
P upper portion and the lower portion and forms a cavity therein; and 

(b) a movable cam member disposed in the middle portion of the aperture, the cam 
member having an engagement end and a rotation end, the rotation end being wider thaa the 
width of the upper portion of the aperture thereof and the width of the lower portion of ^e 
aperture thereof and disposed near the second surface, and the engagement end disposed near the 
first surface; 

wherein the cam member moves to an unengaged position to facilitate the mov^ent of a 
suture threaded through the aperture in the first longitudinal direction along the aperture and 
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moves to an engaged position to engage the suture threaded through the aperture in the second 
longitudinal direction by compressing the suture between the engagement end of the cam 
member and the first surface of the middle aperture to oppose the movement of the suture in the 
second longitudinal direction along the aperture; and 

wherein said aperture and said cam are constructed and arranged so that said cam is 
captured within said aperture. 

53. (New) An apparatus according to Claim 13 wherein said cam member includes a 
rounded portion and said cavity includes a rounded portion, and the rounded portion of said cam 
J member cooperates with the rounded portion of said cavity. 

a 

3 

3] 54. (New) An apparatus according to Claim 13 wherein said cavity includes a retainiaig wall. 

55. (New) An apparatus according to Claim 54 wherein said retaining wall is construf ted 
and arranged to restrain the movement of said cam member. 

Q • 

iij 

56. (New) An apparatus according to Claim 13 wherein said cavity is constructed and 
arranged to allow said cam to move in a first longitudinal direction to disengage the suture and a 
second longitudinal direction to engage said suture. 


57. (New) An apparatus according to Claim 13 wherein said apparatus comprises a retaining 
wall to substantially restrict said cam member from moving in the second longitudinal direction. 
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miomey s uocKet iNo. ui4D'zi-Ui 

58, (New) An apparatus according to Claim 57 wherein said retaining wall is constructed 
and arranged so that said cam member is restricted from disengaging the suture by moving in the 
second longitudinal direction. 

59. (New) An apparatus according to Claim 33 wherein said first aperture comprises a first 
cavity and said first movable cam member is captured in said first cavity, and wherein said 
second aperture comprises a second cavity and said second movable cam member is captured in 
said second cavity. 


Auumcy s i^ocKei iNO. 

STATEMENT ON THE NEW QUESTIONS OF PATENTABILITY 
In the Order Granting Request for Ex Parte Reexamination the Examiner stated that there 
are substantial new questions of patentability affecting Claims 13, 18-20, 22 and 33. Hofwever, 
the patent owner beHeves that all of the claims of the patent are patentable and will explain why 
the subject matter as claimed is not anticipated or rendered obvious by the references cited by the 
Examiner in the Order. 

Claims 13 and 19 

In the third paragraph of the Reexamination Decision the Examiner stated that the 
Requester considers Claims 13 and 19 to be anticipated by Preissman (5,540,698). The 

Q 

Q Requester is incorrect. Claim 13 states that the cam member has a rotation end which is wider 

Q - . ■ 

gl than the width of the upper portion of the aperture and the width of the lower portion of tfee 

Jt aperture. On this point the Requester argued, "As illustrated in Figures 5 and 7, the [Preissman] 

q 

cam 60 has a rotation end wider than the openings of the recess to the upper and lower surfaces." 

't\ (Request for Reexamination, pg. 6, right column, first row.) However, any dimensions of 

ill 


Q Preissman*s cleat 60 and of his openings which the Requester might measure in the patent 
' drawings are irrelevant. It is well-established that patent drawings are not necessarily to scale, 
and measurements of the drawings cannot be relied upon. MPEP §2125. 


Turning to Claim 19, the claim is dependent from Claim 13 and is therefore patentable 
for at least the same reasons as Claims 13. 
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Claims 18 and 22 

In the fourth paragraph of the Reexamination Decision the Examiner stated that the 
Requester considers Claims 18 and 22 to be obviated by Preissman. However, the claims are 
dependent from Claim 13 and therefore patentable for at least the same reasons as Claims 13. 

Claims 20 and 33 

In the fifth paragraph of the Reexamination Decision the Examiner stated that the 
Requester considers Claims 20 and 33 to be obviated by Preissman in view of Shepherd et al. 


.aj Regarding Claim 20, the claim is dependent from Claim 13 and is therefore patentable for 
0 

Q at least the same reasons as Claims 13. 

3 

W ■ ■ • 

^ Regarding Claim 33, the Requester asserts that the.Preissman, in conjunction with 

Q 

Shepherd, et al. renders Claim 33 obvious. However, this is incorrect. 

W 

2 

Q The heart of the Requester's argument is stated as follows: 

Uj 

"Substitution of either of the suture or cable securing mechanisms of the '698 Preissman patent 
for those of the Shepherd, et al device is believed to be an obvious substitution of equivalents " 
(Request of Reexamination, pg. 11, right column, first row.) 


However, it is clear that Requester is incorrect. If Preissman already has a "suture Dr 
cable securing mechanism", as Requester asserts, there is no reason why a skilled worker would 
substitute a different "suture or cable securing mechanism" for it. ; 
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Claims 13. 18-20, and 33 

In the sixth paragraph of the Reexamination Decision the Examiner stated that the 
Requester considers Claims 13, 18-20, and 33 to be anticipated by Creager (536,684). 

Regarding Claim 13, the claim is for a suture securing apparatus, h contrast, the Creager 
device is for use with electrical wiring. A skilled worker in the field of medical devices would 
not look to the field of electrical wiring. 

Regarding Claims 18-20, those claims are dependent from Claim 13 and are patentable 
for at least the same reasons as Claim 13. 

Q 

a 
Q 

Regarding Claim 33, as Claim 13, the claim is for a suture securing apparatus. In 

^ contrast, the Creager device is for use with electrical wiring. A skilled worker in the field of 

Q 

!k. medical devices would not look to the field of electrical wiring. 

ui 

rU 
j 

i3 ■ Claim 22 

In the seventh paragraph of the Reexamination Decision the Examiner stated that the 
Requester considers Claim 22 to be obviated by Creager in view of Shepherd et al.. The; 
Requester is incoirect. Claim 22 is dependent from Claim 13 and therefore patentable for'^t least 

the same reasons as Claims 13. : 
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Aiiorncy s i.'ocKet ino. uj^d/i-uj 

EXPLANATION OF SUPPORT IN THE DISCLOSURE 

The patentee is adding new Claims 35-59 and takes this opportunity to point out support 
in the disclosure for the new claims. 

Figures 1-3 provide support for Claims 46 - 48. 

Figures 5-8 provide support for Claims 35 and 45. 

Column 11, lines 15-22 provide support for Claim 36. 

Column 11, lines 5-22 provide support for Claims 37, 38 and 54. 

Column 11, lines 53-55 provide support for Claims 39 and 52. 

Column II, lines 28-55 provide support for Claims 40, 41 and 56. 
,Q Column 1 1 , lines 1 1-22 provide support for Claim's 42-44. 
Q Column 1 1 , lines 5-22 provide support for Claim 50, 5 1 , 53 and 59. 

s 

i j Column 10, line 63 - Column 1 1 , line 55 provide support for Claim 49. 

,=< 
'J*- 

Column 11, lines 53-55 provide support for Claims 54, 55, 57 and 58. 


CI 

\4 


Respectfully submitted, 


g Thelen, Reid and Priest LLP 


Date 



Robeir E. Krebs 
Reg. No. 25,885 


THELEN REID & PRIEST LLP 

P;0. Box 640640 

San Jose, CA 95164-0640 

(408)292-5800 
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Thelen Reid & Priest LLP 

Attorneys At Law 


Robert M. Blum 


101 Second Street, SuHe 1800 
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415.369.8615 Direct Fax 
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November 15, 2006 


VIA FEDEX 
ANDVIAEMAIL 

Timothy J. Maier, Esq. 
Maier&Maier, PLLC 
128 North Pitt Street, Second Floor 
Alexandria, VA 22314 


Re: U.S. Patent No. 6,066,160; Quickie, LLC 

Dear Mr. Maier: 

I understand that you wrote to Robert Krebs on September 26, 2006, and that Mr. Krebs 
responded to that letter on October 25, 2006. Please let me know if there is anything outstanding 
with regard to the subject of that correspondence. 

You also wrote to Mr. Krebs on October 17, 2006 and to me on October 26, 2006, Those 
letters are very similar, and 1 am writing in response to both of them. The following four 
attachments may be responsive to the requests made in those letters: 


1. Engagement letter for representation of Quickie LLC dated July 3, 200L 

2. On September 28, 2006, patent prosecution files were sent by our San Jose 
office to Sterne, Kessler, Goldstein & Fox PLLC. We have not been able 
to locate a copy of the transmittal letter, but the index for the files is 
attached. 

3. File transfer letter dated October 6, 2006 from our Washington oflSce, 
along with an index of the 65 boxes of files that were sent 

4. File transfer letter dated November 1 , 2006 fi:om our San Jose office. 


Please let me know if you require anything further from us with regard to the diligence 
you are performing. 


NEW YORK 


SAN FRANCISCO 


WASHINGTON. DC 


LOS ANGELES 


SILiCON VALLEY 


PLORHAMPARK. NJ 


Timothy J. Maier, Esq. Theien Reld & Priest LLP 

November 15,2006 
Page 2 

This will also acknowledge receipt of your email dated November 8, 2006, to which we 
will respond separately. 


Very truly yoiirs, 



Robert M.Blum ^ 
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ATTACHMENT 3 


OCT-18-200S It: 27 


STERNE KESSLER GCLDSTEIN 


P.03 


202,505 4?12 0(rect Dial 
202.6S4,t8T2 Dvect Fax 

tfntBer@th«lenrerd.conFi 


October 6, 2006 


VIA MESSENGSR 
Marie Fox Evens* Esq. 

STERNE, KESSLER, GOLDSTEIN & FOX PLLC 
1 100 New York Avenue, NW 
Washin^on, DC 20005-3934 

Dear Mark: 

Forwaided with this letter is an index file listing of the 65 boxes of files that I am 
forwardfaig to you. If you have any questions regarding the file material^ please fi&el free to 
contact me. 

Please endorse and return the enclosed extra copy of this, letter, signifying that you have 
received the files described on the index file listing- . 



TAM/ 
Enclosures 



Rug 15 2006 10:09BM HP LASERJET FAX 
«JQ-14-2006 16f53 SKGF 


Andrew D.Ne$$, Esq. 
TltelcA Rdd & Mtsi (.LP 
701 8* Street; NW 


Rc; TransHai 


Dear Mr. Ness: 


RespoDsiblUty 

KCSSLERt GOLOSniN 
coircspondockCQ to the 


If yott have 
reply to this request 


222 371 2S40 P,tJ 


Augort 14, 2006 


ofFilcs 


I or aJl matters relating to Quickie, LLC arc to be transferred to STeRNE, 
& Fox roJuC. Iberefore^ p)mo forward aD related files and fixture 
dttentkm of Mark F. Evcca at the address listed below: 


1 klark Fox £veos> Esq. 

$tgRN£> KESSLER^GOLDSTBIN & POX ?.LL*C. 

100 Ncv York Avenue, NW 
^Vashington.DC 20005-3934 
.202)772-8888 
j nevens@akgf;coiu 

^ que^eus or concerns please contact us. We appreciate your prompt 
onp we loolc forward to the transfer of the requested filos. 


Very truly youn 


Aubrey C. Galloway, MD. 
Managing Pi^rtner 
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ATTACHMENT 4 


Thelen Reid & Priest LLP 

Attorneys At Law 

225 West Santa Clara Street. Sute >200 
SanJose»CA 95113 

Tel 408.292.5800 
Fax 408-287.8040 

www.thetenfdi<lcom 


November 1, 2006 

VIA FEDERAL EXPRESS 

Mark Fox Evens, Esq. 
Sterne, Kessler. Goldstein & Fox PLLC 
LlOO New York Avenue, NW 
Washington, DC 20005-3934 

Re: Quickie, LLC (CUent No. 034521) 
Transferor Files: 

Matter 002 - Extra Copies of Pleadings and Calendant 
Matter 003 - Snb File Re-Exam of Patent 
Matter 003 - General Litigation Vdls. 1 & 2 
Matter 003 - U.S. Patent Sub FUe Bucket 
Matter 015 - U.S. Patent Holding Bucket 

Dear Mark: 

Accompanying this letter please find the files as referenced above. We understand that 
your office has assumed all responsibility for these matters, I do not think there are any 
materials here that you do not afready have, but we are sending the files all the same. This 
transfer is being made pursuant to instructions from Aubrey C. Galloway, M.D, 

Additionally, enclosed is an Acknowledgement of Receipt of Client Files. Please sign 
and return the Acknowledgment indicating receipt by your office of said files in the enclosed 
return envelope provided for your convenience. 

If you have any questions, please do not hesitate to contact me. 



REK/zb/kar 
Enclosures 

SV 1^270658 vi 


NEwrOftK SANPRAMOSCO WaSHIMGTON. OC lOS AfiGELES SILICON VALLEY J^LORmAM PARK. Ni 


Robert E.Kretjs 
405.282-1323 Direct Dial 
rkreb3@the»en,''eid.ccm 



Docket Numbers 034521-003 
and 034521-015 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Reexamination Control 

Number: 

Filed: 

Reexamination Control 

Number: 

Filed: 

Patent in Reexamination: 
For: . 


90/006,460 
November 25, 2002 


90/007,085 
June 16, 2004 

6,066,160 

PASSIVE KNOTLESS 
SUTURE TERMINATOR 
FOR USE IN - 
MINIMALLY INVASIVE 
SURGERY AND TO 
FACILITATE 
STANDARD TISSUE 
SECURING 


Examiner: Woo, J. 
Art Unit: 3731 


AMENDMENTA 
IN MERGED REEXAMINATION 


CERTIFICATE OF MAILING 
I hereby certify that this paper is being deposited with the United States Postal Service as First 
aass Mail in an envelope addressed to: Conimissioner for Patents. P.O. Box 1450 Alexandria, 
VA 22313-1450, on the date printed below. 


Date: Name: 



Amiette Valdivia 


Commissioneir for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 


I 


Docket Numbers 034521-003 
and 034521-015 

This AMENDMEOT A IN MERGED REEXAMINATION is submitted in 
response to a Decision Merging Reexamination Proceedings mailed December 9, 2004 
(hereinafter, "the Decision"). In the Decision, the Director merged the two 
reexaminations identified above. The Director required the Patent Owner to submit a 
"housekeeping" amendment placing identical claims in both files. The purpose of this 
Amendment A is to satisfy the "housekeeping" requirement. 
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Docket Numbers 034521-003 
and 034521-015 

In Control Number 90/007,085 please amend the Claims as follows: 

1. (amended) A suture securing apparatus comprising: 

an apparatus body having an upper surface, a lower surface, a first internal surface, a 
second internal surface, an outer surface, and at least one aperture, 

the aperture having length and a longitudinal axis extending fix)m the upper surface to the 
lower surface, a latitudmal axis extending from the first mtemal surface to this second 
internal surface, and defining an aperture surface, wherein a first longitudinal direction 
and a second longitudinal direction thereof each extends along the longitudinal axis in 
opposite directions, and a first latitudinal direction and a second latitudinal direction 
thereof each extends along latitudinal axis in opposite directions, the aperture mcluding 
an integral locking means for engaging, and disengaging from, a suture threaded 
therethrough, 

the locking means formed so as to facilitate the movement of a suture m the first 
longitudinal direction and the first latitudinal direction along the aperture and to oppose 
the movement of the suture in the second longitudinal direction along the aperture until 
pressure isf applied to the suture in the second latitudinal direction, thereby disengaging 
the locking means and permitting tiie movement of the suture in the second longitudinal 
direction along the [aperture.] aperture. 
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Docket Numbers 034521-003 
and 034521-015 

wherein at least a portion of said locking means extends along the length of the aperture. 

13. (amended) A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, an outer surface, and at 
least one aperture, the ^erture having a longitudinal axis extending from the upper 
surface to the lower surface and defining an q)erture surface, wherein a first longitudinal 
direction and a second longitudinal direction thereof each extends along the longitudinal 
axis in opposite directions, 

the aperture consisting of an upper portion, a middle portion, and a lower portion, the 
upper portion bounded by the upper surface of the apparatus body and the middle portion, 
the middle portion bounded by the upper portion and the lower portion, and the lower 
portion bounded by the middle portion and the lower surface of the apparatus body, 
whereiu the middle portion has a first surface and second surface opposing each other and 
is wider than either of the upper portion and the lower portion and fornis a cavity therein; 
and 

(b) independently movable cam members, wherem the cam members include a movable 
cam member [disposed] captured in the middle portion of the aperture regardless of the 
orientation of the body and the presence of a suture in the aperture, the cam member 
having an engagement end and a rotation end, the rotation end being vdder than the width 
of the upper portion of the aperture thereof and the width of the lower portion of the 
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and 034521-015 

aperture thereof and disposed near the second surface, and the engagement end disposed 
near the first surface; 

wherein the cam member moves to an unengaged position to facilitate the movement of a 
suture threaded through the aperture in the first longitudinal direction along the aperture 
and moves to an engaged position to engage the suture threaded through the aperture in 
the second longitudinal direction by compressing the suture between the engagement end 
of the cam member and the first surface of the middle portion of said aperture to oppose 
the movement of the suture in the second longitudinal direction along the 2q)erture. 

19. (amended) The suture securing apparatus according to claim 13, the apparatus 
body mcliiding a first aperture with a first movable cam member therein and a second 
aperture with a second movable cam member therein, 

wherein the first movable cam member moves to an unengaged position to facilitate the 
movement of a suture threaded through the first apiarture in the first longitudinal direction 
along the aperture and moves to an engaged position to engage the suture threaded 
through the first aperture in the second longitudinal direction by compressing the suture 
between the engagement end of the first movable cam member and the first surface of the 
middle aperture thereof to oppose the movement of the suture in a second longitudinal 
direction along the first aperture; 
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and 034521-015 

wherein the second movable cam member moves to an unengaged position to facilitate 
the movement of a suture threaded through the second aperture in the first longitudinal 
direction along the second aperture and moves to an engaged position to engage the 
suture threaded through the second aperture in the second longitudinal direction by 
compressing the suture between the engagement end of the first movable cam member 
and the first surface of the middle portion of said aperture [thereof] to oppose the 
movement of the suture in a second longitudinal direction along the second aperture; and 

wherein the first longitudinal direction along the first aperture and the first longitudinal . 
direction along the second .aperture are both directed to the upper surface of the appanitus 
body. 

2L (amended) TTie suture securing apparatus according to claim 13, the apparatus 
body including a first aperture with a first movable cam member therein and a second 
aperture with a second movable cam member therein, . 

wherein the first movable cam member moves to an unengaged position to facilitate the 
movement of a suture threaded through the first aperture in the first longitudinal direction 
along the aperture and moves to an engaged position to engage the suture threaded 
through the first aperture in the second longitudinal direction by compressing the suture 
between the engagement end of the first movable cam member and the furst surface of the 
middle aperture thereof to oppose the movement of the suture in a second longitudinal ' 
direction along the first aperture; 
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wherein the second movable cam member moves to an unengaged position to facilitate 
the movement of a suture threaded through the second aperture in the first longitudinal 
direction along the second aperture and moves to an engaged position to engage the 
suture threaded through the second aperture in the second longitudinal direction by 
compressing the suture between the engagement end of the first movable cam member 
and the first surface of the middle portion of said aperture [thereof] to oppose the 
movement of the suture in a second longitudinal direction along the second aperture; and 

wherein the first longitudinal direction along the first aperture and the second 
longitudinal direction along the second aperture are both directed to the upper surface of 
the apparatus body. 

32. ■(canceled) 

33. (amended) A suture securing apparatus comprising: 

an apparatus body having a upper surface, a lower surface, an outer surface, and the 
apparatus body including a first aperture with a first movable cam member therein and a 
second aperture with a second movable cam member therein, the first longitudinal 
direction of each aperture each bemg directed to the upper surface of the apparatus body, 


wherein the fint movable cam member and second movable cam member each moves 
independently to an unengaged position to facilitate the movement of a suture threaded 


Docket Numbers 034521-003 
and 034521-015 

through the respective aperture in the first longitudinal direction along the aperture and 
moves to an engaged position to engage the suture threaded through the respective 
aperture in the second longitudinal direction by compressing the suture between the 
engagement end of the respective movable cam member and the first surface of the 
middle portion of the respective aperture [thereof] to oppose the movement of the suture 
in a second longitudinal direction along the respective aperture; 
wherein said cam members are captured in the fnrst and second apertures respectively, 
regardless of the orientation of the bodv and the presence of a suture in the aperture: and 

wherein the first and second apertures and first and second cam members are minor 
images of each other, as defined by a minror plane equidistant from them. 

35.- 44. (canceled) 

45. (New^ An apparatus according to Claim 1 wherein a second latitudinal axis 
further defines the aperture surface and is disposed orthogonal to the latitudinal axis, and 
said aperture forms a closed surface in the plane defined bv the latit udinal axis and the 
second latitudinal axis. 

46. fNewl An apparatus according to Claim 1 wherein said aperture is constructed 
and arranged so that the suture is prevented from moving a substantial distance in a 
direction substantially orthogonal to the latitudinal axis. 
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47. (Newl An apparatus according to Claim 1 wherein said jSrst internal surface and 
said second intemal surface are constructed and arranged so that when the suture is 
disengaged from said locking means the suture is engaged by said first internal surface. 

48. (New) An apparatus according to Claim 1 wherein said second intemal surface 
comprises and angulated surface and when the suture is in the apparatus the suture cannot 
move in the latitudinal direction bevond the first intemal surface and the angulated 
surface. 

49. -52. (canceled) 

53. fNew> An apparatus according to Claim 13 wherein said cam member includes a 
rounded portion and said cavity includes a rounded portion and the rounded portion of 
said cam member cooperates with the rounded portion of said cavity. 

54. (New) An apparatus according to Claim 13 wherein said cavity includes a 
retaining wall 

55. (New^ An apparatus according to Claim 54 wherein said retaining wall is 
constmcted and arranged to restrain the movement of said cam member. 
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56. (New"! An apparatus according to Claim 13 wherein said cavity is constructed 
and arranged to allow said cam to move in a first longitudinal direction to disengage the 
suture and a second longitudinal direction to engage said suture. 

57. (New"! An apparatus according to Claim 13 wherein said apparatus comprises a 
retaining wall to substantially restrict said cam member from moving in the second 
longitudinal direction. 

58. fNcw^ An apparatus according to Claim 57 wherein said retaining wall is 
constructed and arranged so that said cam member is restricted from disengaging the 
suture by moving in the second longitudinal direction. 

59. (New") An apparatus according to Claim 33 wherein said first aperture comprises 
a first cavity and said first movable cam member is captured in said first cavity, and 
wherein said second aperture comprises a second cavity and said second movable cam 
member is captured in said second cavity. 

60. fNew'> A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, and an outer surface, the 
apparatus body including a first ^erture with a first movable cam member therein and a 
second aperture with a second movable cam member therein. 
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each aperture having a longitudinal axis extending from the upper surface to the lower 
surface and de finin g an aperture surface, wherein a first longitudinal di rection and a 
second longitudinal direction thereof each extends along the longitudinal axis in opposite 
directions, 

each aperture consisting of an upper portion, a middle portion, and a lower p ortion, the 
u pper portion bounded by the upper surface of the apparatus body and the middle portion, 
the middle portion bounded bv the upper portion and the lower po rtion, and the lower 
portion bounded bv the middle portion and the lower surface of th e apparatus body, 
wherein the middle portion has a first surface and second surface opposing eac h other and 
is wider than either of the upper portion and the lower portion and f orms a cavity therein: 
and 

fb^ each movable cam member captured in the middle portion of an aperture, regardless 
of the orientation of the body and the presence of a suture in the aperture, each cam 
member having an engagement end and a rotation end, the rotati on end being v/ider than 
the width of the upper portion of the aperture thereof and the width of the lower portion 
of the aperture thereof and disposed near the second surface, and the engagement end 
disposed near the first surface: 

wherein each cam member moves to an unengaged position to faci litate the movement of 
a suture threaded through the aperture in a first longitudinal direction along th e aperture 
and moves to an engaged position to e nga ge the suture threaded th rough the aperture in a 
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second longitudinal direction by compressing the suture between the engagement end of 
the cam member and the first surface of the middle portion of said aperture to o ppose the 
movement of the suture in the second longitudinal direction along the aperture: and. 

wherein the first longitudinal direction along the first aperture and the first longitudinal 
direction along the second aperture are both directed to the upper surface of the apparatus 
body. 

61 . (New^ A suture securing apparatus comprising: 

U) an apparatus body having a upper surface, a lower surface, and an outer surface, the 
a pparatus body including a first aperture with a first movable cam member therein and a 
second aperture with a second movable cam member therein. 

each aperture having a longitudinal axis extending from the upper surface to the lower 
surface and defining an aperture surface, wherein a first longitudinal direction and a 
second longitudinal direction thereof each extends along the longitudinal axis in opposite 
directions. 

each aperture consisting of an upper portioa a middle portion, and a lower portion, the 
upper portion bounded bv the upper surface of the apparatus body and the middle portion, 
the middle portion bounded bv the upper portion and the lower portion, and the lower 
portion bounded by the middle portion and the lower surface of the apparatus body. 
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wherein the middle portion has a first surface and second surface opposing each other and 
is wider than either of the upper portion and the lower portion and forms a cavity therein: 
and 

(b) each movable cam member captured in the middle portion of an aperture, regardless 
of the orientation of the bodv and the presence of a suture in the aperture, each cam 
member having an engagement end and a rotation end, the rotation end being wider than 
the width of the upper portion of the aperture thereof and the width of the lower portion 
of the aperture thereof and disposed near the second surface, and the engagement end 
disposed near the first surface: 

wherein each cam member moves to an unengaged position to facilitate the movement of 
a suture threaded through the aperture in a first longitudinal direction along the aperture 
and moves to an engaged position to engage the suture threaded through the aperture in a 
second longitudinal direction bv compressing the suture between the engagement end of 
the cam member and the first surface of the middle portion of said aperture to oppose the 
movement of the suture in the second longitudinal direction along the aperture: and, 

wherein the first longitudinal direction along the first aperture and the second 
longitudinal direction along the second aperture are both directed to the upper surface of 
the apparatus bodv. 


13 


Docket Numbers 034521-003 
and 034521-015 

REMARKS 

This AMENDMENT A IN MERGED REEXAMINATION is submitted in 
response to a Decision Merging Reexamination Proceedings mailed December 9, 2004 
(hereinafter, "the Decision"). In the Decision, the Director merged the two 
reexaminations identified above. The Director required the Patent Owner to submit a 
"housekeq)in^' amendment placing identical claims in both files. The purpose of this 
Amendment A is to satisfy the "housekeeping" requirement and to place identical claims 
in both files. 

By this AMENDMENT A, in Reexamination Control Number 90/006,460 no 
amendments are made. By this AMENDMENT A. in Reexamination Control Number 
90/007,085 a number of amaidments are made to put the claims of Control Number 
90/007,085 in the same condition as the claims of Control Number 90/006,460. After 
these amendments have been made, the claims in both reexaminations wUl be the same. 

As required by 37 CFR 1 .530(e) the Patent Owner horeby states in TABLE I 
below examples of where in the patent there is support for the amendatory material and 
new claims. Also, in TABLE I Patent Owner indicates the status of all claims as required 
by37 CFR 1.530(e). 

TABLEI 


Claim 

Status 

Examples of Support in the Disclosure for 
Changes Made to the Claims 




1 

Pending 

Figures 1 and 3 

2 

Pending 


3 

Pending 
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4 

Pending 


5 

Pending 


. 6 

Pending 

• 

7 

Pending 

- ' 

8 

Pending 


9 

Pending 


10 

Pending 


11 

Pending 


12 

Pending 


13 

Pending 

Figures 5-8 and Column 11. lines 15-17 

14 

Pending 


15 

Pending 

• 

16 

Pending 


17 

Pending 


18 

Pending 


19 

Pending 

Figures 5-8 

20 

Pending 


21 

Pending 

Figures 5-8 

22 

Pending 


23 

Pending 


24 

Pending 


25 

Pending 


26 

Pending 


27 

Pending 


28 

Pending 


29 

Pending 


30 

Pending 


31 

Pending 


32 

Canceled 


3 

Pending 

Figures 5-8 and Column 1 1 . lines 1 5-17 

'34 

Pending 


35 

) Canceled 


36 

i Canceled 


3 

' Canceled 


3e 

Canceled 


3J 

Cancelec 


4 

Cancelec 


4' 

Cancelec 


4: 

I Cancelec 


4; 

3 Cancelec 


4" 

4 Cancelec 


4 

5 Pendinj 

3 Figures 5-8 

4 

Pendini 

q Figures 1-3 

4 

Pendini 

g Figures 1-3 
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48 

Pending 

Figures 1-3 

49 

Canceled 


50 

Canceled 


51 

Canceled 


52 

Canceled 


53 

Pending 

Figures 5-8 and Column 1 1 . lines 5-22 

54 

Pending 

Figures 5-8 and Column 1 1 , lines 53-55 

55 

Pending 

Figures 5-8 and Column 1 1 , lines 53-55 

56 

Pending 

Figures 5-8 and Column 1 1 . lines 2o-5o 

57 

Pending 

Figures 5-8 and Column 1 1 , lines 53-55 

58 

Pending 

Figures 5-8 and Column 1 1 , lines 53-55 

59 

Pending 

Figures 5-8 and Column 1 1 , lines 5-22 

60 

Pending 

Figures 5-8 and Column 1 1 , lines 15-17 

61 

Pending 

Figures 5-8 and Column 1 1 , lines 15-17 


In view of &e amendmoits and remaiks herein the Patentees respectfully request 
the Examiner to issue a reexamination certificate. 

Please charge any additional required fee or credit any overpayment not otherwise 
paid or aedited to deposit account 50-1698. 

Respect&lly submitted. 



ThelenReid& Priest LLP 
P.O. Box 640640 
San Jose OA 951 13-0640 
Tel: 408.292.5800 
Fax: 408.287.8040 
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AMENDMENT B- 


IN MERGED REEXAMINATION 


CERTIFICATE OF MAILING 
I hereby certify that this paper is being deposited with flie United States Postal Service as First 
Class Mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450 Alexandria, 
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Date: rJ/:fM Name: ^hy1vMy\Md^M i^ 

Annette Valdivia 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This AMENDMENT B IN NffiRGED REEXAMINATION is submitted in 
response to an Office Action mailed April 1 8, 2005. 
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In Control Number 90/006,460 please amend the Claims as follows: 

1 . (twice amended): A suture securing apparatus comprising: 

an apparatus body having an upper surface, a lower surface, a first internal surface, a 
second internal surface, an outer surface, and at least one aperture, 

the aperture having length and a longitudinal axis extending from the upper surf^e to the 
lower surface, a latitudinal axis extending from the first internal surface to the second 
internal surface, and defining an aperture surface, wherein a first longitudinal direction 
and a second longitudinal direction thereof each extends along the longitudinal axis in 
opposite directions, and a first latitudinal direction and a second latitudinal direction 
thereof each extends along latitudinal axis in opposite directions, the aperture including 
an integral locking means for engaging, and disengaging from, a suture threaded 
. therethrough, 

the locking means formed so as to facilitate the movement of a suture in the first 
longitudinal direction and the first latitudinal direction.along the aperture and to oppose 
the movement of the suture in the second longitudinal direction along the aperture until 
pressure is applied to the suture in the second latitudinal direction, thereby disengaging 
the locking means and permitting the movement of the suture in the second longitudinal 
direction along the [aperture.] aperture. 
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wherein at least a portion of said locking means extends alone the entire length of the 
aperture. 

13. (twice amended): A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, an outer surface, and at 
least one aperture, the aperture having a longitudinal axis extending from the upper 
surface to the lower surface and defining an aperture surface, wherein a first longitudinal 
direction and a second longitudinal direction thereof each extends along the longitudinal 
axis in opposite directions, 

the aperture consisting of an upper portion, a middle portion, and' a lower portion, the 
upper portion bounded by the upper surface of the apparatus body and the middle portion, 
the middle portion bounded by the upper portion and the lower portion, and the lower 
portion bounded by the middle portion and the lower surface of the apparatus body, 
wherein the middle portion has a first surface and second surface opposing each other and 
is wider than either of the upper portion and the lower portion and forms a cavity therein; 
and 

(b) independently movable cam members, wherein the cam me mbers include a movable 
cam member [disposed in] with the middle portion of the aperture capturing the cam 
member regardless of the orientation of the bodv and the presence of a suture in the 
aperture, the cam member having an engagement end and a rotation end, the rotation end 
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being wider than the width of the upper portion of the aperture thereof and the width of 
the lower portion of the aperture thereof and disposed near the second surface, and the 
engagement end disposed near the first surface; 

wherein the cam member moves to an unengaged position to facihtate the movement of a 
suture threaded through the aperture in the first longitudinal direction along the aperture 
and moves to an engaged position to engage the suhire threaded tiirough the aperture in 
the second longitudmal direction by compressing the suture between the engagement end 
of the cam member and the first surface of the middle portion of said aperture to oppose 
the movement of the suture in the second longitudmal direction along the aperture. 

14. (amended): The suture securing apparatus according to claim 1 3, wherein the 
first surface of the middle portion of said aperture comprises at least one ridge, each ridge 
so formed as to facilitate the movement of a suture in the first longitudinal direction 
along the aperture and oppose the movement of the suture in the second longitudinal 
direction along the aperture. 

15. (amended): The suture securing a^jparatus according to claim 1 3, wherein the 
first surface of the middle portion of said aperture comprises a plurality of ridges, each 
ridge so formed as to facilitate the movement of a suture in the first longitudinal direction 
along the aperture and oppose the movement of the suture in the second longitudinal 
direction along the aperture. 
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16. (amended): The suture securing apparatus according to claim 14 [13], wherein 
each ridge is formed from an elastic material. 

17. (amended): The suture securing apparatus according to claim 14 [13], wherein 
each ridge is formed from a rigid material. 

26. (amended): The securable medical device according to claim 25 [23], wherein 
the medical prosthesis device is a sewing ring implant sh^ed and sized for attachment to 
the inner surface of a native annulus, the sewmg ring implant having a plurality of suture 
securing apparatuses distributed around the circumference of the sewing ring implant. 

32. (canceled) 
35.- 44. (canceled) 

45. (NtvA An apparatus according to Claim 1 wherein a second latitudnal axis 
further defines the aperture surface and is disposed orthogonal to the latitudin al axis, and 
said aperture forms a closed surface in the plane defined b v the latitu dinal axis and the 
second latitudinal axis. 

46. (New^ An apparatus according to Claim 1 wherein said aperture is constructed 
and arran ged so that the suture is prevented from moving a sub stantial distance in a 
direction substantiallv orthogonal to the latitudinal axis. 
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47> • (Newl An apparatus according to Claim 1 wherein said first internal surface and 
said second internal surface are constructed and arranged so that when the suture is 
disengaged from said locking means the suture is engaged bv said fi rst internal surface, 

48, (New) An apparatus according to Claim 1 wherein said second intern al surface 
comprises and angulated surface and when the suture is in the appa ratus the suture cannot 
move in the latitudinal direction bevond the first intern al surface and the angulated 
surface. 

49, -52. (canceled) 

53. (New^ An apparatus according to Claim 13 wherein said cam memb er includes a 
rounded portion and said cavity includes a rounded portion, and the round ed portion of 
said cam member cooperates with the rounded portio n of said cavity. 

54. (New"! An apparatus according to Claim 13 wherein said cavity includes a 
retaining wall. 

55. (New^ An apparatus according to Claim 54 wherein sa id retaining wall is 
constructed and anranged to restrain the movement of said cam member. 
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56. (New't An apparatus according to Claim 13 wherein said cavity is constructed 
and arraneed to allow said cam to move in a first longitudinal direction to disengage the 
suture and a second longitudinal direction to engage said suture. 

57. (Newl An apparatus according to Claim 13 wherein said apparatus comprises a 
retaining wall to substantially restrict said cam member from moving in the second 
longitudinal direction. 

58. (New) An apparatus according to Claim 57 wher ein said retaining wall is 
constructed and arranged so that said cam member is restricted fr om disengaging the 
suture by moving in the second longitudinal direction. 

59. (New^ An apparatus according to Claim 33 wherein said first aperture comprises 
a first cavity and said first movable cam member is captured in said first cavity, and 
wherein said second aperture comprises a second cavity and said second movable cam 
member is captured in said second cavity.' 

60. (New) A suture securing apparahis comprising: 

fa) an apparatus body having a upper surface, a lower surface, and an outer surface, the 
apparatus body including a first aperture with a first movable cam member therein and a 
second aperture with a second movable cam member therein, 
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each aperture having a longitudinal axis extending from the upper surface to the lower 
surface and defining an aperture surface, wherein a first longitudinal direction and a 
second long;itudinal direction thereof each extends along the longitudinal axis in opposite 
directions, 

each aperture consisting of an upper portion, a middle portion, and a lower portion, the 
upp er portion bounded bv the upper surface of the apparatus body and the middle portion, 
the middle portion bounded bv the upper portion and the lower portion, and the lower 
portion bounded bv the middle portion and the lower surface of the apparatus body, 
wherein the middle portion has a first surface and second surface opposing each other and 
is wider than either of the upper portion and the lower portion and forms a cavity therein: 
and 

fb) each movable cam member captured in the middle portion of an aperture, regardless 
of the orientation of the body and the presence of a suture m the aperture, each cam 
member having an engagement end and a rotation end, the rotation end being wider than 
the width of the upper portion of the aperture thereof and the width of the low er portion 
of the aperture thereof and disposed near the second surface, and the en gagement end 
disposed near the first surface: 

wherein each cam member moves to an unengaged position to facilitate th e movement of 
a suture threaded through the aperture in a first longitudinal direction along the aperture 
and moves to an engaged position to engage the suture threaded through the aperture in a 
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second longitudinal direction bv compressing the suture between the enpapement end of 
the cam member and the first surface of the middle portion of said a perture to oppose the 
movement of the suture in the second longitudinal direction along t he aperture: and. 

wherein the first longitudinal direction alone the first aperture and the first longitudinal 
direction alone the second aperture are both directed to the upper surf ace of the apparatus 
body. 

61 ■ (New) A'suture securing apparatus comprising: 

fa) an apparatus body having a upper surface, a lower surface, and an outer surface, the 
a pparatus body including a first aperture with a first movable cam m ember therein and a 
second aperture with a second movable cam member therein, 

each aperture having a longitudinal axis extending from the upp er surface to the lower 
surface and defining an aperture surface, wherein a fiir st longitudinal direction and a 
second longitudinal direction thereof each extends along the longitudinal axis in opposite 
directions. 

each aperture consisting of an upper portion, a middle portion, and a lower portion, the 
up per portion bounded bv the upper surface of the apparatus body and the middle portion, 
the middle portion bounded bv the upper portion and the lower p ortion, and the lower 
portion bounded bv the middle portion and the lower su rface of the apparatus body. 
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wherein the middle portion has a first surface and second surface opposing eac h other and 
is wider than either of the upper portion and the lower portion and forms a cav ity therein: 
and 

(b) each movable cam member captured in the middle portion of an aperture, regardless 
of the orientation of the bodv and the presence of a suture in the a perture, each cam 
member having an engagement end and a rotation end, the rotation end being wider than 
the width of the upper portion of the aperture thereof and the width of &e lower portion 
of the aperture Ihereof and disposed near flie second sur face, and the engagement end 
disposed near the first surface: 

wherein each cam member moves to an unengaged position to facilitate th e movement of 
a suture threaded through the apCTture in a first longitudinal direction alon g the aperture 
and moves to an oigaged position to engage the suture threaded th rough the aperture in a 
second longitudinal direction bv compressing the suture between t he engagement end of 
the cam member and the first surface of the middle portion of said aperture to oppose the 
movement of the suture in the second longitudinal direction along the aper ture: and. 

wherein the first longitudinal direction along the first aperture a nd the second 
longitudinal direction along the second aperture are both directed to the upper surface of 
the apparatus body. 
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62. fNew^ A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, an outer surface, and at 
least one aperture, the aperture having a longitudinal axis extending from the upper 
surface to the lower surface and defining an aperture surface, wherein a first longitudinal 
direction and a second longitudinal direction thereof each extends along the longitudinal 
axis in opposite directions: 

the aperture consisting of an upper portion, a middle portion, and a lower portion, the 
upper portion bounded bv the upper surface of the apparatus body and the middle portion, 
the middle portion bounded by the upper portion and the lower portion, and the lower 
portion bounded bv the middle portion and the lower surface of the apparatus body, 
wherein the middle portion has a first surface and second surface opposing each other and 
is wider than either of the upper portion and the lower portion and forms a cavity therein: 

(b) a movable cam member disposed in the middle portion of the aperture, the cam 
member having an engagement end and a rotation end, the rotation end being wider tiian 
the width of the upper portion of the aperture thereof and the width of the lower portion 
of the aperture thereof and disposed near the second surface, and the engagement end 
disposed near the first surface: 

wherein the cam member moves to an unengaged position to facilitate the movement of a 
suture threaded through the aperture in the first longitudinal direction along the aperture 
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and moves to an engaged position to engage the suture threaded through the aperture in 
the second longitudinal direction bv compressing the suture between the engagement end 
of the cam member and the first surface of the middle portion of said aperture to oppose 
the movement of the suture in the second longitudinal direction along the aperture: 

(c) wherein the apparatus body includes a first aperture with a first movable cam 
member therein and a second aperture with a second movable cam member therein: 

(A) wherein the first movable cam member moves to an unengaged position to 
facilitate the movement of a suture threaded through the first aperture in the first 
longitudinal direction along the aperture and moves to an engaged position to engage the 
suture threaded through the first aperture in the second longitudinal direction bv 
compressing the suture between the engagement end of the first movable cam member 
and the first surface of the middle aperture thereof to oppose the movement of the suture 
in a second longitudinal direction along the first aperture: 

f e) wherein the second movable cam member moves to an unengaged position to 
facilitate the movement of a suture threaded through the second aperture in the first 
longitudinal direction along the second aperture and moves to an engaged position to 
engage the suture threaded through the second aperture in the second longitudinal 
direction bv compressing the suture between the engagement end of the first movable 
cam member and the furst surface of the middle portion of said aperture to oppose the 
movement of the suture in a second longitudinal direction along the second aperture: and. 
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(f) wherein the first longitudinal direction along the first aperture and the first 
longitudinal direction along the second aperture are both directed to the upper surface of 
the apparatus body. 

63. CtitvA The suture securing apparatus according to claim 62. wherein the first and 
second apertures and first and second cam members are mirror images of e ach othen as 
defined bv a mirror plane equidistant firom them. • 
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REMARKS 

Status of Litigation 

In Paragraph 1 of the Office Action the Examiner reminded the patent owner of 
"the continuing responsibility under 37 CFR 1 .565(a), to apprise the Office of any 
litigation activity, or other prior or concurrent proceeding, involving Patent No. 
6,066,160 throughout the course of this reexamination proceeding." As the Patentee has 
previously indicated, the patent which is the subject of this reexamination, 6,066,160, 
was the basis of an infiingemait suit, Quickie. LLC vs. Medtronic, Inc .. filed in the 
United States District Court for the Southem District of New York, Civil Action No. 02 
CV 1 157 (GEL), The litigation has been dismissed without prejudice. 

Claim Rejections - 35 USC S 1 12 

In paragraph 3 of the Office Action the Examiner rejected Claims 14-17 and 26 
under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly 
point out and distinctly clahn the subject matter which applicant regards as the invention. 
The Examiner stated, "With respect to claim's 14 and 15, *the middle aperture' lacks 
antecedent basis." In response to this rejection the Patentees have amended Claims 14 
and 1 5 to read "middle portion of said aperture." 

The Examiner stated, "With respect to claims 16 and 17, 'each ridge' lacks 
antecedent basis " In response to this rejection the Patentees have amended Claims 16 
and 17 to depend from Claim 14 rather than Claim 13. 
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The Examiner stated, "With respect to claim 26, *The securable medical device* 
and 'the medical prosthesis device' lack antecedent bases." In response to this rejection 
the Patentees have amended Claim 26 to depend from Claim 25 rather than Claim 23. 

Patentees* amendments are believed to overcome the rejections. 


Claim Rejections - 35 USC $ 1Q2 

Claims 1'12. 34. and 45-48 are not anticipated 

In paragraph 5 of the Office Action the Examiner rejected Claims 1-12, 34, and 
4548 under 35 U.S.C. 102(b) as being anticipated by Emery (3,988,810). The Examiner 
stated: 

Emery discloses, m the figures, a suture securing apparatus comprising an 
apparatus body having an upper surface (e.g., at 26), a lower surface (23); 
a round, first mtemal surface (at 25); an angulated, second intemal surface 
(at 24) at an acute angular narrowing (with respect to the axis running 
along the suture shown in figure 3 or 7), an outer surface (27 or 28), first 
and second apertures that are nmror images of each other (see fig. 7),"and 
an integral locking means comprising at least one ridge (30 or 41), where 
each aperture has longitudinal and latitudinal axes (located along and/or 
between the first and second mtemal surfaces) facilitating longitudinal and 
latitudinal directions for a suture (T), where each aperture has a length, 
where at least a portion of the locking means extends along the length of 
an aperture (rather than the entire length of an aperture), where each ridge 
is formed of a rigid, biocompatible NYLON material (see col. 1, lines 19- 
23, for its use in wearing apparel, and col. 3, lines 9-11) and has a rounded 
surface farthest from the aperture surface (see figures 3 and 4), where each 
ridge is formed at an angle greater than about 30.deg. or at an angle of 
about 45 deg. (see col. 2, lines 9-15). (Underlining added, and italics in 
original) 

The Patentees will focus on the underlined portion of the Examiner's statement. 
The Examiner is stating the Emery discloses Patentees* clauned device, 'Svhere at least a 
portion of the locking means extends along the length of an aperture (rather than the 
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entire length of an aperture)." The Examiner has emphasized the word "entire" thereby 
apparently indicating that Emery's locking means does not extend the entire length of his 
aperture. Patentees have amended Claim 1 to recite "wherein at least a portion of said 
locking means extends along the entire length of the aperture." Therefore Patentees 
beUeve that their Claim 1 is clearly distinguished over the Emery reference. 

Claims 2-12. 34, and 45-48 are all dependent from Claim 1 and therefore Claims 
2-12, 34, and 45-48 are not anticipated for at least the same reasons as Claim 1 is not 
anticipated. 


riaims 1 1 8-21 > 53-59. and 61 are not anticipated 
In paragraph 6 of the Office Action the Exammer rejected Claims 13, 18-21, 53- 
59, and 61 under 35 U.S.C. 102(b) as being anticipated by Richardson (1,243,105). The 
Examiner stated: 

Richardson discloses, in the figures 2-4 and 6, a suture securing apparatus 
with an ^paratus body having an upper surface (left side of the body as 
viewed in fig. 6), a lower surface (right side of the body as viewed in fig. 
6), an outer surface (e.g., at 18), first and second apertures (a) each with a 
longitudinal axis and upper, middle and lower portions as claimed; and 
independently movable, serrated cam members (10a) captured in the 
middle portion of the aperture regardless of the orientation of the body and 
the presence of a suture in the aperture; where each cam member has an 
engagement end and a rotation end (at 12) or rounded portion, the rotation 
end being wider than the widths of the upper and lower portions of the 
aperture; where a cavity of an aperture has a rounded portion (13) 
cooperating with the rounded portion of the cam member and includes a 
retaining wall (to the left or right of 1 3 as viewed m fig. 2); where each 
cam member moves to an unengaged position (with a suture) in a first 
longitudinal direction and an engaged position in a second longitudinal 
direction; and where the first and second apertures and the first and second 
cam members are mirror images of each other. 
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The Patentees respectfully disagree with the Examiner's rejections and will 
discuss their position below separately with regard to Claim 13, Claims 18-21, Claims 
53-58, Claim 59 and Claim 61. 

Claim 13 is not anticipated bv Richardson 

Claim 13 as amended is not anticipated by Richardson as the Examiner assCTts. 
The Patentees have amended Claim 13 to recite a cam member, "with the middle portion 
of the aperture cjqphning the cam member regardless of flie orientation of the body and 

the presence of a suture in the j^erture " In contrast to this claim language it should 

be undCTStood that Richardson's dogs 10* are secured to his device by pins 1 1' as can be 
plainly seen in Figures 2 and 6. Furthemiore, Richardson states, "Said dog is pivotally 
mounted on a pin 1 1 . . ." (Page.l, lines 1034). On the other hand, in Patentee's device 
Patentees* cam members 92 are captured by Patentees' aperture as can be seen in Figures 
5-7. This capturing feature is explained e.g. at Column 11, lines 5-22. Patentees' cam 
members are not affixed by pins. 

Claims 18-21 and 53-58 are not anticipated bv Richardson 
Patentees' claims 18-21 and 53-58 are not anticipated by Richardson because they 
are all dependent, either directly or indirectly, fiom Claim 13, and as explained above. 
Claim 13 as amended is not anticipated by Richardson. 
Claim 59 is not anticipated bv Richardson 

Claim 59 does not depend fiom Claim 13. However, Claim 59 depends from 
Claim 33, and Claim 33 recites that the first and second apertures and the first and second 
cam members are mirror images of each othw. Regarding this feature of the claim, the 
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Examiner argued that in Richardson, "the first and second apertures and the first and 
second cam members are mirror images of each other." However, the Patentees 
respectfully disagree. In fact Richardson's dogs 11* are not mirror images of each other 
at all, and Attachment A is a sketch illustrating this. As a first example, using 
Richardson's Figure 6, if one were to imagine a mirror plane M located equidistant 
between cam members 92, as in Figure B, then the resulting mirroring would be a device 
as shown in Figure C, which of course is not Richardson's device. Similarly, as a second 
example, if one were to imagine a mirror plane M located equidistant betweoi cam 
members 92 and rotated 45 degrees, as in Figure D, then the resulting mirroring would be 
a device as shown in Figure E, which of course is not Richardson's device. Thus, it is 
clear that if one attempts to define an appropriate mirror plane in Richardson's Figure 6, 
one recognizes that no such mirror plane exists. 

Claim 61 is not anticipated bv Richardson 

Claim 61 as amended is not anticipated by Richardson as the Examiner asserts. 
The Patentees have amended Claim 61 to recite that the cam members are captured bv the 
middle portions of the apertures . Accordingly, just as discussed above with regard to 
Claim 13, Patentees' Claim 61 is not anticipated by Richardson. 

riaim Re jections. 35 use U03 

riflims 14-17. and 22 are not obvious 
In paragraph 8 of the Office Action the Examiner rejected Claims 14-17, and 22 
under 35U.S.C. 103(a) as being unpatentable over Richardson (1,243,105) in view of 


18 


Docket Numbers U34521-U03 
And 034521-015 

Plante (5,070,805). The Examiner stated, "Richardson discloses the invention 
substantially as claimed, where the invention can be 'used in various ways' as chosen by 
a user." However, the Patentees respectMy disagree. Claims 14-17 and 22 all depend 
from Claim 13, and as discussed above Claim 13 as amended is entirely differait from 
Richardson. For example. Claim 13 recites that the cam member is captured bv the 
middle portion of the aperture . Accordingly, even if Richardson were combined with 
Plante as the Examiner proposes, the resulting combination would not meet Patentees' 
claims. Therefore Claims 14-17 and 22 are not obvious. 


Claims 24. 25- and 27 are not obvious 
In paragraph 9 of the Office Action the Exammer rejected Claims 24, 25, and 27 
under 35 U.S.C. 103(a) as being unpatentable over Emery (3,988,810) in view of 
Samuels et al. (3,976,079). The Examiner stated, 

Emery discloses the invention substantially as claimed, but does not 
■ disclose a medical prosthesis device in physical contact or aigagement or 
integrally fonned with the suture securing apparatus. Samuels et al. teach, 
in figures 3 and 9, a suture securing apparatus (34) for tanporary, physical 
contact or engagement or integral formation with a medical prosthesis 
device (40). It would have been obvious to one having ordinary sidll in the 
art at the time the invention was made to apply the apparatus of Emery 
with the medical prosthesis device of Samuels et at. The apparatus of 
Emery would conveniently allow quick suture securement to the 
prosthesis device (and quick release, of the suture from prosthesis device) 
with the advantage of a one-piece design, where there are no additional 
parts to operate or lose as in the device of Samuels et al. 

The Patentees respectfully disagree. The Examiner is inconect in stating that, 
"Emery discloses the invention substantially as claimed . . . ." Claims 24, 25 and 27 are 
dependent from Claim 2, which in tum is dependent from Claim 1. As explained above, 
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Claim 1 as amended is clearly different from Emery; for example, as stated in Claim 1 at 
least a portion of said locking means extends along the entire length of the aperture. 
Therefore even if one were to combine Emery with Samuels, the resulting combination 
would not meet the claimed limitations of Claims 24, 25 and 27. 


Claims 28. 29, anti are not obvious 

In paragraph 10 of the Office Action the Examiner rejected Claims 28, 29, and 31 

under 35 U.S.C. 103(a) as being unpatentable over Richardson (1,243,105) in view of 

Samuels et al. (3,976,079). The Examiner stated, 

Richardson discloses the invaition substantially as claimed, where flie 
invention can be "used in various ways" as chosen by a user. Moreover, 
Richardson discloses that "fiirther or others uses and modifications of the 
device in detailed construction or otherwise will suggest themselves to the 
skilled mechanic, and the invention may be changed or modified in details 
or design." Hov/ever, Richardson does not disclose that the apparatus 
contacts or engages a medical prosthesis device. Samuels et al. teach, in 
figures 3 and 9, a suture securing apparatus (34) for temporary, physical 
contact or engagement or integral fomiation with a medical prosthesis 
device (40). It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to j^ply the apparatus of 
Richardson vwth the medical prosthesis device of Samuels et al. The 
apparatus of Richardson would conveniently allow quick suture 
securement to the prosthesis device (and quick release of the suture from 
prosthesis device) with the advantage that the Richardson apparatus does 
not have additional small parts that can be lost during use as in the device 
ofSamuelsetal. 

The Patentees respectfiilly disagree. The Examiner stated, "Richardson discloses 
the invention substantially as claimed . . . However, this is incorrect. Patentees' 
Claims 28, 29, and 31 all depend indirectly from Claim 1. and Claim 1 as amended is 
clearly different from Richardson. For example, as stated in" Claim 1 at least a portion of 
the locking means extends along the ftntire length of the aperture. In contrast, in 
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Richardson there is no locking means which extends the entire length of an aperture. 
Therefore even if one were to combine Richardson with Samuels, the resulting 
combination would not meet the claimed liinitations of Claims 28, 29, and 31 . 


niaims 33 , 59. and 60 are not obvious 
In paragraph 1 1 of the OfBce Action the Examiner rejected Claims 33,59, and 60 
under 35 U.S.C. 103(a) as being unpatentable over Creager (536,684). The Examiner 
stated, 

Cteager discloses the invention substantially as claimed, in flie figures, a 
suture securing apparatus with an apparatus body (A), first and second 
apertures (F) each with a longitudinal axis and a cavity (J), and first and 
second movable cam members (B) captured in the apertures regardless of 
the presence of a sutures in the body; where the first and second apertures 
and the first and second cam members are mirror images of each other. 
Creager also discloses that the apparatus can be oriented on a wall or a 
ceiling. However, Creager does not specifically disclose that the cam 
monbers are captured in the apertures regardless of the orienta;tion of the 
body and the presence of a suture in the aperture. Nevertheless, Creager 
discloses that the body of the device has three through-holes for joining 
the body to fasteners and a cover (e.g., a ceiling or wall) for the apertures 
and the captured cam members. Thus, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to join 
Creager' s device to a cover that would allow the body to be oriented in 
any direction, besides a horizontal orientation (as on a ceiling) or vertical 
orientation (as on a wall). Such a cover, like a ceiling or wall, would allow 
the cam members to remain captured in the apertures of the body and 
allow the securement or gripping of wires or sutures at any desired 
location and orientation. 

The Patentees respect&Uy disagree. Initially Patentees focus on the Examiner's 
statement, "Nevertheless, Creager discloses that the body of the device has three through- 
holes for joining the body to fasteners and a cover (e.g., a ceiling or wall) for the 
apertures and the captured cam members." This statement is incorrect in at least two 
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respects. First, Creager does not refer to a "cover", and second, Creager does not 
disclose "captured cam members." 

The Examiner asserts that since Creager can be attached to a ceiling or a wall, it 
would have been obvious, "to join Creager's device to a cover that would allow the body 
to be oriented in any direction." This defies logic. First of all, Creager never teaches or 
suggests using a cover with his device. Moreover, what possible motivation would 
someone have to put a cover on the Creager device to keep the dogs from falling out if 
the wall or ceiling already perfomis that function? Furthermore, there is no teaching or 
suggestion in Creager that his device is intended to be used except against a wall or 
ceiling, so a cover would not be necessary. The purpose of Creager is to keep wires taut 
against a ceiling or wall. (Lines 48-59.) It is inconceivable how Creager would operate 
if used in some location other than against a ceiling or wall. Accordingly, Patentees' 
claims are not obvious in view of Creager as the Examiner asserts. 

New Claims 62 and 63 

New Claims 62 and 63 are similar to Claims 19 and 20. However, unlike Claims 
19 and 20 new Claims 62 and 63 are not dependent from Claim 13. The Patentees will 
explain why their new Claims 62 and 63 are patentable over the art. Claim 62 is similar 
to Claim 19 including the limitations of Claim 13 prior to the present amendment of 
Claim 13. Clause f) of Claim 62 states, "wherein the first longitudinal direction along the 
first aperture and the first longitudinal direction along the second aperture are both 
directed to the upper surface of the apparatus body." The significance of this clause can 
best be understood in light of clauses d) and e) which provide that the first and second 
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movable cam members move to an unengaged position to facilitate the movement of a 
suture threaded through the aperture in the first longitudinal direction along the aperture, 
and they move to an engaged position to engage the suture threaded through the first 
aperture in the second longitudinal direction . This is illustrated in Attachment B wherein 
Figure 7 of the ' 160 patent is reproduced and labels are added to show the first and 
second longitudinal directions. 

As further illustrated in Attachment B, Richardson's Figure 6 is reproduced and 
the '.'engaging" direction indicated. In Figure A Richardson's device is rotated relative to 
the orientation shown in the patent, and in Figure B the drawing has been rotated and 
flipped vertically so that it is oriented more comparably to Figure 7 of the '160 patait. It 
can be seen that although the "engaging" direction is the same for the rope on the right 
and the suture on the right in the '160 device, the "engaging" direction for the rope on the 
left is opposite the direction of the comparable suture in Figure 7. 

Attachment C compares the device of the '160 patent with the Plante device (US 
patent 5,070,805), and in Figures C and D the "resistmg motion" directions of the Plant 
device are shown. In Plant rope 43 resists motion or force applied in the direction of 
arrows 46 and 47. (Col. 4, lines 58-64). That is, arrows 46 and 47 represent the 
"resisting motion" directions. In Figure C Plante's device is oriented as shown in the 
patent, and in Figure D the drawing has been flipped vertically so that it is oriented more 
comparably to Figure 7 of the * 160 patent. It can be seen that although the "resisting 
motion" direction is the. same for the rope on the right as the 'engaging" direction for the 
suture on the right in the '160 device, the "resisting motion" direction for the rope on the 
left is opposite the "engaging" direction of the comparable suture in Figure 7. 
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MPEP 622S0 and 37 CFR 1.530fe) 

As required by MPEP §2250 the Patentees point out what has been changed in 
their new claims, which are Claims 35-63. As compared to the previous version of the 
new Claims the only change is that new Claims 62 and 63 have been added. 

As required by 37 CFR 1 .530(e) the Patent Owner hereby states in TABLE I 
below examples of where in the patent there is support for the amendatory material and 
new claims. Also, in TABLE I Patent Owner indicates the status of all claims as required 


by 37 CFR 1.530(e). 

TABLE I 


Claim 

otatus 

CvamnlAc r\i QiinrM^rt in thp Di^rln^iirA fnr 

CXOinpiCO Ul OUUUUIl III 11 Iw L^IOvlWOUl w lUI 

PhflnnpQ Mfldp to ths Claims 

wllCllly^wO iVICIUw iw Ulw v^icililla 




1 

Pendina 

Figures 1-3 

2 

Pending 


3 

Pending 


4 

Pending 


5 

Pending 


6 

Pending 


7 

Pending 


8 

Pending 


9 

Pending 


10 

Pending 


•11 

Pending 


12 

Pending 


13 

Pending 

Figures 5-8 and Column 1 1 , lines 1 5-1 7 

14 

Pending 

Figures 1-3 

15 

Pending 

Figures 1-3 

16 

Pending 

Column 9, line 7 

17 

Pending 

Column 9, line 5 

18 

Pending 


1£ 

Pendinc 

Figures 5-8 

2( 

Pendinc 


T 

Pendinc 

Figures 5-8 

Z 

Pendinc 


2; 

3 Pendinc 
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24 

Pending 


25 

Pending 


26 

Pending 

Column 9, line 65 

27- 

Pending 


28 

Pending 


29 

Pending 


30 

Pending 


31 

Pending 


32 

Canceled 


33 

Pending 

Figures 5-8 and Column 11, lines 15-17 

34 

Pending 


35 

Canceled 


36 

Canceled 


37 

Canceled 


38 

Canceled 


39 

Canceled 


40 

Canceled 


41 

Canceled 


42 

Canceled 


43 

Canceled 


44 

Canceled 


45 

Pending 

Figures 5-8 

46 

Pending 

Figures 1-3 

47 

Pending 

Figures 1-3 

48 

Pending 

Figures 1-3 

49 

Canceled 


50 

Canceled 


51 

Canceled 


52 

Canceled 


53 

Pending 

Figures 5-8 and Column 1 1 , lines 5-22 

54 

Pending 

Figures 5-8 and Column 1 1 , lines 53-55 

5£ 

) Pending 

Figures 5-8 and Column 1 1 , lines 53-55 

5e 

; Pending 

Figures 5-8 and Column 1 1 , lines 28-55 

57 

' Pending 

Figures 5-8 and Column 1 1 , lines 53-55 

5i 

Pending 

Figures 5-8 and Column 1 1 , lines 53-55 

55 

Pending 

Figures 5-8 and Column 1 1 , lines 5-22 

6( 

Pending 

Figures 5-8 and Column 11, lines 15-17 

6' 

Pending 

Figures 5-8 and Column 11, lines 15-17 

6: 

I Pending 

Figures 5-8 

61 

3 . Pendinc 

Figures 5-8 


In view of the amendments and remarks herein the Patentees respectfully request 
the Examiner to issue a reexamination certificate. 
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Please charge any additional required fee or credit any overpayment not otherwise 
paid or credited to deposit account 50-1 698. 


Respectfully submitted, 
Thelen, Reid and Priest LLP 



ThelenReid& Priest LLP 
P.O. Box 640640 
San Jose CA 951 13-0640 
Tel: 408.292.5800 
Fax: 408.287.8040 
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DUPLlCATt 

Please charge any additional required fee or credit any overpayment not otherwise 
d or credited to deposit account 50-1698. 


Dated: 



ThelenReid& Priest LLP 
P.O. Box 640640 
San Jose CA 951 13-0640 
Tel: 408.292.5800 • 
Fax: 408.287.8040 


Respectfiilly submitted, 
Thelen, Reid and Priest LLP 


^ lKbbertE7K>gbs 



Reg. no. 25,885 


DUPLICATE. 
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I hereby certify that a true and correct copy of the following document: 
AMENDMENT B - IN MERGED REEXAMINATION 

is being deposited with the United States Postal Service as First Class Mail in envelopes 


SueHalverson 
Medtronic, Inc.' 
7601 Northland Drive 
Brooklyn Park, MN 55428 


Lawrence T. Cullen, Esq. 
McDermott, Will & Emery 
600 13* Street, N.W. 
Washington DC 20005-3096 


on the date shown below: 
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* 


Date; 
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Name: 
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Interview Summary 
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Exhibit shown or demonstration conducted: d)l3 Yes 6)0 No. . 

If Yes, brief description: Models of the device of U.S. Pat No. 536.684 were shown . 

Claimfs^ discussed: 13.33. and 60-62 . 

Identification of prior art discussed: U.S. Patent Nos. 536.684 and 1243. 105 . 

Agreement with respect to the claims f)^ was reached, g)^ was not reached, h)^ N/A. 


Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached^ or any other comments: See Continuation Sheet . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 
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U.S. Patent and Trademark Office 
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Title 37 Code of Federal RegulaUons (CFR) § 1.1 33 Interviews 
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'Contents' section of the file wrapper. In a personal interview, a duplicate of the Form Is gh^en to the appOcant (or attorney or agent) at the 
conduston of the int^ew. In the case of a telephone or video-conference Interview, the copy Is maDed to the applicant's correspondence address 
eith^ with of prior to the next official communication. If additional correspondence from the examiner Is not likely before an allowance or if other 
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The Form provides for recordation of the following information: 
. - Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of Interview (telephonic, video^nference, or personal) 

- Name of particlpant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An Indication whether or not an exhibit vras shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allovrabiiity is tentath/e and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner vrtio coriducted the interview (if Form is not an attachment to a signed OfHce, action) 

It is desirable that the examiner orally remind the appGcant of his or her obi'^ation to record the substance of the inten/iew of each case. It 
should be noted, however, that the Inten^ew Summary Form will not normally be considered a complete and proper recordation of the interview 
* unless It Includes, or is supplemented by the applicant or the examiner to include, ail of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 

1) A brief description of the nature of any exhibit shown or any demonstration conducted, * 

2) an Identification of the claims dfecussed. 

3) an Wentification of the specific prior art discussed, 

-4) an Identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 
Inten^lew Summary Fonn completed by the Examiner, 

5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identiflcadon of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments Is not 
required. The Identiftcation of the arguments is sufficient If the general nature or thnist of the principal arguments made to the - 
examiner can be understood In the context of the appGcation file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the inten^iew unless already described in the Interview Summary Form completed by 
the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 
accurate, the examiner will gh/e the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the exarriiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the Indication, "Interview Record OK on the 
paper recording the substance, of the interview along vA\h the date and the examiner's initials. 
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Continuation Sheet (PT0L413) 


Application No. 90/008,460 


Continuation of Sul)stance of Interview including description of the general nature of what was agreed to if an 
agreement was reached, or any other comments: Claim 13 will be amended to include a'limitation regarding a cam 
member being captured by the middle portion of an aperture in an apparatus body regardless of the orientation of the 
body and the presence of a suture in the aperture. Claim 33 will be amended to include a limitation regarding 
movement of the cam member, which in an "unengaged position," a suture can move through an aperture in a first 
longitudinal direction; and in an "engaged position " movement of the suture is opposed only in a second longitudinal 
direction in the aperture. Claims 60-62 will each be amended to include a limitation regarding movement of first and 
second cam members in respective first and second apertures, where in each aperture, a suture can move in a first 
longitudinal direction when the cam member is in an "unengaged position," and movement of the suture is opposed in 
a second longitudinal direction when the cam member is in ah "engaged position," and where the first longitudinal 
direction along the first aperture and first longitudinal direction along the second aperture are only directed to an upper 
surface of the apparatus body . 
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Research Information: 

Utility, . Design and Plant Patents 
patno=6066160 

UNITED STATES PATENT AND TRADEMARK OFFICE GRANTED PATENT 

6066160 


May 23, 2000 

Passive knotless suture tenninator for use in minimally invasive suigery and to facilitate 

standard tissue securing 


REEXAM-LmGATE: November 25, 2002 - Reexamination requested by Medtronic, Inc., Reexamination No 
90/006,460 (O.G. January 7, 2003) Ex. Gp: 3731 

June 16, 2004 ■ Reexamination requested by Kenneth L. Cage, Reexamination No. 90/007,016 (O.G. August 3, 2004) 
Ex. Gp: 3731 

APPl^NO: 198087 (09) 

FDLED-DATE: November 23, 1998 

GRANTED-DATE: May 23. 20Q0 

ASSIGNEE-AT-ISSUE: Quickie LLC, New York. New York, United States (US), 02 

ASSIGNEE-AFTER-ISSUE: November 23, 1998 - ASSIGNMENT OF ASSIGNORS INTEREST (SEE 
DOCUMENT FOR DET/ULS)., QUICKIE, LLC ATTN: ALAN FELL 3 NEW YORK PLAZA NEW YORK NEW 
YORK 10004, Reel and Frame Number 09608/0640 

LEGAL-REP: Pepe & Hazard 
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n/mm 

01 FCjIMS 


Approved for use through 01/31/2004 ohi^S^ 
U S. Patent and Trademark Office. U S DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1695. no persons are required to respond to a coHedion of information unless it displays a valid 0MB control number. 


(Also referred to as FORM PTO • 14$$) 

REQUEST FOR £)fP;»/?T£ REEXAMINATION TRANSMITTAL FORM 


Address to: 

Assistant Commissioner for 
Box Reexam 
Washington, D.C. 20231 


1 . E] This is a request for ex parte ree: 
- issued May 23, 2000 



Attorney Docket No. 
Date: Noverber 22, 20)2 


nt to 37 CFR 1 .51 0 of patent number 6,066,160 
is made by: 


□ patent owner. 


[3 third party requester. 


2. \n The name and address of the person requesting reexamination is: 

• Medtronic, Inc. 


710 Meyltmnin Parkvay 


ffinnfflpnlis, m 55432 


3.D a. A check in the amount of $_ 


js enclosed to cover the reexamination fee, 37 CFR 1 .20(c)(i); 


13 b. The Commissioner is hereby authorized to charge the fee as set forth in 37 CFR 1 .20(c )(i) 
to Deposit Account No. 13-^46 


or 


□ c. Payment by credit card. Fomi PTO-2038 is attached. 

4. 5] Any refund should be made by □ check or E] aedit to Deposit Account No. 13-2546 . . 

37 CFR 1 .26(c). If payment is made by credit card, refund must be to credit card account. 

5. [xl A copy of the patent to be reexamined having a double column format on one side of a separate 
paper is enclosed. 37 CFR 1 .510(b)(4) 

6. n CD-ROM or CD-R in duplicate. Computer Program (Appendix) or large table 

f 7. Q Nucleotide and/or Amino Add Sequence Submission 
If applicable, all of tfie foJIowing are necessary 

a. □ Computer Readable Form (CRF) 

b. Specification Sequence Listing on: 

HTHITTY m^^RM'^^Mi^''^'^^^ CD.R (2 copies); or 
ii □ paper 
252045 H) 

c. LJ Statements verifying identity of above copies 

8. D A copy of any disclaimer, certificate of coaection or reexamination certificate issued in the patent is 
included. 

9.51 Reexamination of claim(s) 13, IR-zfl, ?? anri .1? is requested. 

10.[x] A copy of every patent or printed publication relied upon is submitted herewiUi including a listing 
thereof on Form PTO-1449. 

1lO An English language translation of all necessary and pertinent non-English language patents and/or 
printed publications is included. 
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Burden Hour Statement This form is estimated to take 2 0 hours to complete Time win vary depending upon the needs of the Individual case Any comments on 
the amount of bme you are required to complete this form should be sent to the Chief Informabon Officer, U S Patent and Trademark Office, Washington, DC 
20231 DO NOT SEND FEES OR COMPLETED FORIiflS TO THIS ADDRESS SEND TO Assistant Commissioner for Patents, Box Reexam ' Washinoton' DC 
20231. ' 


PTO/SB/57 (02^1) 
Approved for use through 01/31/2004 0MB 0651-0033 
U S. Patent and Trademark Office; U S. DEPARTMENT OF COMMERCE 
Under the Paperworii ReducBon Act of 1595. no persons are required to respond to a collection of mformadon unless It displays a vetid 0MB control nuniber 
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c 

1 

12. H The attached detailed request includes at least the following items: 

a. A statement identifying each substantial new question of patentability based on prior 
patents and printed publications. 31 CFR 1.510(b)(1) 

b. An identification of eyery claim for which reexamination is requested, and a detailed 
explanation of the pertinency and manner of applying the cited art to every claim 
for which reexamination is requested. 37 CFR 1.510(b)(2) 

1 3. n A proposed amendment is included (only where tiie patent owner is the requester). 37 CFR 1 .51 0(e) 

14. (3 a- It is certified that a copy of this request (if filed by other tiian the patent owner) has been 

served in its entirety on Uie patent owner as provided in 37 CFR 1.33(c). 
The name and address of the party served and the date of service are: 

Todd S. Sharinn (By fbil) 

Bryan Cave LLP 

245 Park Avenue, 28th Floor 

New York, MY 10167 

Date of Service: 11-22-2002 :or 
Q b. A duplicate copy is enclosed since service on patent owner was not possible. 

15. 0 Corresponder 

Q Customer Nur 
OR 

tee Address: Direct all communication about tiie 

reexamination to: 

.bar. 27^1 

Type Customer Number here 


Place Customer Number Bar 
Code Label here 

— 1 Finm or 

^ Individual Name 


: Address (linel) 


Address (line 2) 


City 


State 

Zip 

J 

n s 

y 

?^ 

Country 


Telephone 


Fax 


16. H The patent is cun-enUy the subject of the following concun^ent proceeding(s): 
n a. Copending reissue Application No. 
n b. Copending reexamination Control No. 
n c. Copending Interference No. 
d. Copending litigation styled: 
Quickie L.L.C. v. Medtronic, Inc, 02CIV1157(GEL) 
U.S. District Court, Southern District of New York 

WARNING: Information on this form may become public. Credit card Information should not 
be included on this form. Provide credit card Information and authorization on PTO-2038. 

Authorized Signature 

1/ /t i /2c><^ 2 . 1^ For Patent Owner Requester 

' l)afe ' ' C3P For Third Party Requester 


[Page 2 of 2] 


When substituting cams for the deflectable members, at least one obvious 
orientation would therefore be to have their free ends directed toward the center 
of the device, so that they also would have mirror image counterparts. Another 
obvious orientation would be to have adjacent cams and recesses be mirror 
images of one another, as in the Creager patent. As set forth in the above text and 
claim charts, substitution of cams located within the apertures, as in the Creager 
patent, would thus produce the invention as claimed. 

As set forth in the claim charts above, even if claim 33 is not anticipated 
by die '684 Creager patent, it is believed that all limitations of claim 33 are 
obvious over the '684 Creager patent in combination with the Shepherd '188 
patent and that Qaim 33 is thus invalid under 35 USC Section 103. 


Respectfully submitted, 




Daniel W. Latham, Reg. No. 30,401 
Senior Patent Attorney 
Tel. 763.391.9661 
Fax. 763.391.9668 
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Research Information: 
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patno=6066l60 

UNITED STATES PATENT AND TRADEMARK OFFICE GRANTED PATENT 

6066160 
May 23, 2000 

Passive knotless suture tenninator for use in minimally invasive surgery and to facilitate 

standard tissue securing 


REEXAM^UTIGATEi November 25, 2002 - Reexamination requested by Medtronic, Inc., Reexamination No. 
90/006,460 (O.G. January 7, 2003) Ex. Gp: 373 1 

June 16, 2004 - Reexamination requested by Kenneth L Cage. Reexamination No. 90/007,016 (O.G. August 3, 2004) 
Ex. Gp: 3731 
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YORK 10004, Reel and Frame Number: 09608/0640 
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referred to z 

REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM 


1 


Address to: 

Mall Stop Ex Parte Reexam 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313*1450 


66548 U.S.PTO 


06/16/04 


Attorney Docket No.: 52734-101 

Date: June 16, 2004 


1. B TWs is a request for ex parte reexamination pursuant to 37 CFR 1 .510 of patent number 6,066,160 
issued May 23, 2000 . The request is made by: 

patent owner, third party requester. 

The name and address of the person requesting reexamination is: 

Kenneth L. Cage 

McDermott, Will & Emerv, LLP 


600 13th Street. NW. Washington, DC 20005-3096 


3. □ a. A check in the amount of $. 


Js enctesed to cover the reexamination fee, 37 CFR 1.20(c)(1); 


S b. The Director s hereby authorized to charge the fee as set forth in 37 CFR 1 20(cK1) of 2,520.00 

to Deposit Account No . 500417 (submit duplicate of this fonm for fee processing); or 

D c. Payment by credit card. Form PTO-2038 is attached. 

4. H Any refund should be made by □ checlc or E! credit to Deposit Account No. 500417 

37 CFR 1 .26(c). If payment is made by credit card, refund must be to credit card account 

5. \E\ A copy of the patent to be reexamined having a double column format on one side of a separata 

paper is enclosed 37 CFR 1.510(b)(4) 


3 6. n CD-ROM or CD-R in duplicate, Computer Program (Appendix) or large table 

7. IZl Nudeotids and/or Amino Add Sequence Submission 
If applicable, all of the following are necessary. 

Computer Readable Forni (CRF) 

b. Specification Sequence Listing on; 

1. □ CD-ROM (2 copies) or CD-R (2 copies); or 
ii- d paper 

c. CH Statenrents verifying Identity of above copies 

8. (ID A copy of any disdaimer, certificate of con^dion or reexamination certificate issued in the patent Is Included. 

9. El Reexamination of ciaimfs^ 13. 18-20. 22 and 33 is requested. 

10. [X] A copy of every patent or printed publication relied upon is submitted herewith including a listing thereof on 
Form PTO-1449 or equivalent 86/23/2884 (milTTY BBBB86B2 588417 988878^5 

1 1 . [X] An English language translation of all necessary and pertinent non-English language patents and/or printed 
4}ubtications is induded. 


[Page 1 of 2] 

This collection of mtomiation ts required by 37 CFR 1 510 The mrormation is required to obtain or retfit fl^f^gy the pub1a|^4# jjrfite (and by the USPT,0 
to process) an application Confidentiality is governed by 35 U S C 122 and 37 CFR 1 14 This colleckin is estimated tolBTsTTKxXi to complete, Including 
gathenng. preparma and submitting the completed appttcahon form to the USPTO. Time will vary depending upon the indivtduai case Any comments on the 
amount of time you require to complete this fomi and/or suggesbons for reducing thts burden, should be sent to the Chief Infbmistton Officer. U.S. Patent and 
Trademark Office, tJ.S. Department of Commerce, P.O. Box 1450^ Alexandna, VA 22313-1450. 00 NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEMD TO; Mail Stop Ex Parte Reexam, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

tf you need asslstarxe m ocwjp/etwff tooform, ca/l t-aowro-9f 99 antf se/ecf option 2. 


VI. CONCLUSION 

A substantial new question of patentability of claims 13, 18-20, 22 and 33 is raised in 


view of: 


(i) the '698 Preissman Patent alone, or considered in view of the '188 Shepherd 


Patent; 


(ii) the '684 Creager Patent alone, or considered in view of the ' 1 88 Shepherd Patent; 


and/or 


Ciii) the '805 Plante Patent alone, considered in view of the '188 Shepherd Patent. 


1^ The Requester respectfiilly submits that the ' 160 Colvin Patent be reexamined in view of 
pihe showing in this Request that a substantial new question of patentabUity is present. 

M ResDecmilly submitjed^ 
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McDermott, Will & Emery 
;;600 13th Street, NW 
gWashingon,D.C. 20005 
^"(202)756-8000 
Date: June it 2004 
Facsimile (202) 756-8087 
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CERTIFICATE OF SERVICR 


I hereby certify that the attached-papers (Associate Power Of Attorney and Change Of 
Correspondence Address) were served this day, June 16, 2004, on Robert E. Krebs, attorney of 
record for the Patent Owner, by causing a true copy of said papers to be deposited with the 
United States Post Office as First Class Mail in an envelope addressed to: 


Robert K Krebs 
ThelenReid& Priest LLP 
P.O. Box 640640 
San Jose, CA 95164-0640 


i3 
Q 
P 
C3 

p 

C3 


en 

P 


Lawrence T. Cullen 


McDERMOTT, WILL & EMERY 
600 13th Street, N.W. 
Washington, DC 20005-3096 
Tel: (202)756-8380 
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Maier & Maier, PLLC 

Intellectual Property Law 
128 North Pitt Street, Second Floor 
Alexandria, Virgiota USA 223 14 

(703) 740-8322 
FAX: (703)991-7071 
e-mail: infofSinaierandmaier.coTn 
web: www.maierandTnaier.cfiTn 

September 26, 2006 

Mr. Charles Berman / Intellectual Property Department 
Greenberg Traurig, LLP 
885 Third Avenue, 21" Floor 
New York, NY 10022 


CONFIDENTIAL - ATTORNEY/CLIENT COMMUNTrATTON 

KB: U.S. Patent No. 6.066.160 of Dr. Stephen B. Hnlvin 

To Whom It May Concern: 

Our firm, Maier & Maier, PLLC, was recently retained to represent Dr. Stephen B. 
Colvin his company. Quickie LLC dne to his patent attorney having a conflict. Specifically, we 
have been asked to represent Quickiei, LLC and Dr. Colvin before the USPTO in an attempt to 
revive an issued patent that unavoidably expired. We are therefore preparing to file a petition 
with the USPTO that, pursuant to 37 CFR §1.378, MPEP §2590 and MPEP §711.03, contains a 
. showing that the delay was unavoidable since reasonable care was taken to ensure that the 
maintenance fee would be paid timely and that the petition was filed promptiy after the patentee 
was notified of, or otherwise became aware of, the expiration of the patent. 

Accordingly, we are contacting each of the previous firms that handled or had custody of 
Dr. Colvin's / Quickie's patent application (AppUcation No. 09/198,087) and the corresponding 
U.S. patent (Patent No. 6,066,160). We believe that Mr. Todd S. Sharinn may have been most 
closely associated with tiiis case while at your firm. We kindly request copies of any 
engagement agreements with Quickie, LLC, and any transfer letters relating to this application oi 
patent and any docketing records that you would be willing to provide to us. Additionally, if 
there is any other correspondence related to the handling or transfer of Quickie, LLC's patent, or 

Web Address: www.maierandmaier.com 


October 17, 2006 
Page 2 

documents or records that you could provide regarding this matter, we would greatly appreciate 
it. If you can be of assistance in this matter, please contact us by October 4, 2006. 

Please do not hesitate to contact me via phone (703 740-8322 xlOl) or email 
(tjm@maierandmaier.com) if you would like to discuss this matter with me. We greatly 
appreciate any information, data or records that you may be able to provide to us. 

Willi best regards. 

Very truly yours, 
MAIER & MATER, PLLC 

Timothy J. Maier 
Reg. No. 51986 


TJMicjm: 

Enclosure(s): 


Maier & Maier, PLLC 

Intellectual Property Law 
128 North Pitt Street, Second Floor 
Alexandria, Virginl\ USA 223 1 4 

(703) 740-8322 
FAX: (703) 991-7071 
e-mail: info(2hnaierandniaier.coTn 
web: www.maierandmaier.coTn 

September 26, 2006 

Mr. Charles Berman / Intellectual Property Department 
Greenberg Tranrig, LLP 
885 Third Avenue, 21'' Floor 
New York, NY 10022 


CONFIDENTIAL - ATTORNEY/CLIENT COMMUNTCAnTTON 

RE: U.S. Patent No. 6.066.160 of Dr. Stephen B. Colvin 

To Whom It May Concern: 

Our firm, Maier & Maier, PLLC, was recently retained to rq)resent Dr. Stephen B. 
Colvin his company, Quickie LLC due to his patent attorney having a conflict. Specifically, we 
have been asked to represent Quickie, LLC and Dr. Colvin before the USPTO in an attempt to 
revive an issued patent that unavoidably expired. We are therefore preparing to file a petition 
with the USPTO that, pursuant to 37 CFR §1 .378, MPEP §2590 and MPEP §71 1 .03, contains a 
showing that the delay was unavoidable since reasonable care was taken to ensure that the 
maintenance fee would be paid timely and that the petition was filed promptly after the patentee 
was notified of, or otherwise became aware of, the expiration of the patent. 

Accordingly, we are contacting each of the previous firms that handled or had custody of 
Dr. Colvin's / Quickie's patent application (Apphcation No. 09/198,087) and the corresponding 
U.S. patent (Patent No. 6,066,160). We believe that Mr. Todd S. Sharinn may have been most 
closely associated with this case while at your firm. We kindly request copies of any 
ensagement agreements witii Quickie, LLC, and any transfer letters relating to this application or 
patent and any docketing records that you would be willing to provide to us. Additionally, if 
thare is any other correspondence related to the handling or transfer of Quickie, LLC's patent, or 
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documents or records that you could provide regarding this matter, we would greatly appreciate 
it. If you can be of assistance in this matter, please contact us by October 4, 2006. 

Please do not hesitate to contact me via phone (703 740-8322 xlOl) or email 
(tim@maierandmaier.com) if you would like to discuss this matter with me. We greatly 
appreciate any information, data or records that you may be able to provide to us. 

With best regards, 

Very truly yours, 
MAIER & MAIER, PLLC 

^^^^^ 

Timothy J. Maier 
Reg. No. 51986 


TJM:cjm: 

Enclosure(s): 


Maier 86 Maier, PLLC 

Intellectual Property Law 
1 28 NORTH Pitt Street, Second floor 
Alexandria, Virginl\ USA 22314 

(703) 740-8322 
FAX: (703) 991-7071 
e-mail: infotShnaierandm aier.com 
web: ■www.niaierandmaier.cnni 

September 26, 2006 

Mr. Robert E. Krebs 
Thelen Reid & Priest LLP 
225 West Santa Clara Street 
Suite 1200 

San Jose, CA 951 113 


CONFIDENTIAL - ATTORNEY/CLIENT COMMUNTCATTON 

RE: U.S. Patent No. 6.066.160 of Dr. Stephen B. Colvin 

Dear Mr. Krebs: 

Our firm, Maier & Maier, PLLC, was recently retained to represent Dr. Stephen B. 
Colvin and Quickie, LLC due to his patent attorney having a conflict. Specifically, we have 
been asked to represent Dr. Colvin and Quickie, LLC before the USPTO in an attempt to revive 
aa issued patent that unavoidably expired. We are therefore preparing to file a petition with the 
USPTO that, pursuant to 37 CFR §1.378, MPEP §2590 and MPEP §711 .03, contains a showing 
that the delay was unavoidable since reasonable care was taken to ensure that the maintenance 
fee would be paid timely and that the petition was filed promptly after the patentee was notified 
of, or otherwise became aware of, the expiration of the patent. 

Accordingly, we are contacting each of the previous firms that handled or had custody of 
Quickie's / Dr. Colvin's patent application (Application No. 09/198,087) and the corresponding 
U.S. patent (Patent No. 6,066,160). We kindly request copies of anv engagement agreements 
with Dr. Colvin or Quickie, LLC, any transfer letters relating to this appUcation or patent and 
any docketing records that you would be willing to provide to us. Additionally, if there is any 
otha: con:espondence related to the handling or transfer of Quickie's patent, or any other relevant 
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dociments or records that you could provide regarding this matter, we would greatly appreciate 
it. If you can be of assistance- in this matter, please contact us by October 4, 2006. 

Please do not hesitate to contact me via phone (703 740-8322 xlOl) or email 
(tjm@maierandmaier.com) if you would like to discuss this matter with me. We greatly 
appreciate any information, data or records that you may be able to provide to us. 

Witii best regards. 

Very truly youre, 
MAIER & MAIER, PLLC 

Timothy J. Maier 
Reg. No. 51986 


TJMtcjm: 

Enclosure(s): 


Maier 85 Maier, PLLC 

Intellectual Property Law 
128 North Pitt Street, Second Floor 
Alexandrdv, Virginia USA 223 14 

(703) 740-8322 
FAX: (703) 991-7071 
e-mail: info(a>inaierandmaier r^wn 
web: www.maierimdmaiw. rxm 


Sheila P. Klapatch 17, 2006 

Pepe& Hazard LLP 
225 Asylum St. 
Hartford, CT 06103 


CONFIDENTTAT. - ATTORNFY/rr jigNT COMMTimr 
RE"- U.S. Patent No , 6.066.1 60 nf Quickie. UP. 
Dear Ms. Klapatch: 

Thank you for your letter Dated October 3, 2006. You included letters dated: 

1. May 1,2001 to Quickie, LLC with the listing offiles to be transferred signed 
by Alan Fell on behalf of Quickie, LLC, and 

2. May 21. 2001 to Todd S. Sharinn Usting the files to be transferred to his 
personal law firm fi:om Pepe Hazard. 

re^nn^XrH^ f"''!^* information and letters you provided clear Pepe Hazard from any 
responsibility for the expnration of the above-referenced patent for failurTto timely m^i^L, 
maniten^ce tee. We appreciate your willingness to off^ additional asTLLS^ We ly bet 
touch in the fiiture should we require any assistance. «>'>isiance. we may be m 


With best regards, 


Very truly yours, 
MAIER & MAIER, PLLC 

Timothy J. Maier 
Reg. No. 51986 
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Maier & Maier, PLLC 

Intellectual Property Law 
128 North Pitt Street, Second Floor 

ALEXANDRL\, VirgINL\ USA 22314 
(703) 740-8322 
FAX: (703) 991-7071 
e-mail: infotgHmaierandmaier enin 
web: ■www.maierandmaier.cfiTTi 

October 17, 2006 

Mr. Robert E. Krebbs 
Thelen Reid & Priest LLP 
225 West Santa Clara Street 
Suite 1200 
San Jose, CA 95113 


CONFIDENTIAL - ATTOPNff V/CLIENT rOMTyiUNTC ATTON 

U-S. Patent No. 6.066.16Q of 0»i clde. LLC. iSr. Stephen Colvin 

Dear Mr. Krebbs: 

Fmtiier to our letter of September 26, 2006 (attached) we have received no infoimatinn 
from yonr firm regardmg the above-referenced matter. We are currently under the duty of 
dihgence before the USPTO in this petition matter under rule 37 C.F.R. 1 .378(b). 

Accordingly, we need any and all information related to Application No 09/198 087 
U.S. Patent No. 6,066,1 60, Re-Examination 90/006,460 filed November 25 2002 and Re ' 
Examination 90/007,085 filed June 30, 2004. In conjunction with these matters, to establish 
ownership and responsibility for these matters, we also immediately need the followine 
mformation: ^ 

1. Copies of any file engagement agreement/ la w firm agreeme nt/ client rftfamer nr fe^ 

agreement with Quickie, LLC / Alan Fell / Dr. Colvin / and/or Todd S Sharinn- 

Greenburg Traurig, LLP, or Medtronic. * 

2. Copies of any file transfer letters relating to the above-referenced matters, including 

but not lumted to, transfer to or firom Todd S. Sharinn's personal law finn or 
individually, to or firom Greenburg Traurig LLP, or any other law firm or corporate 
entity or party. 

3 . Copies of any docketing records relating to m. of the above-referenced matters that 
were maintained on Greenburg' s docketing system at any time. 

4. Copies of any correspondence related to the handling or transfer of Quickie LLC's/ 
Alan Fell's/ Dr. Colvin's patent, or any other relevant documents or records that you 
could provide regarding this matter, we would greatly appreciate it. 
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We are aware that your firm filed and prosecntftrt for the subject patent Re-Examination 
90/007,085 which was merged with a prior filed Re-Examination 90/006,460, during the two- 
year window for timely filing a 37 C.F.R. 1 .378 (c) unintentional petition. 

If you intend to be of assistance in this matter, please contact us by October 20. 2006 . 

Please do not hesitate to contact me via phone (703 740-8322 xl 01) or email 
(tjm@maierandmaier.com) if you would like to discuss this matter with me. We greatly 
appreciate any information, data or records that you may be able to provide to us. 


With best regards, 


Very truly yours, 
MAIER & MAIER, PLLC 



Timothy J. Maier 
Reg. No. 51,986 


TJMicjm: 

Enclosure(s): 
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Alexandria, Virginia USA 22314 

(703) 740-8322 
FAX: (703) 991-7071 
e-mail: mfofShiiaieraiidniaierxoTn 
web: www.niaierandmaier.coin 

October 17,2006 

Mr. Todd S. Shariim, Of Coxmsel 
Baker & McKenzie LLP 
1114 Avenue of the Americans 
New York, NY, 10036 


CONFTOENTIAL - ATTORNEY/CLIENT COMMUNICATTON 

RE: U.S. Patent No, 6.066,160 of Quickie. LLC, Dr. Stephen Colvin ^ 

DearMr. Sharinn: 

Further my phone correspondence of October 13, 2006, my cUent has authorized an hour 
of your time at your rate of $500/hr to discuss material information related to the above 
referenced matter. I look forward to hearing back from you in the very near future. 

Attached is a letter previously sent to your prior employer Greenberg Traurig, LLP. We 
are currently under the duty of diligence before the USPTO in this petition matter under rule 37 
CP .R. 1.378(b). 

Accordingly, we need any and all information related to AppUcation No. 09/198,087, 
U.S. Patent No. 6,066,1 60, Re-Examination 90/006,460 filed November 25, 2002 and Re- 
Examination 90/007,085 filed June 30, 2004. In conjunction with these matters, to estabhsh 
ownership and responsibility for these matters, we also immediately neied the following 
information: 

1. Copies of any file engagement agreement/ law firm agreement/ client retainer or fee 
agreement with Quickie, LLC / Alan Fell / Dr. Colvin / and/or Greenburg Traurig, 
LLP from you personally or your personal law firm from the time you left Pepe 
Hazard around May of 2001 . 

Copies of any file transfer letters relating to the above-referenced matters, including 
but not limited to, transfer to or from your personal law firm or individually, to or 
from Greenburg Traurig, or any other law firm or corporate entity or party. 

Copies of any docketing records relating to any of the above-referenced matters that 
were maintained on Greenburg* s docketing system at any time. 

Copies of any correspondence related to the handling or transfer of Quickie, LLC's/ 
Alan Feirs/ Dr. Colvin' s patent, or any other relevant documents or records that you 
could provide regarding this matter, we would greatly appreciate it. 


2. 

3. 
4. 
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5. Copies of letters showing your dates employment with Greenburg Traurig, LLP. 

6 . Copies of any correspondence showing that you worked on Re-Examination 
90/006,460 filed November 25, 2002. 

7 . Copies of any letters showing yon entered private practice, in particular letters 
showing docketing of maintenance fees for the above referenced matters after leaving 
Pepe Hazard, LLP. 


If you intend to be of assistance in this matter, please contact us by October 20, 20Q6 > 

Please do not hesitate to contact me via phone (703 740-8322 xlOl) or email 
(tjm@maierandmaier.com) if you would like to discuss this matter with me. We greatly 
appreciate any information, data or records that you may be able to provide to us. 

With best regards, 

Very truly yours, 
MAIER & MAIER, PLLC 

Timothy J. Maier 
Reg. No. 51,986 


Enclosure(s): 


Maier & Maier, PLLC 

Intellectual Property Law 
128 NORTH Pitt Street, Second Floor 

ALEXANDRIA, VlRGINL\ USA 223 14 
(703) 740-8322 
FAX: (703) 991-7071 
e-mail: info(2iinai erandm aicr. com 
web: www.maierandmaier.CQTn 

October 17, 2006 

Mr, Richard A. Rosenbaiun / Chris Bianco IP docketing Specialist 
Greenberg Traurig, LLP 
MetLife Building, 
200 Park Avenue, 
New York, NY 10166 


CONFTOENTIAL - ATTORNEY/CLIENT COMMUNICATION 

RE: U.S. Patent No. 6.066.160 of Quickie. LLC / Dr. Stephen Colvin 

Dear Mr. Rosenbaum and Mr. Bianco: 

Further to our letter of September 26, 2006 (attached) we have received no information 
from your firm regarding the above-referenced matter. We are currently under the duty of 
diligence before the USPTO in this petition matter under rule 37 C.F.R. 1.378(b). 

Accordingly, we need any and all information related to Application No. 09/198,087, 
U.S. Patent No. 6,066,160, Re-Examination 90/006,460 filed November 25, 2002 and Re- 
Examinaition 90/007,085 filed June 30, 2004. In conjunction with these matters, to establish 
ownership and responsibility for these matters, we also inmaediately need the foUowmg 
information: 

1. Dates Mr. Todd S. Shariim was employed by Greenburg, Traurig, LLP. 

2. Copies of any file engagement agreement/ law firm agreement/ client retainer or fee 
agreement with Quickie, LLC / Alan Fell / Dr. Colvin / and/or Todd S. Sharinn. 

3. Copies of any file transfer letters relatmg to the above-referenced matters, including 
but not limited to, transfer to or from Todd S. Sharinn's personal law firm or 
individually to Greenburg Traurig, transfer to or from Thelen,^eid & Priest from 
Greenburg Traurig or any other law firm or corporate entity or party. 

4. Copies of any docketing records relating to any of the above-referenced matters that 
were maintained on Greenburg' s docketing system at any time. 

5 . Copies of any correspondence related to the handling or transfer of Quickie, LLC s/ 
Alan Fell's/ Dr. Colvin' s patent, or any other relevant documents or records that you 
could provide regarding this matter, we would greatly appreciate it. 
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If you intend to be of assistance in this matter, please contact us by October 20. 2006 . 

If you have any questions or need clarification regarding the information I am requesting 
please do not hesitate to contact me via phone (703 740-8322 xl 01) or email 
(tjm@maierandmaier.com). We greatly appreciate any information, data or records that you may 
be able to provide to us to comply with our diligence requirements. 


With best regards, 


Very truly yours, 
MMER & MAiER,-PLLC 



Timothy J. Maier 
Reg. No. 51986 


TJM:cjm: 

Enclosure(s):Sept. 26, 2006 letter 


Maier 86 Maier, PLLC 

Intellectual Property Law 
128 North Pitt Street, Second Floor 
Alexandria, Virginia USA 223 14 
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FAX: (703) 991-7071 
e-mail: infofgtmaierandmaier.com 
web: www. maierandmaier.com 

October 23, 2006 

Dennis C. Fleischmann 

Bryan Cave LLP 

1290 Avenue of the Americas 

New York, NY 10104-3300 


CONFTOENTIAL - ATTORNEY/CLIENT COMMUNICATION 

RE: U.S. Patent No. 6.066.160 of Quickie, LLC / Dr. Stephen Colvin 

Dear Mr. Fleischmann: 

We are currently under the duty of diligence before the USPTO a petition matter 
under rule 37 C.F.R. 1 .378(b) for the above-referenced matter. 

Accordingly, we need any and all information related to Application No. 
09/198,087, U.S. Patent No. 6,066,160, Re-Examination 90/006,460 filed November 25, 
2002 and Re-Examination 90/007,085 filed June 30, 2004. In conjunction with these 
matters, to establish ownership and responsibility for these matters, we also immediately 
need the following information: 

1 . Dates Mr. Todd S. Sharinn was employed by Bryan Cave, LLP. 

2. Copies of any file engagement agreement/ law firm agreement/ client retainer 
or fee agreement with Quickie, LLC / Alan Fell / Dr. Colvin / and/or Todd S. 
Sharinn. 

3. Copies of any file transfer letters relating to the above-referenced matters, 
including but not limited to, transfer to or fi"om Todd S. Sharinn's personal 
law firm or individually to Greenburg Traurig, transfer to or fi:om Thelen, 
Reid & Priest fi:om Greenburg Traurig or any other law firm or corporate 
entity or party. 


4. 


Copies of any docketing records relating to ^ of the above-referenced 
matters that were maintained on Greenburg' s docketing system at any time. 


5. Copies of any correspondence related to the handling or transfer of Quickie, 
LLC's/ Alan Fell's/ Dr. Colvin's patent, or any other relevant documents or 
records that you could provide regarding this matter, we would greatly 
appreciate it. 

If you intend to be of assistance in this matter, please contact us by October 27. 


If you have any questions or need clarification regarding the information I am 
requesting please do not hesitate to contact me via phone (703 740-8322 xlOl) or email 
(tjm@maierandmaier.com). We greatly appreciate any information, data or records that 
you may be able to provide to us to comply with our diligence requirements. 


With best regards. 


2006. 


Very truly yours, 
MAIER & MAIER, PLLC 



Timothy J. Maier 
Reg. No. 51986 
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Timothy J. Maier 


From: "Haracz, Stephen M." <smharacz@BryanCave.com> 
To: "Timothy J. Maier" <tjm@maierandmaier.com> 

Cc: "Fleischmann, Dennis C." <dcfleischmann@BryanCave.com>; "Londono, Christina M." 

<cmlondono@BryanCave.conn> 
Sent: Tuesday, October 24, 2006 3:20 PM 
Subject: RE: US patent 6,066,160 to Colvin at al. 

todd sharinn's departure date from bryan cave was 10/29/98, 


Stephen M. Haracz, Esq. 

BRYAN CAVE LLP 

1 290 Avenue of the Americas 

New York. N.Y. 10104 

Phone:212-541-1271 

Fax:212-541-4630 

smharacztaibryancave.com 

www.brvancave.com 


— Original Message 

From: Timothy J. Maier [mailto:tjm@maierandmaier.com] 
Sent: Tuesday, October 24, 2006 2:57 PM 
To: Haracz, Stephen M. 

Cc: Fleischmann, Dennis C; Londono, Christina M. 
Subject: Re: US patent 6,066,160 to Colvin et al. 

Dear Colleagues, 

Thank you for your response and suggestions. Pepe Hazard and Greenberg Traurig and other 
individuals and entities have aheady been contacted regarding this matter. 

It is our understanding that Todd Sharinn was representing the patent owner.during a time that he 
was employed at Bryan Cave on 1 1/22/02. Please see the attached document. It would be helpful 
to us to get the dates Todd Sharinn was employed so that we can establish our timeline for this 
petition. 

If you have any questions or concerns, please do not hesitate to contact me. 

Best Regards, 
Tim Maier 


Timothy J. Maier* 

Maier & Maier, PLLC 

128 North Pitt Street, 2nd Floor 

Alexandria, VA22314 


10/24/2006 
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(Office) 703.740.8322x101 
(Cell) 703.999.5880 
(Fax) 703.991.7071 
www.maierandmaier.com 

* Admitted in the Commonwealth of Virginia and registered to practice 
before the United States Patent Office (PTO). 
CONFIDENTIALITY NOTICE: 

This e-mail message and any attachments are for the sole use of the 

intended recipient(s) and may contain confidential and privileged information. 

Any unauthorized review, use, disclosure, or distribution is prohibited. 

If you are not the intended recipient, please contact me by reply e-mail and 

destroy all copies of the original message and any attachments.Every effort 

is made to keep our network free from viruses. You should, however, review this 

e-mail message, as v^ell as any attachment thereto, for viruses. We t^e no responsibility 

and have no liability for any computer virus in this email. 

— Original Message — 

From: Haracz. Stephen M. 

To: tjm(a).maierandmaier.com 

Cc: Fleischmann. Dennis C. ; Londono. Christina M. 

Sent: Tuesday, October 24, 2006 1:35 PM 

Subject: RE: US patent 6,066,160 to Colvin et al. 

dear mr maier: 

with regard to your inquiry directed to mr. fleischmann, we 
have found no record of the patent or underlying 
application in our docketing system, suggest you contact 
pepe & hazard or greenberg traurig. 

Stephen M. Haracz, Esq. 

BRYAN CAVE LLP 

1 290 Avenue of the Annericas 

New York, N.Y. 10104 

Phone:212-541-1271 

Fax:212-541-4630 

snriharacz(5)bn/ancave.com 

www.bn/ancave.com 


— Original Message 

From: Fleischmann, Dennis C. 

Sent: Tuesday, October 24, 2006 8:11 AM 

To: Haracz, Stephen M. 

Subjec±: FW: US patent 6,066,160 to Colvin et al. 
Importance: High 


10/24/2006 
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Do you know where this should be directed? 
— Original Message 

From: Timothy J. Maier [mailto:tjm@nnaierandmaier.com] 

Sent: i^onday, October 23, 2006 6:34 PM 

To: Fleischmann, Dennis C. 

Subject: US patent 6,066,160 to Colvin et al. 

Importance: High 

Dear Mr. Fleischmann, 

Please see a copy of the attached correspondence. If you have any questions or concerns, 
please do not hesitate to contact me. 

Best Regards, 

Tim Maier 


Timothy J. Maier* 

Maier & Maier, PLLC 

128 North Pitt Street, 2nd Floor 

Alexandria, VA 223 14 

(Office) 703.740.8322x101 

(Cell) 703.999.5880 

(Fax) 703.991.7071 
www.maierandmaier.com 

* Admitted in the Commonwealth of Virginia and registered to practice 
before the United States Patent Office (PTO). 
CONFIDENTIALITY NOTICE: 

This e-mail message and any attachments are for the sole use of the 

intended recipient(s) and may contain confidential and privileged information. 

Any unauthorized review, use, disclosure, or distribution is prohibited. 

If you are not the intended recipient, please contact me by reply e-mail and 

destroy all copies of the original message and any attachments.Every effort 

is made to keep our network free from viruses. You should, however, review this 

e-mail message, as well as any attachment thereto, for viruses. We take no responsibility 

and have no liability for any computer virus in this email. 


This electronic message is from a law firm. It may contain confidential or privileged 
information. If you received this transmission in error, please reply to the sender to advise of the 
error and delete this transmission and any attachments. 

IRS Circular 230 Disclosure: To ensure compliance with requirements imposed by the IRS, we 
inform you that any U.S. federal tax advice contained in this communication (including any 
attachments) is not intended or written to be used, and cannot be used, for the purpose of (i) 
avoiding penalties under the Internal Reivenue Code or (ii) promoting, marketing, or 
recommending to another party any transaction or matter addressed herein. 
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Timothy J. Maier 


From; "Haracz, Stephen M." <snnharacz@BryanCave.com> 
To: <tjm@maierandmaier.com> 

Cc: "Fleischmann, Dennis C." <dcfleischnriann@BryanCave.conri>; "Londono, Christina M." 

<cmlondono@BryanCave.com> 
Sent: Tuesday. October 24, 2006 1 :35 PM 
Subject: RE: US patent 6,066,160 to Colvin et al. 

dear mr maier: 

with regard to your inquiry directed to mr. fleischmann, we 
have found no record of the patent or underlying application in 
our docketing system, suggest you contact pepe & hazard or 
greenberg traurig. 

Stephen M. Haracz, Esq, 
BRYAN CAVE LLP 
1 290 Avenue of the Americas 
New York, N.Y. 10104 
Phone: 212-541-1271 
Fax: 212^:541-4630 
smharacz@bryahcave.com 
www.bryancave.com 


—"Original Message — 

From: Fleischmann, Dennis C. 

Sent: Tuesday, October 24, 2006 8:11 AM 

To: Haracz, Steplien M. 

Subject: FW: US patent 6,066,150 to Colvin et al. 
Importance: High 

Do you know where this should be directed? 
— Original Message—- 

From: Timothy J. Maier [mailto:tjm@maierandmaier.com] 

Sent: Monday, October 23, 2006 6:34 PM 

To: Fleischmann, Dennis C. 

Subject: US patent 6,066,160 to Colvin et al. 

Importance: High 

Dear Mr. Fleischmann, 

Please see a copy of the attached correspondence. If you have any questions or concerns, please 
do not hesitate to contact me. 
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Best Regards, 
Tim Maier 


Timothy J. Maier* 

Maier & Maier, PLLC 

128 North Pitt Street, 2nd Floor 

Alexandria, VA 22314 

(Office) 703.740.8322x101 

(Cell) 703.999.5880 

(Fax) 703.991.7071 
www.maierandmaier.com 

* Admitted in the Commonwealth of Virginia and registered to practice 
before the United States Patent Office (PTO). 
CONFIDENTIALITY NOTICE: 

This e-mail message and . any attachments are for the sole use of the . ? 

intended recipient(s) and may contain confidential and privileged information. 

Any unauthorized review, use, disclosure, or distribution is prohibited. 

If you are not the intended recipient, please contact me by reply e-mail and 

destroy all copies of the original message and any attachments.Every effort 

is made to keep our network free from viruses. You should, however, review this 

e-mail message, as well as any attachment thereto, for viruses. We take no responsibility 

and have no liability for any computer virus in this email. 


This electronic message is from a law firai. It may contain confidential or privileged information. If you 
received this transmission in error, please reply to the sender to advise of the error and delete this 
transmission and any attachments. 

IRS Circular 230 Disclosure: To ensure compliance with requirements imposed by the IRS, we inform 
you that any U.S. federal tax advice contained in this communication (including any attachments) is not 
intended or written to be used, and cannot be used, for the purpose of (i) avoiding penalties under the 
Internal Revenue Code or (ii) promoting, marketing, or reconunending to another party any transaction 
or matter addressed herein. 
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Pepe & Hazard LLP 
225 Asylum St. 
Hartford, CT 06103 


CdNFTOENtl AL - XtTOT^NEY/CLIENT rOMMUNTrATTON 
RE: U.S. Patent No. 6.066.160 of Quickie. LLC 
Dear Ms. Klapatch or To whom it may Concern: 

Further to our letter dated October 17, 2006, a more complete investigation info this 
matter shows that under 37 C.F.R. 1.36 and 1.363 Pepe ^Hazard LLP still shows up (per the 
USPTO Website) as the 'Tee Address" for payment of maintenance fees. 

More specifically, the law firm of Thelen, Reid & Priest LLP has indicated to us that thev 
are not the responsible party for payment of the maintenance fees. Their position is that they onl^ 
have power of attorney for the Re-examination proceedings for the above-referenced patent 
Further, their position is that we should look to Pepe & Hazard LLP for failure to pay the above- 
referenced maintenance fees. Likewise, we currentiy beheve that Pepe & Hazard LLP may stiU 
have some responsibiUty for this matter. 

Please provide us any additional documentation that may indicate that Pepe & Hazard 
LLP IS not responsible for payment of the maintenance fees in contrast to what is shown on the 
USPTO website. We look forward to your response. We may be in touch in the future should w< 
require any assistance. 

With best regards, 


Sheila P. Klapatch 


October 26, 2006 


Very truly yours^ 
MAiER & MAIER, PLLC 



Timothy J. Maier 
Reg. No. 51986 


TJM:cjm: 
Enclosure(s): 


Web Address: www.maierandmaier.com 


Maier & Maier, PLLC 

Intellectual Property Law 
128 NORTH PITT Street, Second Floor 

ALEXANDRL\, VIRGINL\ USA 223 14 
(703) 740-8322 
FAX: (703) 991-7071 
e-mail: info@maierandmaier.com 
web: www.niaierandniaier.cQTn 

Sent via Email and Courier 

October 26, 2006 

Mr. Robert M. Bluin 

ThelenReid& Priest LLP. 

101 Second Street 
Suite 1800 

San Francisco, CA 94105 


CONFIDENTIAL - ATTORNEY/CLIENT COMMUNICATION 

RE: U.S. Patent No. 6.066>160 of Quickie, LLC, Dr. Stephen Colvin 

Dear Mr. Blum: 

Further to our letters of September 26, 2006 and October 17, 2006 to Mr. Robert 
Krebbs, we have received no direct correspondence from your firm regarcHng the above- 
referenced matter. We are currently under the duty of diligence before the USPTO in this 
petition matter under rule 37 C.F.R. 1. 378(b). 

Accordingly, we need any and all information related to AppUcationNo. 
09/198,087, U.S. Patent No. 6,066,160, Re-Examination 90/006,460 filed November 25, 
2002, and Re-Examination 90/007,085 filed June 30, 2004. In addition, to establish 
ownership and responsibility for these matters, we also immediately need the following 
information: 

1. Copies of any file engagement agreement/ law firm agreement/ client retainer 
or fee agreement with Quickie, LLC / Alan Fell / Dr. Colvin / and/or Todd S. 
Sharinn, Greenburg Traurig, LLP, or Medtronic Inc. 

2. Copies of any file transfer letters relating to the above-referenced matters, 
including but not limited to, transfer to or from Todd S. Sharinn's personal 
law firm or individually, to or from Greenburg Traurig LLP, or any other law 
firm or corporate entity or party. 


3. 


Copies of any docketing records relating to ^ of the above-referenced 
matters that were maintained on Greenburg's docketing system at any time. 


4. Copies of any correspondence related to the handling or transfer of Quickie, 
LLC's/ Alan Fell's/ Dr. Colvin's patent, or any other relevant documents or 
records that you could provide regarding this matter. 

5. 

We are aware that your firm filed and prosecuted for the subject patent Re- 
Examination 90/007,085 which was merged with a prior filed Re-Examination 
90/006,460, during the two-year window for timely filing a 37 C.F.R. 1.378 (c) 
unintentional petition. Additionally, we have careftiUy reviewed the power of attomey 
and change of correspondence address your firm filed in this case, and USPTO rules 
1.36, 1.363 and 1.33 governing these, matters. 

Please do not hesitate to cohtact me via phone (703 740-8322 ixl 01)" or email 
(tjm@maierandmaier.com) if yoxi would like to discuss this matter with me. We greatly 
appreciate any mfoimation, data or records that you may be able to provide to us to assist 
in establishiug our timeline for the above-referenced petition. 

With best regards, 

Very truly yours, 
MAIER & MAIER, PLLC 

Timothy J. Maier 
Reg. No. 51^986 
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Timothy J. Maier 

From: "Timothy J. Maier" <tjm@maierandmaier.com> 

To: "Blum, Robert" <rblum@theienreicl.com> 

Sent: Wednesday, November 08, 2006 4:54 PM 

Attach: MPEP 2250 lll.pdf 

Subject: Re: USP 6,066,160 

Dear Mr. Blum, 

Further to my email of October 26, 2006, we respectfully ask that Thelen Raid (TRP) provide 
information, or a declaration for, TRP's procedures for receiving issued U.S. Patent files, with or 
pursuant to a Power of Attorney naming TRP as a firm or members thereof, and TRP's policies for 
reviewing issued US patent files for docketing any maintenance fee payments and any post-issuance 
responsibility. We also request copies of the above-referenced records. 

I also respectfully direct your attention to the attached copies of MPEP 2250 III and MPEP 2234 
showing that one cannot amend claims in an expired patent. The public record shows that TRP 
unproperly amended the claims after the patent had expired in stark contrast to the teachings in the 
above-referenced MPEP chapters. We look forward to your response and any documents you can 
provide. 

If you have any questions or concerns, please do not hesitate to contact me. 

Best Regards, 
Tim Maier 


— Original Message — 
From: Blum. Robert 
To: Timothy J. Maier 

Sent: Thursday, October 26. 2006 1 :23 PM 
Subject: RE: USP 6,066,160 

Thank you. I will look into this, and we will respond substantively as soon as possible. 


Robert M, Blum 

Partner and General Counsel 

Thelen Reid & Priest LLP 

101 Second Street, Suite 1800 

San Francisco, CA 94105-3606 

Main Phone: 415,371.1200 

Main Fax: 415.371.1211 

Direct Phone: 415.369.7277 

Direct Fax: 415.369.8615 

rblum@t:helenreid.Coni 


WARNING! This electronic mail transmission is intended only for the 
addressee. It contains information from the law firm of Thelen Reid & Priest 
LLP which may be privileged, confidential and exempt from disclosure 
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under applicable law. Dissemination, distribution, or copying of this by 
anyone other than the addressee or the addressee's agent is strictly prohibited. 
If this electronic mail transmission is received in error, please notify Thelen 
Reid & Priest LLP immediately at 212.603.2000 (New York), 202.508.4000 
(Washington, DC), 973.660.4400 (Florham Park, NJ), 415.371.1200 (San 
Francisco), 213.576.8000 (Los Angeles), 408.292.5800 (Silicon Valley) or 
+86.21.5117,5405 (Shanghai). 


Original Message 

From: Timotfiy J. Maier [maiito:tjm@maierandmaier.conn] 
Sent: Thursday, October 26, 2006 7:30 AM 
To: Blum, Robert 
Subject: USP 6,066,160 
Importance: High 

Dear Mr. Blum, 

Please see the attached correspondence. Confirmation via courier. 
Best Regards, 


Timothy J. Maier* 

Maier & Maier, PLLC 

128 North Pitt Street, 2nd Floor 

Alexandria, VA22314 

(Office) 703.740.8322x101 

(Cell) 703.999.5880 

(Fax) 703.991.7071 
www.maierandmaier.com 

* Admitted in the Commonwealth of Virginia and registered to practice 
before the United States Patent Office (PTO). 
CONFIDENTIALITY NOTICE: 

This e-mail message and any attachments are for the sole use of the 

intended recipient(s) and may contam confidential and privileged information. 

Any unauthorized review, use, disclosure, or distribution is prohibited. 

If you are not the intended recipient, please contact me by reply e-mail and 

destroy all copies of the original message and any attachments.Every effort 

is made to keep our network free from viruses. You should, however, review this 

e-mail message, as well as any attachment thereto, for viruses. We take no responsibility 

and have no hability for any computer virus in this email. 
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Timothy J. Maier 

From: "Timothy J. Maier" <tjm@maierandmaier.com> 

To: <todd.s.sharinn@bakernet.com> 

Sent: Wednesday, November 08, 2006 5:03 PM 

Subject: USP 6.066.160 

Dear Todd, 

Further to my voice mail of Oct. 20th and today, we have not received any information from you. We 
look forward to receiving any documents that you may have regarding this matter or any response. 

Please do not hesitate to contact me at the below numbers. 

Best Regards, 
Tim Maier 


Timothy J. Maier* 

Maier & Maier, PLLC 

128 North Pitt Street, 2nd Floor 

Alexandria, VA 22314 

(Office) 703.740.8322x101 

(Cell) 703.999.5880 

(Fax) 703.991.7071 
vAvw.maierandmaier.com 

* Admitted in the Commonwea:lth of Virginia and registered to practice 
before the United States Patent Office (PTO). 
CONFIDENTIALITY NOTICE: 

This e-mail message and any attachments are for the sole use of the 

intended recipient(s) and may contain confidential and privileged information. 

Any unauthorized review, use, disclosure, or distribution is prohibited. 

If you are not the intended recipient, please contact me by reply e-mail and 

destroy all copies of the original message and any attachments.Every effort 

is made to keep our network free from viruses. You should, however, review this 

e-mail message, as well as any attachment thereto, for viruses. We t^e no responsibility 

and have no liability for any computer virus in this email. 
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Timothy J. Maier 

From: "Timothy J. Maier" <tjm@maierandmaler.com> 
To: <BeigheyD@gtlaw.com> 
Sent: Wednesday, November 08, 2006 4:23 PM 
Attach: SCAN2452_000.pdf 

Subject: Re: U.S. Patent No. 6,066,160 of Quickie, LLC/Dr Stephen Colvin 
Dear Ms. Beighey, 

I left you a vmail. Please give me a call at your earliest convenience. We 
need copies of GT*s docketing records for the attached case. It shows GT's 
docketing number and customer number. 

Best Regards, 
Tim Maier 


Timothy J. Maier* 

Maier & Maier, PLLC 

128 North Pitt Street, 2nd Floor 

Alexandria, VA22314 

(Office) 703.740.8322x101 

(Cell) 703.999.5880 

(Fax) 703.991.7071 
www.maierandmaier.com 

* Admitted in the Commonwealth of Virginia and registered to practice 
before the United States Patent Office (PTO). 
CONFIDENTIALITY NOTICE: 

This e-mail message and any attachments are for the sole use of the 
intended recipient(s) and may contain confidential and privileged 
information. 

Any unauthorized review, use, disclosure, or distribution is prohibited. 
If you are not the intended recipient, please contact me by reply e-mail and 
destroy all copies of the origmal message and any attachments.Every effort 
is made to keep our network free from viruses. You should, however, review 
this 

e-mail message, as well as any attachment thereto, for viruses. We take no 
responsibility 

and have no liability for any computer virus in this email. 

Original Message 

From: <Bei ghevD@.gtlaw.com> 
To: < tjm(g)maierandmaier.com> 
Sent: Friday, October 20, 2006 4:06 PM 

Subject: U.S. Patent No. 6,066,160 of Quickie, LLC/Dr. Stephen Colvin 

Dear Mr. Maier, As we discussed this afternoon, the attached 
correspondence has been forwarded to me in my capacity as assistant 
general counsel for Greenberg Traurig, LLP ("Greenberg Traurig"). We 
will be reviewing the applicable files and will get back to you with our 
response to your request for documents as soon as possible. In the 
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meantime, if there is anything that you would like to discuss further, 
please feel free to contact me by e-mail or phone (305/579-0795). 
Thank you. Dawn Beighey 


Tax Advice Disclosure: To ensure compliance with requirements imposed 
by the IRS under Circular 230, we inform you that any U.S. federal tax 
advice contained in this commvmication (including any attachments), unless 
otherwise specifically stated, was not intended or written to be used, and 
cannot be used, for the purpose of (1) avoiding penalties under the Intemal 
Revenue Code or (2) promoting, marketing or recommending to another party 
any matters addressed herein. 

The information contained in this transmission may contain privileged 
and confidential information. It is intended only for the use of the 
person(s) named above. If you are not the intended recipient, you are 
hereby notified that any review, dissemination, distribution or duplication 
of this communication is strictly prohibited. If you are not the intended 
recipient, please contact the sender by reply email and destroy all copies 
of the original message. To reply to our email administrator directly, 
please send an email to postmaster(2).gtlaw.com . 
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n. MAILING 

A transmittal form with the requester's address will 

be iised to forward copies of Office actions (and any 

references cited in the Office actions) to the requester. 

Whenever an Office action is issued, a copy of this 

form will be made and attached to a copy of the Office 

action. The use of this form removes the need to 

retype the requester's address each time a mailing is 

required. When the patent owner is the requester, no 

such form is needed. 
*♦ 

2234 Entry of Amendments [R-31 

37 CFR L12L Manner of making amendments in 
applications, 

***** 

(j) Amendments in reexamination proceedings. Any pro- 
posed amendment to the description and claims in patents 
involved in reexamination proceedings must be made in accor- 
dance with § 1.530. 

***** 

37 CFR L530. Statement by patent owner in ex parte 
reexamination; amendment by patent owner in ex parte or 
inter partes reexamination; inventorship change in ex parte 
or inter partes reexamination, 

***** 

(d) Making amendments in a reexamination proceeding. A 
proposed amendment in an ex parte or an inter partes reexamina- 
tion proceeding is made by filing a paper directing that proposed 
specified changes be made to the patent specification, including 
the claims, or to the drawings. An amendment paper directing that 
proposed specified changes be made in a reexamination proceed- 
ing may be submitted as an accompaniment to a request filed by 
the patent owner in accordance with § 1.510(e), as part of a patent 
owner statement in accordance with paragraph (b) of this section, 
or, where permitted, during the prosecution of the reexamination 
proceeding pursuant to § 1.550(a) or § 1.937. 

(1) Specification other than the claims. Changes to the 
specification, other than to the claims, must be made by submis- 
sion of the entire text of an added or rewritten paragraph including 
markings pursuant to paragraph (f) of this section, except that an 
entire paragraph may be deleted by a statement deleting the para- 
graph, without presentation of the text of the paragraph. The pre- 
cise point in the specification must be identified where any added 
or rewritten paragraph is located. This paragraph applies whether 
the amendment is submitted on paper or compact disc {see §§ 1 .96 
and 1.825). 

(2) Claims. An amendment paper must include the entire 
text of each patent claim which is being proposed to be changed 
by such amendment paper and of each new claim being proposed 


to be added by such amendment paper. For any claim changed by 
the amendment paper, a parenthetical expression "amended," 
"twice amended," etc., should follow the claim number. Each 
patent claim proposed to be changed and each proposed added 
claim must include markings pursuant to paragraph (f) of this sec- 
tion, except that a patent claim or proposed added claim should be 
canceled by a statement canceling the claim, without presentation 
of the text of the claim. 

(3) Drawings. Any change to the patent drawings must be 
submitted as a sketch on a separate paper showing the proposed 
changes in red for approval by the examiner. Upon approval of the 
changes by the examiner, only new sheets of drawings including 
die changes and in compliance with § 1.84 must be filed. 
Amended figures must be identified as "Amende4" and any 
added figure must be identified as "New." In the event a figure is 
canceled, the figure must be surrounded by brackets and identified 
as "Canceled" 

(4) The formal requirements for papers making up the 
reexamination proceeding other than those set forth in this section 
are set out in § 1.52. 

(e) Status of claims and support for claim changes. When- 
ever there is an amendment to the claims pursuant to paragraph 
(d) of this section, there must also be supplied, on pages separate 
from the pages containing the changes, the status {i.e., pending or 
canceled), as of the date of the amendment, of all -patent claims 
and of all added claims, and an explanation of the support in the 
disclosure of the patent for the changes to the claims made by the 
amendment paper. 

(f) Changes shown by markings. Any changes relative to the 
patent being reexamined which are made to the specification, 
including the claims, must include the following markings: 

(1) The matter to be omitted by the reexamination pro- 
ceeding must be enclosed in brackets; and 

(2) The matter to be added by the reexamination proceed- 
ing muLSt be underlined. 

(g) Numbering of patent claims preserved. Patent claims 
may not be renumbered. The numbering of any claims added in 
the reexamination proceeding must follow the number of the high- 
est numbered patent claim. 

(h) Amendment of disclosure may be required. The disclo- 
sure must be amended, when required by the OfBce, to correct 
inaccuracies of description and defmition, and to secure substan- 
tial correspondence between the claims, the remainder of the spec- 
ification, and the drawings. 

(i) Amendments made relative to patent. All amendments 
must be made relative to the patent specification, including the 
claims, and drawings, which are m effect as of the date of filing 
the request for reexamination. 

(j) No enlargement of claim scope. No amendment may 
enlarge the scope of the claims of the patent or introduce new mat- 
ter. No amendment may be proposed for entry in an expired 
patent. Moreover, no amendment, other than the cancellation of 
claims, will be incorporated into the patent by a certificate issued 
after the expiration of the patent. 

(k) Amendments not effective until certificate. Although the 
Office actions will treat proposed amendments as though they 
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have been entered, the proposed amendments will not be efifective 
until the reexamination certificate is issued. 

***** 

Amendments which comply with 37 CFR 1.530(d) 
through Q) **>(and are foraially presented pursuant 
to 37 CFR 1.52(a) and (b), and contain all fees 
required by 37 CFR L20(c)) are entered in the reex- 
amination file. 

For an IFW reexamination file, the amendment will 
be entered as follows: 

(A) The amendment paper is designated by con- 
secutive letters of the alphabet (A, B, C, etc.); 

(B) Each entry in the amendment paper will be 
blocked by two lines, and given a successive number 
(for amendment A, the numbers would be Al, A2, 
A3, etc.); 

(C) A copy of the claims filed with the request 
(which should be the copy in the printed patent) and 
the patent pages containing paragraphs being revised 
will be printed firom the IFW file history; 

(D) A line will be drawn through any claim(s) or 
paragraph(s) amended with the substituted copy being 
indicated by the reference letter and number (e.g., Al , 
A2, A3) of the amendment paper; 

(E) Canceled claim(s) or paragraph(s) which are 
part of the patent are surrounded by brackets (i.e., a 
bracket placed at the beginning and end of each can- 
celed claim or paragraph of the patent). They are not 
lined through; 

(F) The marked up copy of the claims filed with 
the request and the patent pages containing para- 
graphs being revised are scanned into the IFW file 
history; 

(G) The marked up amendment document is 
scanned into the IFW file history. 

For a reexamination file that is maintained in paper: 
An amendment is given a Paper No. and is desig- 
nated by consecutive letters of tiie alphabet (A, B, C, 
etc). The< amendment will be entered by drawing a 
line in red ink through (A) any claim(s) or para- 
graph(s) amended and (B) the claim(s) or para- 
graph(s) canceled which are not part of the patent, and 
the substituted copy being indicated by reference let- 
ter. Canceled claim(s) or paragraph(s) which are part 
of the patent should not be lined through, but rather 
marked with brackets (i.e., a bracket placed at the 
beginning and end of each canceled claim or para- 


graph of the patent). Patent claims must not be renum- 
bered, and the nxmibering of the claims added during 
reexamination must follow the number of the highest 
numbered patent claim. 

ALL amendments in reexammation proceedings, 
including examiner's amendments made at the time 
when the Notice of Intent to Issue Ex Parte Reexami- 
nation Certificate (NIRC) is prepared (37 CFR 
1.121(g) does not apply in reexamination proceed- 
ings), must be presented in the form of a fiill copy of 
the text of each claim which is amended and each 
paragraph of the description which is amended. In 
other words, the entire claim or paragraph must be 
presented for any amendment of the claim or para- 
graph. 

If a portion of the text is amended more than once, 
each amendment should indicate ALL of the changes 
(insertions and deletions) in relation to the current text 
of the patent mder reexamination. 

Although amendments will be entered for purposes 
of examination, the amendments are not legally effec- 
tive imtil the reexamination certificate is issued. 

See MPEP § 2250 for manner of making amend- 
ments by patent owner and for examples of proper 
claim amendment format. For clerical han dlin g of 
amendments, see MPEP § 2270. See also MPEP 
§ 2221 for amendments included in the request by the 
patent owner. For entry of amendments in a merged 
proceeding, see MPEP § 2283 and § 2285. 

2235 Record Systems [R-5] 

PALM — MONITORING SYSTEMS 

The Patent Application Locating and Monitoring 
(PALM) system is used to support the reexamination 
process. The sections below delineate PALM related 
activities. 

(A) Reexamination File Data on PALM — The 
routine PALM retrieval transactions are used to obtain 
data on reexamination files. From the USPTO Intranet 
site http://ptoweb/ptokitranet/index.htm. Office staff 
can click on 'TALM" and then "General Information" 
which opens the PALM INTRANET General Infor- . 
mation Display. From here, enter the patent number in 
the box labeled Patent #. Then click on "Search" and 
when the "Patent Nimiber Information" appears, click 
on "Continuity Data" to obtain the reexamination^ 
number. 
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This will permit reexamination of the proceeding to 
proceed pursuant to 37 CFR 1.550(a).< 

2250 Amendment by Patent Owner [R-S] 

J7 CFR L12L Manner of making amendments in 
application. 

***** 

(j) Amendments in reexamination proceedings. Any pro- 
posed amendment to the description and claims in patents 
involved in reexamination proceedings must be made in accor- 
dance with § 1.530. 

37 CFR L530. Statement by patent owner in ex parte 
reexamination: amendment by patent owner in ex parte or 
inter partes reexamination; inventorship change in ex parte 
or inter partes reexamination, 

***** 

(d) Making amendments in a reexamination proceeding, A 
proposed amendment in an ex parte or an inter partes reexamina- 
tion proceeding is made by filing a paper directing that proposed 
specified changes be made to the patent specification, including 
the claims, or to the drawings. An amendment paper directing that 
proposed specified changes be made in a reexamination proceed- 
ing may be submitted as an accompaniment to a request filed by 
the patent owner in accordance with § 1 .5 10(e), as part of a patent 
owner.statement in accordance with paragraph (b) of this section, 
or, where permitted, during the prosecution of the reexamination 
proceeding pursuant to § 1 .550(a) or § 1 .937. 

(1) Specification other than the claims. Changes to the 
specification, other than to the claims, must be made by submis- 
sion of the entire text of an added or rewritten paragraph including 
markings pursuant to paragraph (f) of this section, except that an 
entire paragraph may be deleted by a statement deleting the para- 
graph, without presentation of the text of the paragraph. The pre- 
cise point in the specification must be identified where any added 
or rewritten paragraph is located. This paragraph applies whether 
the amendment is submitted on paper or compact disc (see §§ 1 .96 
and 1.825). 

(2) Claims. An amendment paper must include the entire 
text of each patent claim which is being proposed to be changed 
by such amendment paper and of each new claim being proposed 
to be added by such amendment paper. For any claim changed by 
the amendment paper, a parenthetical expression "amended," 
'twice amended," etc., should follow the claim number. Each 
patent claim proposed to be changed and each proposed added 
claim must include markings p\irsuant to paragraph (f) of this sec- 
tion, except that a patent claim or proposed added claim should be 
canceled by a statement canceling the claun, without presentation 
of the text of the claim. 

(3) Drawings. Any change to the patent drawings must be 
submitted as a sketch on a separate paper showing the proposed 
changes in red for approval by the examiner. Upon approval of the 
changes by the examiner, only new sheets of drawings including 
the changes and in compliance with § 1.84 must be filed. 


Amended figures must be identified as "Amended," and any 
added figure must be identified as **New." In the event a figure is 
canceled, the figure must be surrounded by brackets and identified 
as "Canceled." 

(4) The formal requirements for papers making up the 
reexamination proceeding other than those set forth in this section 
are set out in § 1.52. 

(e) Status of claims and support for claim changes. When- 
ever there is an amendment to the claims pursuant to paragraph 
(d) of this section, there must also be supplied, on pages separate 
from the pages containing the changes, the status (/.e., pending or 
canceled), as of the date of the amendment, of all patent claims 
and of all added claims, and an explanation of the support in the 
disclosure of the patent for the changes to the claims made by the 
amendment paper. 

(f) Changes shown by markings. Any changes relative to the 
patent being reexamined which are made to the specification, 
including the claims, must include the following maridngs: 

(1) The roatter to be omitted by the reexamination pro- 
ceeding must be enclosed in brackets; and 

(2) The matter to be added by the reexamination proceed- 
ing must be underlined. . 

(g) Nimhering of patent claims preserved. Patent claims 
may not be renumbered. The numbering of any claims added in 
the reexamination proceeding must follow the number of the high- 
est numbered patent claim. 

(h) Amendment of disclosure may be required. The disclo- 
sure must be amended, when required by the Office, to correct 
inaccuracies of description and definition, and to secure substan- 
tial correspondence between the claims, the remainder of the spec- 
ification, and the drawings. 

(i) Amendments made relative to patent. All amendments 
must be made relative to the patent specification, including the 
claims, and drawings, which are in effect as of the date of filing 
the request for reexamination. 

(j) No enlargement of claim scope. No amendment may 
enlarge the scope of the claims of the patent or introduce new mat- 
ter. No amendment may be proposed for entry in an expired 
patent. Moreover, no amendment, other than the cancellation of 
claims, will be incorporated into the patent by a certificate issued 
after the expiration of the patent. 

(k) Amendments not effective until certificate. Although the 
Office actions will treat proposed amendments as though they 
have been entered, the proposed amendments will not be effective 
until the reexamination certificate is issued. 

***** 

37 CFR 1.52. Language, paper, writing, margins, compact 
disc specifications, 

(a) Papers that are to become a part of the permanent 
United States Patent and Trademark Office records in the file of a 
patent application or a reexamination proceeding. 

(1) All papers, other than drawings, that are submitted on 
paper or by facsimile transmission, and are to become a part of the 
permanent United States Patent and Trademark Office records in 
the file of a patent application or reexamination proceeding, must 
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be on sheets of paper that are the same size, not pennanently 
bound together, and: 

(i) Flexible, strong, smooth, non-shiny, durable, and 

white; 

(ii) Either 21.0 cm by 29.7 cm (DIN size A4) or 21.6 
cm by 27.9 cm (8 1/2 by 11 inches), with each sheet including a 
top matgin of at least 2.0 cm (3/4 inch), a left side margin of at 
least 2.5 cm (1 inch), a right side margin of at least 2.0 cm (3/4 
inch), and a bottom margin of at least 2.0 cm (3/4 inch); 

(iii) Written on only one side in portrait orientation; 

(iv) Plainly and legibly written either by a typewriter 
or machine printer in permanent dark ink or its equivalent; and 

(v) Presented in a fonn having sufficient clarity and 
contrast between the paper and the writing thereon to permit the 
direct reproduction of readily legible copies in any number by use 
of photographic, electrostatic, photo-ofiFset, and microfilming pro- 
cesses and electronic capture by use of digital imaging and optical 
character recognition. 

(2) All papers that are submitted on paper or by facsimile 
transmission and are to become a part of the permanent records of 
the United States Patent and Trademark Office should have no 
holes in the sheets as submitted. 

(3) The provisions of this paragraph and paragraph (b) of 
this section do not ^ply to the pre-printed information on paper 
forms provided by the Ofifice, or to the copy of the patent submit- 
ted on paper in double column format as the specification in a 
reissue application or request for reexamination. 

(4) See § 1.58 for chemical and mathematical formulae 
and tables, and § 1.84 for drawings. 

(5) Papers that are submitted electronically to the Office 
must be formatted and transmitted in compliance with the Office's 
electronic filing system requirements. 

Qy) The application (specification, including the claims, 
drawings, and oath or declaration) or reexamination proceeding 
and any amendments or corrections to the application or reexami- 
nation proceeding. 

(1) The application or proceeding and any amendments or 
corrections to the appUcation (including any translation submitted 
pursuant to paragraph (d) of this section) or proceeding, except as 
provided for in § 1.69 and paragraph (d) of this section, must: 

(i) Comply with the requirements of paragraph (a) of 
this section; and 

(ii) Be in the English language or be accompanied by 
a translation of the application and a translation of any corrections 
or amendments into the English language together with a state- 
ment that the translation is accurate. 

(2) The specification (including the abstract and 
claims) for other than reissue applications and reexamination pro- 
ceedings, and any amendments for applications (including reissue 
applications) and reexamination proceedings to the specification, 
except as provided for in §§ 1.821 through 1.825, must have: 

(i) Lines that are 1 1/2 or double spaced; 

(ii) Text written in a nonscript type font (e.g.. Anal, 
Times Roman, or Courier, preferably a font size of 12) lettering 
style having capital letters which should be at least 0.3175 cm. 
(0.125 inch) hi^ but may be no smaller than 0.21 cm. (0.08 inch) 
high (e.g.', a font size of 6); and 


(iii) Only a single column of text. 

(3) The claim or claims must commence on a separate 
physical sheet or electronic page (§ 1.75(h)). 

(4) The abstract must commence on a separate physi- 
cal sheet or electronic page or be submitted as the first page of the 
patent in a reissue application or reexamination proceeding (§ 
1.72(b)). 

***** 

** 

Amendments to the patent (one which has not 
expired) may be filed by the patent owner with his or 
her request. See MPEP § 2221. Such amendments, 
however, may not enlarge the scope of a claim of the 
patent or introduce new matter. Amended or new 
claims which broaden or enlarge the scope of a claim 
of the patent should be rejected under 35 U.S.C. 305. 
The test for when an amended or "new claim enlarges 
the scope of an original claim under 35 U.S.C. 305 is 
the same as that under the 2-year limitation for reissue 
applications adding enlarging claims under 35 U.S.C. 
251, last paragraph." In re Freeman, 30 F.3d 1459, 
1464, 31 USPQ2d 1444, 1447 (Fed. Cir. 1994). See 
MPEP § 2258 for a discussion of enlargement of 
claim scope. For handling of new matter, see MPEP § 
2270. Amendments proposed in a reexamination will 
normally be entered and be considered to be entered 
for purposes of prosecution before the Office (if they 
are timely and comply with the rules); however, the 
amendments do not become effective in the patent 
until the reexamination certificate under 35 U.S.C. 
307 is issued. 

No amendment will be permitted where the certifi- 
cate issues after expiration of the patent. See 37 CFR 
1.530(d)(3). The patent expiration date for a utility 
patent, for example, is detemiined by taking into 
account the term of the patent, whether maintenance 
fees have been paid for the patent, whether any dis- 
claimer was filed as to the patent to shorten its term, 
any patent term extensions or adjustments for delays 
within the USPTO under 35 U.S.C. 154 (see MPEP 
§ 2710 seq), and any patent term extensions avail- 
able under 35 U.S.C. 156 for premarket regulatory 
review (see MPEP § 2750 et seq.). Any other rele- 
vant infomaation should also be t^en into account. 

Amendment Entry — Amendments which comply 
with 37 CFR 1.530(d)-Q) (and are formally presented 
pursuant to 37 CFR 1.52(a) and (b), and contain all 
. fees required by 37 CFR 1.20(c)) will be entered in 
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the reexamination file pursuant to the guidelines set 
forth in MPEP § 2234. 

L MANNER OF MAKING AMENDMENTS 
IN REEXAMINATION PROCEEDINGS 

Amendments made in a reexamination proceeding 
must comply with the formal requirements of 37 CFR 
1.52(a) and (b), as do all papers that are to become a 
part of the permanent USPTO file records in a patent 
application or proceeding. If an amendment is submit- 
ted to add claims to the patent being reexamined (i.e., 
to provide new claims), then excess claim fees pursu- 
ant to 37 CFR 1.20(c)(3) and (4) may be applicable to 
the presentation of the added claims. See MPEP 
§ 2250.03. In addition, the provisions of 37 CFR 
1.530(d)-(k) uniquely apply to amendments m both ex 
parte and in/er partes reexamination proceedings, as 
follows. 

A. The Specification 

37 CFR 1.530(d)(1) relates to the manner of mak- 
ing amendments to the reexamination "specification" 
(other than the claims). It is not to be used for making 
amendments to the claims or the drawings. 

37 CFR 1.530(d)(1) requires that all amendments, 
which include any deletions or additions, must be 
made by submission of the full text of any paragraph 
to be changed in any manner, with markings (brackets 
and underlining) showing the changes. It should be 
noted that examiner's amendments made at the time 
when the Notice of Intent to Issue Reexamination 
Certificate (NIRC) is prepared also require the full 
text of any paragraph to be changed, with markings. 
The exception for examiner's amendment set forth in 
37 CFR 1.121(g) does not apply to examiner's 
amendments in reexammation proceedings. It should 
further be noted that the requirement of 37 CFR 
1.530(d)(1) applies regardless of whether the amend- 
ment is submitted on paper or on compact disc (pursu- 
ant to 37 CFR 1.96 or 1.825). The only exception to 
this requirement is that an entire paragraph of specifi- 
cation text may be deleted from tiie specification by a 
statement deleting the paragraph without the presenta- 
tion of the text of the paragraph. 

In accordance with 37 CFR 1.530(d)(1), all para- 
graphs which are added to the specification must be 
submitted as completely underlined. 


37 CFR 1.530(d)(1) requires that the precise point 
where each amendment is to be made must be indi- 
cated. 

37 CFR 1.530(d)(1) defines the "markings" by ref- 
erence to 37 CFR 1.530(f) as being brackets for dele- 
tion and underlining for addition. All bracketing and 
underlining is made in comparison to the original 
patent; not in comparison with the prior amendment. 

Where a change is made in one sentence, paragraph 
or page of the patent, and the change increases or 
decreases the size of the sentence, paragraph or page, 
this will have no effect on the body of the reexamina- 
tion "specification" (the copy of the patent). This is 
because all insertions are made as blocked additions 
of paragraphs, which are not physically inserted 
within the specification papers. Rather, each blocked 
paragraph is assigned a letter and number, and a caret 
written in the specification papers indicates where the 
blocked paragraph is to be incorporated. Therefore, a 
reexamination patent owner need not be concerned 
with page formatting considerations when presenting 
amendments to the OfiBce. 

B. The Claims 

37 CFR 1.530(d)(2) relates to the manner of mak- 
ing amendments to the claims in a reexamination pro- 
ceeding. It is not to be used for making amendments 
to the remainder of the specification or to the draw- 
ings. 

37 CFR 1 .530(d)(2) requires that: 

(A) for each claim that is proposed to be amended 
by the amendment paper being submitted (the current 
amendment paper), the entire text of the claim must 
be presented with appropriate markings showing the 
changes to the claim; 

(B) for each proposed new claim which is added 
in the reexamination by the amendment paper being 
submitted (the current amendment paper), the entire 
text of the proposed new claim must be presented and 
it must be imderlined throughout; 

(C) a patent claun is canceled by a direction to 
cancel that claim, there is no need to present the text 
of the patent claim surrounded by brackets; and 

(D) a proposed new claim (previously added m 
the reexamination) is canceled by a direction to cancel 
that claim. 


Rev. 5, Aug. 2006 


2200-72 


CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS 


2250 


It should be noted that examiner's amendments 
made at the time when the Notice of Intent to Issue 
Reexamination Certificate (NIRC) is prepared also 
require the full text of any claim to be changed, with 
markings. The exception for examiner's amendment 
set forth in 37 CFR 1.121(g) does not apply to exam- 
iner's amendments in reexamination proceedings. It 
should further be noted that the requirements of 
37 CFR 1.530(d)(2) apply regardless of whether the 
amendment is submitted on paper or on compact disc 
(pursuant to 37 CFR 1.96 or 1.825). 

In accordance with 37 CFR L530(e), each amend- 
ment submitted must set forth the status of all patent 
claims and all added claims as of the date of the sub- 
mission. The status to be set forth is whether the claim 
is pending, or canceled. The failure to submit the 
claim status will generally result in a notification to 
the patent owner of an informal response (see MPEP 
§ 2266.02) prior to final rejection. Such an amend- 
ment submitted after final rejection will not be 
entered. 

Also m accordance with 37 CFR 1.530(e), each 
claim amendment must be accompanied by an expla- 
nation of the support in the disclosure of the patent for 
the amendment (i.e., support for the changes made in 
the claim(s), support for any insertions and deletions). 
The failure to submit an explanation will generally 
result m a notification to the patent owner that the 
amendment prior to final rejection is not completely 
responsive since the failure to set forth the support in 
the disclosure goes to the merits of the case (see 
MPEP § 2266.01). Such an amendment submitted 
after final rejection will not be entered. 

37 CFR 1.530(f) identifies the type of markings 
required in the claim to be amended as underlining for 
added material and single brackets for material 
deleted. 

37 CFR 1.530(g) states that origmal patent claims 
may not be renumbered, A patent claim retains its 
number even if it is canceled in the reexamination 
proceeding, and the nimibering of any added claims 
must begin after the last original patent claim. 

C The Drawings 

With respect to amendment of the drawings in a 
reexamination proceeding, see MPEP § 2250.01. 


Form paragraph 22.12 may be used to advise patent 
owner of the proper manner of making amendments 
in an ex parte reexamination proceeding. 

D, Form Paragraphs - Ex Parte Reexamination 

Tl 22.12 Amendments Proposed in a Reexamination - 37 
CFR L530(d)-0) 

Patent owner is notified that any proposed amendment to the 
specification and/or claims in this reexamination proceeding must 
comply with 37 CFR 1.530(d)-(j), must be formally presented 
pursuant to 37 CFR 1.52(a) and (b), and must contain any fees 
required by 37 CFR 1 .20(c). 

Examiner Note: 

This paragraph may be used in the order granting reexamina- 
tion and/or in the first Office action to advise patent owner of the 
proper manner of making amendments in a reexamination pro- 
ceedmg. 

22 J3 Improper Amendment in an Ex Parte 
Reexamination - 37 CFR L530(d)'G) 

The amendment filed [1] proposes amendments to [2] that do 
not comply with 37 CFR 1 .530(d)-(j), which sets forth the manner 
of making amendments in reexamination proceedings. A supple- 
mental paper correctiy proposing amendments in the present ex 
parte reexamination proceeding is required. 

A shortened statutory period for response to this letter is set to 
expire ONE MONTH or THIRTY DAYS, whichever is longer, 
fi-om the mailing date of this letter. If patent owner fails to timely 
correct this infonnality, the amendment will be held not to be an 
appropriate response, prosecution of the present ex parte reexami- 
nation proceeding will be terminated, and a reexamination certifi- 
cate will issue. 37 CFR 1.550(d). 

Examiner Note: 

This paragraph may be used for any 37 CFR 1 .530(d)-(j) infor- 
mality as to a proposed amendment submitted in a reexamination 
proceeding prior to final rejection. After final rejection, the 
amendment should not be entered and patent owner informed of 
such in an advisory Office action using Form FTOL 467. 

The cover sheet to be used for mailing the notifica- 
tion to the patent owner will be PTOL-473. 

As aa alternative to using fonn paragraph 22.13, it 
would also be appropriate to use form FrOL-475. 

Note that if the informal amendment is submitted 
after final rejection, form paragraph 22.13 and form 
PTOL-475 should not be used. Rather an advisory 
Ofiice action (using form PtOL-467) should be 
issued mdicating that the amendment was not entered. 
In the "Otiier" section, it should be explained that the 
amendment was not entered because it does not com- 
ply with 37 CFR 1.530(d)-0), which sets forth the 
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manner of making amendments in reexamination pro- 
ceedings. 

E. Form Paragraphs - Inter Partes Reexamina- 
tion 

See MPEP § 2666.01 for the form paragraphs to 
use in inter partes reexamination proceedings, in 
advising the patent owner as to the manner of making 
amendments. 

n. ALL CHANGES ARE MADE VIS-A-VIS 
THE PATENT BEING REEXAMINED 

When a reexamination certificate is printed, all 
underlined matter is printed in italics and all brackets 
are printed as they were inserted in the proceeding in 
order to thereby show exactly which additions and 
deletions haVe been made in the patent via the reex- 
amination proceeding. In accordance with 37 CFR 
1.530(i), all amendments to the patent being reexam- 
ined must be made relative to the patent specification 
m effect as of the date of the filing of the request for 
reexamination. The patent specification includes the 
claims and drawings. If there was a prior change to 
the. patent (made via a prior reexamination certificate, 
reissue of the patent, certificate of correction, etc.), 
the first amendment must be made relative to the 
patent specification as changed by the prior proceed- 
ing or other mechanism for changing the patent. All 
amendments subsequent to the furst amendment must 
also be made relative to the patent specification in 
effect as of tiie date of the filing of the request for 
reexamination, and not relative to the prior amend- 
ment. 

in. AMENDMENT AFTER THE PATENT HAS 
EXPIRED 

Pursuant to 37 CFR 1.5300), "[n]o amendment! 
may be proposed for entry in an expired patent." ' 
Thus, if a patent expires during the pendency of a 
reexamination proceeding for a patent, all amend- 
ments to the patent claims and all claims added during 
the proceeding are withdrawn. This is carried out by 
placing a diagonal line across all amended and new 
claims (and text added to the specification) residing in 
the amendment papers. The patent owner should be 
notified of this in the next Office action. The Office 
action will hold the amendments to be improper, and 


state that all subsequent reexamination will be on the 
basis of the unamended patent claims. This procedure 
is necessary since no amendments will be incorpo- 
rated mto the patent by a certificate after the expira- 
tion of the patent. 

37 CFR 1.5300) fiirther states tiiat "[m]oreover, no 
amendment, other than the cancellation of claims, will 
be incorporated into the patent by a certificate issued 
after the expiration of the patent," 

Thus, at the time the NIRC is to be issued, the 
examiner should ensure that all rejected ^d objected 
to claims are canceled. The examiner shoidd issue an 
examiner's amendment canceling any such claims not 
aheady canceled. 

The cancellation of the original patent claims is the 
only "amendatory" change pemaitted in an expired 
patent. 

IV. EXAMPLES 

A substantial number of problems arise in the 
OflBce because of improper submission of proposed 
amendments in reexamination proceedings. The fol- 
lowing examples are provided to assist in the prepara- 
tion of proper proposed amendments in reexamination 
proceedings. 

(A) Original Patent Description Or Patent Claim 
Amended 

(1) Specification - submit a copy of the entire 
paragraph (of the specification of the patent) being 
amended with underlming and bracketing. Thus, the 
amendment would be presented as follows: 

Replace the paragraph begmning at column 4, line 23 with 
the following: 

I Scanning [is] are controlled by clocks which are, in turn, 
controlled from the display tube line synchronization. 
The signals resulting from scanning the scope of the char- 
acter are delivered in parallel, then converted into serial 
mode through a shift register, wherein the shift signal fre- 
quency is controlled by a clock that is controlled from the 
display tube line synchronization. 
(2) Claims - for changes to the patent claims, 
one must submit a copy of the entire patent claim with 
the amendments shown by iinderlining and bracket- 
ing. Thus, the amendment would be presented as fol- 
lows: 
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Amend claim 6 as follows: 

Claim 6. (amended), The apparatus of claim [5] i 
wherein the [first] second piezoelectric element is parallel 
to the [second] third piezoelectric element. 

If the dependency of any original patent claim 
is to be changed by amendment, it is proper to make 
that original patent claim dependent upon a later filed 
higher numbered claim. 

(B) Cancellation of Entire Claim(s) 

(1) Original patent claim canceled - in writmg, 
direct cancellation of the entire patent claim. 

Cancel claim 6. 

(2) Proposed new claim (previously added in 
the reexamination) canceled - in writmg, direct can- 
cellation of the entire claim. 

Cancel claim 15. 

(C) Presentation Of New Claims 

Each proposed new claim (i.e., a claim not found 
in the patent, that is newly presented in flie reexanii- 
nation proceeding) should be presented with underlin- 
ing throu^out the claim. 

Claim 7. The apparatus of claim 5 f urther comprising 
electrodes attaching to said opposite fa ces of the second 
and third piezoelectric elements. 

Even though an original claim may have been 
canceled, the numbering of the original claims does 
not change. Accordingly, any added claims are num- 
bered begimring with the next higher number than the 
number of claims in the original patent. If new claims 
have been added to the reexamination proceeding 
which are later canceled prior to the issuance of the 
reexamination certificate, the examiner will renum- 
ber, at the time of preparing the NIRC for subsequent 
issuance of the certificate, any remainmg new claims 
m numerical order to follow the highest number of the 
claims in the original patent. 

A claim number previously assigned to a new 
claim that has been canceled should not be reassigned 
to a different new claim during the reexamination pro- 
ceeding. For example, if new claim 5 added in a prior 
amendment is canceled in a later amendment, a differ- 
ent new claim added in a later amendment during the 
reexamination proceeding would be claim 6. Of 
course, at the time of preparing the ISflRC, claim 6 


would be renumbered for issue of the reexamination 
certificate as claim 5. 

(D) Amendment Of New Claims 
An amendment of a new claim (i.e., a claim not 
found in the patent, that was previously presented in 
the reexamination proceeding) must present the entire 
text of the new claim containing the amendatory 
material, and it must be underlined throughout the 
claim. The presentation cannot contain any bracket- 
ing or other indication of what was in the previous 
version of the claim. This is because all changes in 
the reexamination are made vis-a-vis the original 
patent, and not in comparison with any prior amend- 
ment Although the presentation of the amended 
claim does not contain any indication of what is 
changed firom a previous version of the claim, patent 
owner must point out what is changed, in the 
. "Remarks" portion of the amendment. Also, as per 37 
CFR 1.530(e), each change made in the claim must be 
accompanied by an explanation of the support in the 
disclosure of the patent (i.e., the reexamination speci- 
fication) for the change. 

(E) Amendment Of Original Patent Claims More 
Than Once 

The following example illustrates proper claim 
amendment of original patent claims in reexamination 
proceedings, where more than one amendment to a 
claim is made: 

(1) Patent claim. 

Claim 1. A cutting means having a handle portion and a 
blade portion. 

(2) Proper first amendment format. 

Claim 1. (amended), A [cutting means] knife having a 
bone handle portion and a notched blade portion. 

(3) Proper second amendment format. 

Claim 1. (twice amended), A [cutting means] Igiife hav- 
ing a handle portion and a serrated blade portion. 

Note that the second amendment must include 
(1) the changes previously presented in the first 
amendment; i.e., [cutting means] knife, as well as (2) 
the new changes presented in the second amendment; 
i.e., serrated . 

The word bone was presented in the first amend- 
ment and is now to be deleted in the second amend- 
ment. Thus, "bone" is NOT to be shown in brackets in 
the second amendment. Rather, the word "bone" is 
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simply omitted from the claim, since "bone" never 
appeared in the patent. 

The word notched which was presented in the 
first amendment is replaced by the word serrated in 
the second amendment. The word notched is being 
deleted in the second amendment and did not appear 
in the patent; accordingly, "notched" is not shown in 
any form in the claim. The word serrated is being 
added in the second amendment, and accordingly, 
"serrated" is added to the claim and is underlined. 

It should be understood that in the second amend- 
ment, the deletions of "notched" and 'n}one" are not 
changes from the original patent claim text and there- 
fore, are not shown in the second amendment In both 
the first and the second amendments, the entire claim 
is presented only with the changes from the original 
patent text . 

If the patent expires during an ex parte or inter 
partes reexamination proceeding and the patent 
claims have been amended in that ex parte reexamina- 
tion proceeding, the Office will hold the amendments 
as being improper, and all subsequent reexamination 
will be on the basis of the unamended patent claims. 
This procedure is necessary since no amendments will 
be incorporated into the patent by certificate after the 
expiration of the patent. 

V, CROSS REFERENCES TO OTHER 
AREAS 

(A) For clerical handling of amendments, see 
MPEP § 2270 for ex parte reexamination proceed- 
ings, and see MPEP § 2670 for inter partes reexami- 
nation proceedings. 

(B) As to amendments in a merged proceeding, 
see MPEP § 2283 for an ex parte reexamination 
merged with another ex parte reexamination and 
MPEP § 2285 for an ex parte reexamination merged 
with a reissue application. If an inter partes reexami- 
nation proceeding is included in the merger, see 
MPEP § 2686.01 and § 2686.03. 

(C) As to amendments m a pending reexamina- 
tion proceeding where a reexamination certificate has 
issued for the patent based on a prior concluded reex- 
amination, pursuant to MPEP § 2295, any amendment 
made in the pending reexamination proceeding must 
be presented as if the changes made to the patent text 
via the reexamination certificate (for the prior con- 
cluded reexamination) are a part of the original patent. 


All italicized text of the certificate is considered as if 
the text was present without italics in the original 
patent. Further, any text of the reexamination certifi- 
cate found in brackets is considered as if it were never 
present in the patent at all. Thus, for making an 
amendment in the pending reexamination, all itah- 
cized text of the reexamination certificate is presented 
in the amendment without italics. Further, any text 
foimd m brackets in the reexamination certificate is 
omitted in the amendment. 

(D) As to amendments in a pending reexamina- 
tion proceeding where a reissue patent has been 
granted, pursuant to MPEP § 2285, subsection n.A., 
an amendment in a reexamination of a reissued patent 
is made the same way as in a reexamination of a reex- 
amined patent (i.e., as per MPEP § 2295). Thus, aU 
italicized text of the reissue patent is presented in the 
amendment (made in the pending reexamination pro- 
ceeding) without italics. Further, any text found in 
brackets in the reissue patent is omitted in the amend- 
ment (made in the pending reexamination proceed- 
ing). 

(E) For handling a dependent claim in reexamina- 
tion proceedings, see MPEP § 2260.01 . 

2250.01 Correction of Patent Drawings 
[R-3] 

37 CFR 1.530. Statement by patent owner in ex parte 
reexamination; amendment by patent owner in ex parte or 
inter partes reexamination; inventorship change in ex parte 
or inter partes reexamination, 

***** 

(d) Making amendments in a reexamination proceeding. A 
proposed amendment in an ex parte or an inter partes reexamina- 
tion proceeding is made by filing a paper directing that proposed 
specified changes be made to the patent specification, including 
the claims, or to the drawings. An amendment paper directing that 
proposed specified changes be made in a reexamination proceed- 
ing may be submitted as an accompaniment to a request filed by 
the patent owner in accordance with § 1.510(e), as part of a patent 
owner statement in accordance with paragraph (b) of this section, 
or, where pemMtted, during the prosecution of the reexamination 
proceeding pursuant to § 1.550(a) or § 1.937. 

***** 

(3) Drawings. Any change to the patent drawings must be 
submitted as a sketch on a separate paper showing the proposed 
changes in red for approval by the examiner. Upon approval of the 
changes by the examiner, only new sheets of drawings including 
the changes and in compliance with § 1.84 must be filed. 
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Examiner: Woo, J. 
Art Unit: 3731 


AMENDMENT A 
IN MERGED REEXAAflNATION 


CERTIFICATE OF MAILING 
I herd»y certify that this paper is being deposited with the United States Postal Seivice as First 
Qass Mail in an cnveltqw addressed to: Cbmmissioner for Patents, P.O. Box 1450 Alexandria, 
VA 22313-1450, on die date printed below: 


Date: 7 


'/^M0(?^ Name: J^mMMM^ 


Annette Valdivia 


Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


Sir: 


1 


Docket Numbers 034521-003 
and 034521-015 

This AMENDMENT A IN MERGED REEXAMINATION is submitted in 
response to a Decision Merging Reexamination Proceedings mailed December 9, 2004 
(hereinafter, "the Decision"). In the Decision, the Director merged the two 
reexaminations identified above. The Director required the Patent Owner to submit a 
'^housekeeping" amendment placing identical claims in both files. The purpose of this 
Amendment A is to satisfy the "housekeeping" requirement. 


2 


Docket Numbers 034521-003 
and 034521-015 


In Control Nnmber 90/007,085 please amend the Claims as follows: 

1. (amended) A suture securing apparatus comprising: 

an apparatus body having an upper surface, a lower surface, a first internal surface, a 
second internal surface, an outer surface, and at least one aperture, 

the ^erture having length and a longitudinal axis extending from the uppeir surface to the 
lower surface, a latitudinal axis ext^ding from the first internal surface to the second 
internal surface, and defining an aperture surface, wherein a first longitudinal direction 
and a second longitudinal direction thereof each extends along the longitudinal axis in 
opposite directions, and a first latitudinal direction and a second latitudinal direction 
thereof each extends along latitudinal axis in opposite directions, the aperture including 
an integral locking means for engaging, and disengaging from, a suture threaded 
therethrough, 

the locking means formed so as to facilitate the movement of a suture in the first 
longitudinal direction and the first latitudinal direction along the aperture and to oppose 
the movement of the suture in the second longitudinal direction along the aperture until 
pressure is applied to the suture in the second latitudinal direction, thereby disengagmg 
the locking means and permitting the movement of the suture in the second longitudinal 
direction along the faperture.1 aperture. 
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wherein at least a portion o f said locking means extends along the lenjgth of the ap erture. 

13. (amended) A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, an outer surface, and at 
least one aperture, the q)erture having a longitudinal axis extending from the upper 
surface to the lower surface and defining an ^erture surface, wherein a first longitudinal 
direction and a second longitudinal direction thereof each extends along the longitudinal 
axis in opposite Erections, 

the aperture consistmg of an upper portion, a middle portion, and a lower portion, the 
upper portion bounded by the upper surface of the apparatus body and the middle portion, 
the middle portion bounded by the upper portion and the lower portion, and the lower 
portion bounded by the middle portion and the lower surface of the apparatus body, 
wherem the middle portion has a first surface and second surface opposmg each other and 
is wider than either of the upper portion and the lower portion and forms a cavity therein; 
and 

W independently movable ca m members, wherein the cam members include a movable 
cam member [disposed] captured in the middle portion of the aperture regardless of the 
orientation o f the body and the presence of a suture in the aperture, the cam member 
having an engagement end and a rotation end, the rotation end being wider than the width 
of the upper portion of the aperture thereof and the width of the lower portion of the 
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aperture thereof and disposed near the second surface, and the engagement end disposed 
near the first surface; 

wherein the cam member 'moves to an unengaged position to facilitate the movement of a 
suture threaded dirough the aperture in the first longitudinal direction along the aperture 
and moves to an engaged position to engage the suture threaded through the aperture in 
the second longitudinal direction by compressing the suture between the engagement end 
of the cam member and the first surfece of the middle portion of said ^erture to oppose 
the movement of the suture in the second longitudmal direction along the aperture. 

19. (amended) The suture securing apparatus according to claim 13, the apparatus 
body including a first aperture with a first movable cam member therein and a second 
aperture with a second movable cam member therein, 

wherein the first movable cam member moves to an unengaged position to facilitate the 
movement of a suture threaded through the first aperture in the first longitudinal direction 
along the aperture and moves to an engaged position to engage the suture threaded 
through the first aperture in the second longitudinal direction by compressing the suture 
between the engagement end of the first movable cam member and the first surface of the 
middle aperture thereof to oppose the movement of the suture in a second longitudinal 
direction along the first ^erture; 
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wherein the second movable cam member moves to an unengaged position to facilitate 
the movement of a suture threaded through the second aperture in the first longitudinal 
direction along the second aperture and moves to an engaged position to engage the 
suture threaded through the second aperture in the second longitudinal direction by 
compressing the suture between the engagement end of the first movable cam member 
and the first surface of the middle portion of said aperture [thereof] to oppose the 
movement of the suture in a second longitudinal direction along the second aperture; and 

- wherein the first longitudinal direction along the first aperture and the first longitudinal 
direction along the second .aperture are both directed to the upper surface of the ^paratus 
body. 

21. (amended) The suture securing q)paratus according to claim 13, the apparatus 
body including a first ^erture with a first movable cam member therein and a second 
aperture with a second movable cam member therein, 

wherein the first movable cam member moves to an unengaged position to facilitate the 
movement of a suture threaded through the first aperture in the first longitudinal direction 
along the aperture and moves to an engaged position to engage the suture threaded 
through the first aperture in the second longitudinal direction by compressing the suture 
between the engagement end of the first movable cam member and the first surface of the 
middle aperture thereof to oppose the movement of the suture in a second longitudinal * 
direction along the first aperture; 
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wherein the second movable cam member moves to an unengaged position to facilitate 
the movement of a suture threaded through the second aperture in the first longitudinal 
direction along the second aperture and moves to an engaged position to engage the 
suture threaded through the second aperture in the second longitudinal direction by 
cdmpressmg the suture between the engagement end of the first movable cam member 
and the first surface of the middle portion of said aperture [thereof] to oppose the 
movement of the suture in a second longitudinal direction along the second aperture; and 

wherein the first longitudinal durection along the first aperture and the second 
longitudmal direction along the second ^erture are both directed to the upper surface of 
the apparatus body. 

32. (canceled) 

33. (amended) A suture securing apparatus comprising: 

an apparatus body having a upper surface, a lower surface, an outer surface, and the 
apparatus body including a first aperture with a first movable cam member therein and a 
second aperture with a second movable cam member therein, the first longitudmal . 
direction of each aperture each being directed to the upper surface of the apparatus body, 

wherein the first movable cam member and second movable cam member each moves 
independentlv to an unengaged position to facilitate the movement of a suture threaded 
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through the respective aperture in the first longitudinal direction along the aperture and 
moves to an engaged position to engage the suture threaded through the respective 
aperture in the second longitudinal direction by compressing the suture between the 
engagement end of the respective movable cam member and the first surface of the 
middle portion of the respective aperture [thereof] to oppose the movement of the suture 
in a second longitudinal direction along the respective aperture; 
wherein said cam members are captured m the first and second apertures respectively, 
regardless of the orientation of the body and the presence of a suture in the aperture: and 

wherein the first and second apertures and first and second cam members are mirror 
images of each other, as defined by a mirror plane equidistant fi-om them. 

35.- 44. (canceled) 

45. (New) An apparatus according to Claim 1 wherein a second latitudinal axis 
fiirther defines the aperture surface and is disposed orthogonal to the latitudinal axis, and 
said aperture forms a closed surface in the plane defined by the latitudinal axis and the 
second latitudinal axis. 

46. (New) An apparatus according to Claim 1 wherein said aperture is constructed 
and anranged so that the suture is prevented fi^om moving a substantial distance in a 
direction substantially orthogonal to the latitudmal axis. 
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421 (New) An ap paratus according to Claim 1 wherein said first internal surface and 

said second internal surface are constructed and arranged so that when the suture is 
disengaged fir om said locking means the suture is engaged by said first internal surface. 

48. (New) An apparatus according to Claim 1 wherein said second internal surface 
comprises and angulated surface and when the suture is in the apparatus the s uture cflnnnt 
move in the latitudinal direction bevond the first internal surface and the angulated 
surface, 

49. -52. (canceled) 

51 (New) An apparatus according to Claim 1 3 wherein said cam member includes a 

rounded por tion and said cavity includes a rounded portion, and the rounded portion of 
said cam member cooperates with the rounded portion of said cavitv. 

54. (New) An apparatus according to Claim 13 wherein said cavity includes a 
retaining wall. 

55. fNew ) An apparatus according to Claim 54 wherein said retaining wall is 
constructed and arranged to restrain the movement of said cam member. 
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56. (New^ An apparatus according to Claim 13 wherein said cavity is constructed 
and arranged to allow said cam to move in a first longitudinal direction to disengage the 
suture and a second longitudinal direction to engage said suture. 

57. (Ne w) An apparatus according to Claim 13 wherein said apparatus comprises a 
retaining wall to substantially restrict said cam member from moving in the second 
longitudinal direction. 

58. (New) An apparatus according to Claim 57 wherein said retaining wall is 
constructed and arranged so that said cam member is restricted from diseng aginf; thft 
suture by moving in the second longitudinal direction. 

59. (New) An apparatus according to Clafan 33 wherein said first aperture comprises 
a first cavity and said first movable cam member is captured in said first cavitv. and 
wherein said second aperture comprises a second cavity and said second movable cam 
member is captured in said second cavity. 

60. (New) A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, and an outer surface, the 
apparatus body including a first aperture with a first movable cam member therein and a 
second aperture with a second movable cam member therein^ 
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each aperture having a longitudinal axis extending from the upper surface to the lower 
surface and defim'np; ati aperture surface, wherein a first lQnp ;it udinal direction and a 
second longitudinal direction thereof each extends alon ^ the longitudinal axis in opposite 
directions, 

each aperture consisting of an upper portion, a middle portion, and a lower portion, the 
upper portion bounded bv the upper surface of the apparatus body and the middle portion, 
the middle portion bounded bv the upper portion and the lower portion, and the lower 
portion bounded bv the middle portion and the lower surface of the apparatus body, 
wherein the middle portion has a first surface and second surface opposing each other and 
is wider than either of the uppor portion and the lower portion and forms a cavity therein; 
and 

(b) each movable cam member captured in the middle portion of an aperture, regardless 
of the orientation of the body and the presence of a suture in the aperture, each cam 
member having an engagement end and a rotation end, the rotation end being wider tiian 
the width of the upper portion of the aperture thereof and the width of the lower portion 
of the aperture thereof and disposed near the second surface, and the engagement ^d 
disposed near the first surface: 

wherein eac h cam member moves to an unengaged position to facilitate the movement of 
a suture threaded through the aperture in a fint longitudinal direction along the aperture 
and moves to an engaged position to engage the suture threaded through the aperture in a 
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second longitudinal direction bv compressing the suture between the eng ag ement end of 
the cam member and the first surface of the middle portion of said aperture to oppose the 
movement of the suture in the second longitudinal direction along the aperture: and, 

wherein the first longitudinal direction along the .first aperture and the first longitudinal 
direction along the second aperture are both directed to the upper surface of the apparatus 
body, 

61. fNew) A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface^ a lower surface, and an outer surface, the 
apparatus body including a first aperture with a first movable cam member therein and a 
second aperture with a second movable cam member therein. 

each apertur e having a longitudinal axis extending firom the upper surface to the lower 
surface and defining an aperture surface, wherein a first longitudinal direction and a 
second long itudinal direction thereof each extends along the longitudinal axis in opposite 
directions. 

each apertu re consisting of an upper portion, a middle portion, and a lower portion, the 
upper portion bounded by the upper surface of the apparatus body and the middle portion, 
the middle portion bounded by the upper portion and the lower portion, and the lower 
portion bounded by the middle portion and the lower surface of the apparatus hody , 
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wherein the middle portion has a first surface and second surface opposing each other and 
is wider than either of the upper portion and the lower portion and forms a cavity therein; 
and 

fb) each movable cam member captured in the middle portion of an aperture, regardless 
of the orientation of the body and the presence of a suture in the aperture, each cam 
member having an engagement end and a rotation end, the rotation end being wider than 
the width of the upper portion of the aperture thereof and the width of the lower portion 
of the aperture thereof and disposed near the second surface, and the engagement end 
disposed near the first surface: 

wherein each cam member moves to an unengaged position to faciHtate the movement of 
a suture threaded through the aperture in a first longitudinal direction along the aperture 
and moves to an engaged position to engage the suture threaded through the aperture in a 
second longitudinal direction bv compressing the suture between the engagement end of 
the cam member and the first surface of the middle portion of said aperture to oppose the 
movement of the suture in the second longitudinal direction along the aperture: and, 

wherein the first longitudinal direction along the first aperture and the second 
longitudinal direction along the second aperture are both directed to the upper surface of 
the apparatus bodv. 
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REMARKS 

This AMENDMENT A IN MERGED REEXAMINATION is submitted in 
response to a Decision Merging Reexamination Proceedings mailed December 9, 2004 
(hereinafter, *the Decision**). In the Decision, the Director merged the two 
reexaminations identified above. The Director required the Patent Owner to submit a 
''housekeeping'* amendment placing identical claims in both files. The purpose of this 
. Amendment A is to satisfy the 'liousekeeping" requirement and to place identical clamis 
in both files. 

By this AMENDMENT A, in Reexamination Control Number 90/006,460 no 
amendments are made. By this AMENDMENT A, in Reexamination Control Number 
90/007,085 a number of amendments are made to put the claims of Control Number 
90/007,085 in the same condition as the claims of Control Number 90/006,460. After 
these amendments have been made, the claims in both reexaminations will be the same. 

As required by 37 CFR 1 .530(e) the Patent-Owner hereby states in TABLE I 
below examples of where in the patent there is support for the amendatory material and 
new claims. Also, in TABLE I Patent Owner mdicates the status of all clauns as required 
by 37.CFR 1.530(e). 


TABLE I 


Claim 

Status 

Examples of Support in the Disclosure for 
Changes Made to the Claims 




1 

Pending 

Figures 1 and 3 

2 

Pending 


3 

Pending 
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A 

4 

renoing 


c 
0 

renaing 



Pending 
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Pending 


D 
0 

Pending 


Q 

renaing 


i A 
lU 

renaing 


11 

rending 


•lO 

1z 

renaing 


10 

renaing 

Figures o-o and uoiumn ii, lines 15-17 

A A 
14 

Pending 


15 

Pending 


16 

Pending 

—J : 

1 ' 

Pending 


18 

Pending 


19 

Pending 

Figures 5-8 


Pending 

: ; 

ill 

Pending 

Figures 5-8 

22 

Pending 


2o 

Pending 


24 

Pending 


25 

Pending 


26 

Pending 


27 

Pending 


28 

Pending 


OA 

29 

Pending 


OA 

Pending 


ol 

^^^v i^^M 

rename 


o2 

oanceied 


33 

Pending 

Figures 5-8 and Column 11, lines 15-17 

3^ 

Pendinc 


35 

Cancelec 


36 

Cancelec 


37 

Cancelec 


38 

Cancelec 


39 

Cancelec 


A f\ 

40 

Cancelec 


4 

Cancelec 


4z 

uanceiea 


43 

Canceled 


44 

Canceled 


45 

► Pending 

Figures 5-8 

46 

i Pending 

Figures 1-3 

4? 

^ Pending 

Figures 1-3 
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48 

Pendina 

1 Wl lull lU 

FiaurpQ 1-*^ 

49 

Canceled 


50 

Cancelpd 

well Iwwi^U 


51 

Oanrplpd 


52 



53 

Pendinn 

1 CI lull llj 

FiaiJrA<5 S-8 anrl nnliimn 11 linPQ ^-99 

1 ivjuioo ai lu V./UJUIIIII 1 l| lillCd U*^iC 

54 

Ppndinn 

r ui ivjii 

FiniJrp«» ?v8 anrl flnliimn 11 linpc 
1 ivjuiuo \j^u aiiu wuiuiiiii 1 1, iiiico 

55 

Pendinn 

1 CI IVJII 

Flaurp^ 5-R and Hnli imn 1 1 linpQ '^^-^R 

56 

Pending 

Figures 5-8 and Column 1 1 , lines 28-55 

57 

Pending 

Figures 5-8 and Column 11, lines 53-55 

58 

Pending 

Figures 5-8 and Column 11, lines 53-55 

59 

Pending 

Figures 5-8 and Column 11, lines 5-22 

60 

Pending 

Figures 5-8 and Column 1 1 , lines 1 5-1 7 

61 

Pending 

Figures 5-8 and Column 11, lines 15-17 


In view of the ameadmeats and remaiks herein the Patentees respectfully request 
the Examiner to issue a reexamination certificate. 

Please charge any additional required fee or credit any overpayment not otherwise 
paid or credited to deposit account 50-1698. 


Thelen Reid «& Priest LLP 
P.O. Box 640640 
San Jose OA 951 13-0640 
Tel: 408.292.5800 
Fax: 408.287.8040 


Respectfully submitted, 
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In Control Number 90/006,460 please amend the Claims as follows: 

1; (twice amended): A suture securing apparatus comprising: 

an apparatus body having an upper surface, a lower surface, a first internal surface, a 
second internal surface, an outer surface, and at least one aperture, 

the aperture having length and a longitudinal axis extending fix)m the upper surface to the 
lower surface, a latitudinal axis extending fix)m the first internal surface to the second 
internal surface, and defining an aperture surface, wherein a first longitudinal direction 
and a second longitudinal direction thereof each extends along the longitudinal axis m 
opposite directions, and a first latitudinal direction and a second latitudinal direction 
thereof each extends along latitudinal axis in opposite directions, the aperture including 
an integral locking means for engaging, and disengaging fi^om, a suture threaded 
therethrough, 

the locking means formed so as to facilitate the movement of a suture in the first 
longitudinal direction and the first latitudinal direction along the aperture and to oppose 
the movement of the suture in the second longitudinal direction along the aperture until 
pressure is applied to the suture in the second latitudinal direction, thereby disengaging 
the locking means and permitting the movement of the suture in the second longitudinal 
direction along the [aperture.] aperture. 
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wherein at least a portion of said locking means extends along the entire length of the 
aperture. 

13. (twice amended): A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, an outer surface, and at 
least one aperture, the aperture having a longitudinal axis extending from the upper 
surface to the lower surface and defining an aperture surface, wherein a first longitudinal 
direction and a second longitudinal direction thereof each extends along the longitudinal 
axis in opposite directions, 

the aperture consisting of an upper portion, a middle portion, and' a lower portion, the 
upper portion bounded by the upper surface of the apparatus body and the middle portion, 
the middle portion bounded by the upper portion and the lower portion, and the lower 
portion bounded by the middle portion and the lower surface of the apparatus body, 
wherein the middle portion has a first surface and second surface opposing each other and 
is wider than either of the upper portion and the lower portion and forms a cavity therein; 
and 

(b) independently movable cam members, wherein the cam members include a movable 
cam member [disposed in] with the middle portion of the aperture capturing the cam 
member regardless of the orientation of flie body and the presence of a suture m the 
aperture, the cam member having an engagement end and a rotation end, the rotation end 
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being wider than the width of the upper portion of the aperture thereof and the width of 
the lower portion of the aperture thereof and disposed near the second surface, and the 
engagement end disposed near the first surface; 

wherein the cam member moves to an unengaged position to facilitate the movement of a 
suture threaded through the aperture in the first longitudinal direction along the aperture 
and moves to an engaged position to engage the suture threaded through the aperture in 
the second longitudinal direction by compressing the suture between the engagement end 
of the cam member and the first surface of tiie middle portion of said aperture to oppose 
the movement of the suture in the second longitudmal direction along the aperture. 

14. (amended): The suture securing apparatus according to claim 13, wherein the 
first surface of the middle portion of said aperture comprises at least one ridge, each ridge 
so formed as to facilitate the movement of a suture in the first longitudinal direction 
along the aperture and oppose the movement of the suture in the second longitudinal 
direction along the aperture. 

15. (amended): The suture securing apparatus according to claim 13, wherein the 
first surface of the middle portion of said aperture comprises a plurality of ridges, each 
ridge so formed as to facilitate the movement of a suture in the first longitudinal direction 
along the aperture and oppose the movement of the suture in the second longitudinal 
direction along the aperture. 
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16. (amended): The suture securing apparatus according to claim 14 [13], wherein 
each ridge is formed from an elastic material. 

17. (amended): The suture securing apparatus according to claim 14 [13], wherein 
each ridge is formed from a rigid material. 

26. (amended): The securable medical device according to claim 25 [23], wherein 
the medical prosthesis device is a sewing ring implant shaped and sized for attachment to 
the inner surface of a native annulus, the sewmg ring implant having a plurality of suture 
securing apparatuses distributed around the circumference of the sewing ring implant. 

32. (canceled) 
35.- 44. (canceled) 

45. (New) An apparatus according to Claim 1 wherein a second latitudinal axis 
further defines the aperture surface and is disposed orthogonal to the latitudinal axis, and 
said aperture forms a closed surface in the plane defined bv the latitudinal axis and the 
second latitudinal axis. 

46. (New! An apparatus according to Claim 1 wherein said aperture is constructed 
and arranged so that the suture is prevented from moving a substantial distance in a 
direction substantially orthogonal to the latitudinal axis. 
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47. ■ (Newl An apparatus according to Claim 1 wherein said first internal surface and 
said second internal surface are constructed and arranged so that when the suture is 
disengaged from said locking means the suture is engaged by said first internal surface. 

48. (New") An apparatus according to Claim 1 wherein said second internal surface 
comprises and angulatcd surface and when the suture is in the apparatus the suture cannot 
move in the latitudinal direction beyond the first internal surface and the anpulated 
surface. 

49. -52. (canceled) 

53. (New) An apparatus according to Claim 13 wherein said cam member includes a 
rounded portion and said cayity includes a rounded portion, and the rounded portion of 
said cam member cooperates with the rounded portion of said cayity. 

54. (New) An apparatus according to Claim 13 wherein said cavity includes a 
retaining wall. 

55. (New) An apparatus according to Claun 54 wherein said retaining wall is 
constructed and anranged to restrain the movement of said cam member. 
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56. (New) An apparatus according to Claim 13 wherein said cavity is constructed 
and arranged to allow said cam to move in a first longitudinal direction to disengage the 
suture and a second longitudinal du-ection to engage said suture. 

57. (New) An apparatus according to Claim 13 wherein said apparatus comprises a 
retaining wall to substantiallv restrict said cam member from moving in the second 
longitudinal direction. 

58. (New") An apparatus accordmg to Claim 57 whorein said retaining wall is 
constructed and arranged so that said cam member is restricted from disengaging the 
suture by moving in the second longitudinal direction. 

59. (New) An apparatus according to Claim 33 wherein said first aperture comprises 
a first cavity and said first movable cam member is captured in said first cavity, and 
wherein said second aperture comprises a second cavity and said second movable cam 
member is captured in said second cavity.' 

60. (New) A suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, and an outer surface, the 
apparatus body including a first aperture with a first movable cam member therein and a 
second aperture with a second movable cam member therein. 
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each aperture having a longitudinal axis extending from the upper surface to the lower 
surface and defining an aperture surface, wherein a first longitudinal direction and a 
second longitudinal direction thereof each extends along the longitudinal axis in opposite 
directions. 

each aperture consisting of an upper portion, a middle portion, and a lower portion, the 
upper portion bounded by the upper surface of the apparatus body and the middle portion, 
the middle portion bounded by the upper portion and the lower portion, and the lower 
portion bounded bv the middle portion and the lower surface of the apparatus body, 
wherein the middle portion has a first surface and second surface opposing each other and 
is wider than either of the upper portion and the lower portion and forms a cavity therein: 
and 

(b) each movable cam member captured in the middle portion of an aperture, regardless 
of the orientation of the body and the presence of a suture in the aperture, each cam 
member having an engagement end and a rotation end, the rotation end being wider than 
the width of the upper portion of the aperture thereof and the width of the lower portion 
of the aperture thereof and disposed near the second surface, and the engagement end 
disposed near the first surface: 

wherein each cam member moves to an unengaged position to facilitate the movement of 
a suture threaded through the aperture in a first longitudinal direction along the aperture 
and moves to an engaged position to engage the suture threaded through the aperture in a 
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second longitudinal direction bv compressing the suture between the engagement end of 
the cam member and the first surface of the middle portion of said aperture to oppose the 
movement of the suture in the second longitudinal direction along the aperture: and. 

wherein the first longitudinal direction along the first aperture and the first longitudinal 
direction along the second aperture are both directed to the upper surface of the apparatus 
body. 

61. (New) A'suture securing apparatus comprising: 

(a) an apparatus body having a upper surface, a lower surface, and an outer surface, the 
a pparatus body including a first aperture with a first movable cam member therein and a 
second aperture with a second movable cam member therein, 

each aperture having a longitudinal axis extending fi-om the upper surface to the lower 
surface and defining an aperture surface, wherein a first longitudinal direction and a 
second longitudinal direction thereof each extends along the longitudinal axis in opposite 
directions. 

each aperture consisting of an upper portion, a middle portion, and a lower portion, the 
upper portion bounded by the upper surface of the apparatus body and the middle portion, 
the middle portion bounded bv the upper portion and the lower portion, and the lower 
portion bounded bv the middle portion and the lower surface of the apparatus body. 
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wherein the middle portion has a first surface and second surface opposing each other and 
is wider than either of the upper portion and the lower portion and forms a cavity therein: 
and 

(b) each movable cam member captured in the middle portion of an aperture, regardless 
of the orientation of the body and the presence of a suture in the aperture, each cam 
member having an engagement end and a rotation end, the rotation end being wider than 
the width of the upper portion of the aperture thereof and the width of the lower portion 
of the aperture thereof and disposed near the second surface, and the engagement end 
disposed near the first surface: 

wherein each cam member moves to an unengaged position to facilitate the movement of 
a suture threaded through the aperture in a first longitudinal direction along the aperture 
and moves to an engaged position to engage the suture threaded through the aperture in a 
second longitudinal direction by compressing the suture between the engagement end of 
the cam member and the first surface of the middle portion of said aperture to oppose the 
movement of the suture in the second longitudinal direction along the aperture: and. 

wherein the first longitudinal direction along the first aperture and the second 
longitudinal direction along the second aperture are both directed to the upper surface of 
the apparatus body. 
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62. rNew) A suture securing apparatus comprising: 

(di) an apparatus body having a upper surface, a lower surface, an outer surface, and at 
least one aperture, the aperture having a longitudinal axis extending from the upper 
surface to the lower surface and defining an aperture surface, wherein a first longitudinal 
direction and a second longitudinal direction thereof each extends along the longitudinal 
axis in opposite directions: 

the aperture consisting of an upper portion, a middle portion, and a lower portion, the 
u pper portion bounded bv the upper surface of the apparatus body and the middle portion, 
the middle portion bounded by the upper portion and the lower portion, and the lower 
portion bounded by the middle portion and the lower surface of the apparatus body, 
wherein the middle portion has a first surface and second surface opposing each other and 
is wider than either of the upper portion and the lower portion and fomis a cavity therein: 

(h) a movable cam member disposed in the middle portion of the aperture, the cam 
member having an engagement end and a rotation end, the rotation end being wider than 
the width of the upper portion of the aperture thereof and the width of the lower portion 
of the aperture thereof and disposed near the second surface, and the engagement end 
disposed near the first surface: 

wherein the cam member moves to an unengaged position to facilitate the movement of a 
suture threaded through the aperture in the first longitudinal direction along the aperture 
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and moves to an engaged position to engage the suture threaded through the aperture in 
the second longitudinal direction by compressing the suture between the engagement end 
of the cam member and the first surface of the middle portion of said aperture to oppose 
the movement of the suture in the second longitudinal direction along the aperture: 

fc) wherein the apparatus body includes a first aperture with a first movable cam 
member therem and a second aperture with a second movable cam member therein: 

(d) wherein the first movable cam member moves to an unengaged position to 
facilitate the movement of a suture threaded through the first aperture in the first 
longitudinal direction along the aperture and moves to an engaged position to engage the 
suture threaded through the first aperture in the second longitudinal direction by 
compressing the suture between the engagement end of the first movable cam member 
and the first surface of the middle aperture thereof to oppose the movement of the suture 
in a second longitudinal direction along the first aperture: 

(e) wherein the second movable cam member moves to an unengaged position to 
facilitate the movement of a suture threaded through the second aperture in the first 
longitudinal direction along the second aperture and moves to an engaged position to 
engage the suture threaded through the second aperture in the second longitudinal 
direction bv compressing the suture between the engagement end of the first movable 
cam member and the first surface of the middle portion of said aperture to oppose the 
movement of the suture in a second longitudinal direction along the second aperture: and. 
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([) wherein the first longitudinal direction along the first aperture and the first 
longitudinal direction along the second aperture are both directed to the upper surface of 
the apparatus body. 

63, fNewl The suture securing apparatus according to claim 62. wherein the first and 
second apertures and first and second cam members are mirror images of each otfaen as 
defined by a mirror plane equidistant fi-om them. • 
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REMARKS 

Status ofLirigation 

In Paragraph 1 of the Office Action the Examiner reminded the patent owner of 
"the continuing responsibility under 37 CFR L565(a), to apprise the Office of any 
litigation activity, or other prior or concurrent proceeding, involving Patent No, 
6,066,160 throughout the course of this reexanunation proceeding." As the Patentee has 
previously indicated^ the patent which is the subject of this reexamination, 6,066,160, 
was the basis of an infrmgement suit, Quickie. LLC vs. Medtronic. Inc .. filed in the 
United States District Court for the Southern District of New York, Civil Action No. 02 
CV 1 1 57 (GEL). The litigation has been dismissed without prejudice. 

Claim Rejections - 35 USC 5112 

In paragraph 3 of the Office Action the Examiner rejected Claims 14-17 and 26 
under 35 U.S.C. 112, second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant regards as the invention. 
The Examiner stated, "With respect to claim's 14 and 15, 'the middle aperture' lacks 
antecedent basis." In response to this rejection the Patentees have amended Claims 14 
and 15 to read "middle portion of said aperture." 

" The Examiner stated, "With respect to claims 16 and 17, 'each ridge' lacks 
antecedent basis." In response to this rejection the Patentees have amended Claims 16 
and 17 to depend from Claim 14 rather than Claim 13. 
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The Examiner stated, "With respect to claim 26, 'The securable medical device' 
and 'the medical prosthesis device' lack antecedent bases." In response to this rejection 
the Patentees have amended Claim 26 to depend from Claim 25 rather than Claim 23. 

Patentees* amendments are believed to overcome the rejections. 


Claim Rejections - 35 USC $ 102 

Claims 1-12, 34. and 45-48 are not anticipated 

In paragraph 5 of the Office Action the Examiner rejected Claims 1-12, 34, and 
4548 under 35 U.S.C. 102(b) as being anticipated by Emery (3,988,810). The Examiner 
stated: 

Emery discloses, in the figures, a suture securing apparatus comprising an . 
apparatus body having an upper surface (e.g., at 26), a lower suiface (23); 
a round, first internal surface (at 25); an angulated, second internal surface 
(at 24) at an acute angular narrowing (with respect to the axis running 
along the suture shown in figure 3 or 7), an outer surface (27 or 28), first 
and second apertures that are mirror images of each other (see fig. 7),*and 
an integral locking means comprising at least one ridge (30 or 41), where 
each aperture has longitudinal and latitudinal axes (located along and/or 
between the first and second internal surfaces) facilitating longitudinal and 
latitudinal directions for a suture (T), where each aperture has a length, 
where at least a portion of the locking means extends along the length of 
an aperture (rather than the entire length of an aperture), where each ridge 
is formed of a rigid, biocompatible NYLON material (see col. 1, lines 19- 
23, for its use in wearing apparel, and col. 3, Imes 9-1 1) and has a rounded 
surface farthest firom the aperture surface (see figures 3 and 4), where each 
ridge is formed at an angle greater than about 30 deg. or at an angle of 
about 45 deg. (see col 2, lines 9-15). (Underiining added, and italics in 
original) 

The Patentees will focus on the underiined portion of the Examiner's statement. 
The Examiner is stating the Emery discloses Patentees' claimed device, *Vhere at least a 
portion of the locking means extends along the length of an aperture (rather than the 
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entire length of an aperture)." The Examiner has emphasized the word "entire" thereby 
apparently indicating that Emery's locking means does not extend the entire length of his 
aperture. Patentees have amended Claim I to recite 'Svherein at least a portion of said 
locking means extends along the entire length of the aperture." Therefore Patentees 
believe that their Claim 1 is clearly distinguished over the Emery reference. 

Claims 2-12, 34, and 45-48 are all dependent from Claim 1 and therefore Claims 
2-12, 34, and 45-48 are not anticipated for at least the same reasons as Claim 1 is not 
anticipated. 


Claims IX 18-2K 53-59, and 61 are not anticipated 
Inparagr^h6ofthe Office Action the Examiner rejected Claims 13, 18-21,53- 
59, and 61 under 35 U.S.C. 102(b) as being anticipated by Richardson (1,243,105). The 
Examiner stated: 

Richardson discloses, in the figures 2-4 and 6, a suture securing apparatus 
with an apparatus body having an upper surface (left side of the body as 
viewed in fig. 6), a lower surface (right side of the body as viewed in fig. 
6), an outer surface (e.g., at 1 8), first and second apertures (a) each with a 
longitudinal axis and upper, middle and lower portions as claimed; and 
independently movable, serrated cam members (10a) captured in the 
middle portion of the aperture regardless of the orientation of the body and 
the presence of a suture in the aperture; where each cam member has an 
engagement end and a rotation end (at 12) or rounded portion, the rotation 
end being wider than the widths of tiie upper and lower portions of the 
aperture; where a cavity of an aperture has a rounded portion (1 3) 
cooperatmg with the rounded portion of the cam member and includes a 
retaining wall (to the left or right of 13 as viewed in fig. 2); where each 
cam member moves to an unengaged position (with a suture) in a first 
longitudmal direction and an engaged position in a second longitudinal 
direction; and where the first and second apertures and the first and second 
cam members are mirror images of each otiier. 
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The Patentees respectfully disagree with the Examiner's rejections and will 
discuss their position below separately with regard to Claim 13, Claims 18-21, Claims 
53-58, Claim 59 and Claim 61. 

Claim 13 is not anticipated by Richardson 

Claim 13 as amended is not anticipated by Richardson as the Examiner asserts. 
The Patentees have amended Claim 13 to recite a cam member, *Svith the middle portion 
of the aperture capturing the cam member regardless of the orientation of the body and 

the presence of a suture in the aperture "In contrast to this claim language it should 

be understood tiiat Richardson's dogs 10^ are secured to his device by pins 11^ as can be 
plainly seen in Figures 2 and 6. Furthennore, Richardson states, "Said dog is pivotally 
mounted on a pin 1 1 . . (Page.l, lines 103-4). On the other hand, in Patentee's device 
Patentees' cam members 92 are captured by Patentees' aperture as can be seen in Figures 
5-7. This capturing feature is explained e.g. at Column 11, lines 5-22. Patentees' cam 
members are not affixed by pins. 

Claims 18-21 and 53-58 are not anticipated by Richardson 

Patentees' claims 18-21 and 53-58 are not anticipated by Richardson because they 
are all dependent, either directly or indirectly, ftom Claim 13, and as explained above, 
Claim 13 as amended is not anticipated by Richardson. 

Claim 59 is not anticipated by Richardson 

Claim 59 does not depend from Claim 13. However, Claim 59 depends from 
Claim 33, and Claim 33 recites that the first and second apertures and the first and second 
cam members are min-or images of each other. Regarding this feature of the claim, the 
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Examiner argued that in Richardson, "the first and second apertures and the first and 
second cam members are mirror images of each other." However, the Patentees 
respectfiiUy disagree. In fact Richardson's dogs 1 1^ are not mirror images of each other 
at all, and Attachment A is a sketch illustrating this. As a first example, using 
Richardson's Figure 6, if one were to imagine a mirror plane M located equidistant 
between cam members 92, as in Figure B, then the resulting mirroring would be a device 
as shown in Figure C, which of course is not Richardson's device. Similarly, as a second 
example, if one were to unagine a mirror plane M located equidistant between cam 
members 92 and rotated 45 degrees, as in Figure D, then the resulting mirroring would be 
a device as shown in Figure E, which of course is not Richardson's device. Thus, it is 
clear that if one attempts to define an appropriate mirror plane in Richardson's Figure 6, 
one recognizes that no such mirror plane exists. 

Claim 61 is not anticipated by Richardson 

Claim 61 as amended is not anticipated by Richardson as the Examiner asserts. 
The Patentees have amended Claim 61 to recite that the cam members are captured by the 
middle portions of the apertures . Accordingly, just as discussed above with regard to 
Claim 13, Patentees' Claim 61 is not anticipated by Richardson. 

Claim Rejections - 35 USC S 103 

Claims 14-17, and 22 are not obvious 
In paragraph 8 of the Office Action the Examiner rejected Claims 14-17, and 22 
under 35 U.S.C, 103(a) as being unpatentable over Richardson (1,243,105) m view of 
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Plante (5,070,805). The Examiner stated, ''Richardson discloses the invention 
substantially as claimed, where the invention can be 'used in various ways' as chosen by 
a user " However, the Patentees respectfully disagree. Claims 14-17 and 22 all depend 
from Claim 13, and as discussed above Claim 13 as amended is entirely different from 
Richardson. For example, Claim 13 recites that the cam member is captured by the 
middle portion of the aperture . Accordingly, even if Richardson were combined with 
Plante as the Examiner proposes, the resulting combination would not meet Patentees' 
claims. Therefore Claims 14-17 and 22 are not obvious. 

Claims 24, 25. and 27 are not obvious 

In paragraph 9 of the Office Action the Examiner rejected Claims 24, 25, and 27 

under 35 U.S.C. 103(a) as being unpatentable over Emery (3,988,810) in view of 

Samuels et al. (3,976,079). The Examiner stated, 

Emery discloses the invention substantially as claimed, but does not 
' disclose a medical prosthesis device in physical contact or engagement or 
integrally fomied with the suture securing apparatus. Samuels et al. teach, 
in figures 3 and 9, a suture securing apparatus (34) for temporary, physical 
contact or engagement or integral fonnation with a medical prosthesis 
device (40). It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to apply the apparatus of Emery 
with the medical prosthesis device of Samuels et at. The apparatus of 
Emery would conveniently allow quick suture securement to the 
prosthesis device (and quick release, of the suture from prosthesis device) 
with the advantage of a one-piece design, where there are no additional 
parts to operate or lose as in the device of Samuels et al. 

The Patentees respectfully disagree. The Examiner is incorrect in stating that, 
"Emery discloses the invention substantially as claimed . . . Claims 24, 25 and 27 are 
dependent from Claim 2, which in turn is dependent from Claim 1 . As explained above. 
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Claim 1 as amended is clearly different from Emery; for example, as stated in Claim 1 at 
least a portion of said locking means extends along the entire length of the aperture . 
Therefore even if one were to combine Emery with Samuels, the resulting combination 
would not meet the claimed limitations of Claims 24, 25 and 27. 


Claims 28. 29, and 31 are not obvious 

In paragraph 10 of the Office Action the Examiner rejected Claims 28, 29, and 31 

under 35 U.S.C. 103(a) as being unpatentable over Richardson (1 ^43,105) in view of 

Samuels et al. (3,976,079). The Examiner stated, 

Richardson discloses the invention substantially as claimed, where the 
invention can be ''used in various ways" as chosen by a user. Moreover, 
Richardson discloses that "further or others uses and modifications of the 
device in detailed construction or otherwise will suggest themselves to the 
skilled mechanic, and the invention may be changed or modified in details 
or design." However, Richardson does not disclose that the apparatus 
contacts or engages a medical prosthesis device. Samuels et al. teach, in 
figures 3 and 9, a suture securing apparatus (34) for temporary, physical 
contact or engagement or integral formation with a medical prosthesis 
device (40). It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to apply the apparatus of 
Richardson with the medical prosthesis device of Samuels et al. The 
apparatus of Richardson would conveniently allow quick suture 
securement to the prosthesis device (and quick release of the suture from 
prosthesis device) with the advantage that the Richardson apparatus does 
not have additional small parts that can be lost during use as in the device 
of Samuels etal. 


The Patentees respectfully disagree. The Examiner stated, "Richardson discloses 
the invention substantially as claimed . . , However, this is incorrect. Patentees* 
Clauns 28, 29, and 31 all depend indirectly from Claim 1, and Claim 1 as amended is 
clearly different from Richardson. For example, as stated in Clahn 1 at least a portion of 
the locking means extends along the entire leneth of the aperture . In contrast, in 
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Richardson there is no locking means which extends the entire length of an aperture. 
Therefore even if one were to combine Richardson with Samuels, the resulting 
combination would not meet the claimed limitations of Claims 28, 29, and 3 1 . 


' Claims 33. 59. and 60 are not obvious 
In paragraph 1 1 of the Office Action the Examiner rejected Claims 33, 59, and 60 
under 35 U.S.C. 103(a) as being unpatentable over Creager (536,684). The Examiner 
stated, 

Creager discloses the invention substantially as claimed, in the figures, a 
suture securing apparatus with an ^paratus body (A), first and second 
apertures (F) each with a longitudiiial axis and a cavity (J), and first and 
second movable cam members (B) captured in the apertures regardless of 
the presence of a sutures in the body; where the first and second apertures 
and the first and second cam members are mirror images of each other. 
Creager also discloses that the apparatus can be oriented on a wall or a 
ceiling. However, Creager does not specifically disclose that the cam 
members are captured in the apertures regardless of the orientation of the 
body and the presence of a suture m the aperture. Nevertheless, Creager 
discloses that the body of the device has ttiree through-holes for joining 
the body to fasteners and a cover (e.g., a ceihng or wall) for the apertures 
and the captured cam members. Thus, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to join 
Creager' s device to a cover that would allow the body to be oriented in 
any direction, besides a horizontal orientation (as on a ceiling) or vertical 
orientation (as on a wall). Such a cover, like a ceiling or wall, would allow 
the cam members to remain captured in the apertures of the body and 
allow the securement or gripping of wires or sutures at any desired 
location and orientation. 

The Patentees respectfully disagree. Initially Patentees focus on the Examiner's 
statement, '^Nevertheless, Creager discloses that the body of the device has three through- 
holes for joining the body to fasteners and a cover (e.g., a ceiling or wall) for the 
apertures and the captured cam members." This statement is incorrect in at* least two 
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respects. First, Creager does not refer to a "cover", and second, Creager does not 
disclose "captured cam members " 

The Examiner asserts that since Creager can be attached to a ceiling or a wall, it 
would have been obvious, *to join Creager*s device to a cover that would allow the body 
to be oriented in any direction " This defies logic. First of all, Creager never teaches or 
suggests using a cover with his device. Moreover, what possible motivation would 
someone have to put a cover on the Creager device to keep the dogs firom falling out if 
the wall or ceiling akeady performs that function? Furthermore, there is no teaching or 
suggestion in Creager that his device is intended to be used except against a wall or 
ceiling, so a cover would not be necessary. The purpose of Creager is to keep wires taut 
against a ceiling or wall. (Lines 48-59.) It is inconceivable how Creager would operate 
if used in some location other than against a ceiling or wall. Accordingly, Patentees' 
claims are not obvious in view of Creager as the Examiner asserts. 

New Claims 62 and 63 

New Claims 62 and 63 are similar to Claims 19 and 20. However, unlike Claims 
19 and 20 new Claims 62 and 63 are not dependent from Claim 13. The Patentees will 
explain why their new Claims 62 and 63 are patentable over the art. Claim 62 is similar 
to Claim 19 including the limitations of Claim 13 prior to the present amendment of 
Claim 13. Clause f) of Claim 62 states, *Svherein the first longitudinal direction along the 
furst aperture and the first longitudinal direction along the second aperture are both 
directed to the upper surface of the apparatus body." The significance of this clause can 
best be understood in light of clauses d) and e) which provide that the first and second 
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movable cam members move to an unengaged position to facilitate the movement of a 
suture threaded through the aperture in the first longitudinal direction along the aperture, 
and they move to an engaged position to engage the suture threaded through the first 
aperture in the second longitudinal direction . This is illustrated in Attachment B wherein 
Figure 7 of the ' 160 patent is reproduced and labels are added to show the first and 
second longitudinal directions. 

As furtha illustrated in Attachment B, Richardson's Figure 6 is reproduced and 
the "engaging" direction indicated. In Figure A Richardson's device is rotated relative to 
the orientation shown in the patent, and in Figure B the drawing has been rotated and 
flipped vertically so that it is oriented more comparably to Figure 7 of the '160 patent. It 
can be seen fliat although the "engaging" direction is the same for the rope on the rigjit 
and the suture on the right in the ' 160 device, the "engaging" direction for the rope on the 
left is opposite the direction of the comparable suture m Figure 7. 

Attachment C compares the device of the ' 160 patent with the Plante device (US 
patent 5,070,805), and in Figures C and D the "resisting motion" directions of the Plant 
device are shown. In Plant rope 43 resists motion or force applied in the direction of 
arrows 46 and 47. (Col. 4, lines 58-64). That is, arrows 46 and 47 represent the 
"resisting motion" directions. In Figure C Plante's device is oriented as shown in the 
patent, and in Figure D the drawing has been flipped vertically so that it is oriented more 
comparably to Figure 7 of the ' 160 patent. It can be seen that although the "resisting 
motion" direction is the same for the rope on the right as the 'engaging" direction for the 
suture on the right in the ' 160 device, the "resisting motion" direction for the rope on the 
left is opposite the "engaging" direction of the comparable suture in Figure 7. 
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MPEP 82250 and 37 CFR 1.530fe> 

As required by MPEP §2250 the Patentees point out what has been changed in 
their new claims, which are Claims 35-63. As compared to the previous version of the 
new Claims the only change is that new Claims 62 and 63 have been added. 

As required by 37 CFR 1 .530(e) the Patent Owner hereby states in TABLE I 
below examples of where in the patent there is support for the amendatory material and 
new claims. Also, in TABLE I Patent Owner indicates the status of all claims as required 


by 37 CFR 1.530(e). 

TABLE! 



wiaiuo 

Examoies of SuDDort In the Disclosure for 
Changes Made to the Claims 




1 

Pending 

Figures 1-3 

2 

Pending 


3 

Pending 


4 

Pending 


5 

Pending 


6 

Pending 


7 

Pending 


8 

Pending 


9 

Pending 


10 

Pending 


11 

Pending 


12 

Pending 


13 

Pending 

Figures 5-8 and Column 1 1 , lines 1 5-1 7 

14 

Pending 

Figures 1-3 

15 

Pending 

Figures 1-3 

16 

Pending 

Column 9, line 7 

17 

Pending 

Column 9, line 5 

18 

Pending 


IS 

Pending 

Figures 5-8 

2C 

Pendinc 


21 

Pendinc 

Figures 5-8 

2i 

Pendinc 


2C 

Pendinj 
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24 

Pending 


25 

Pending 


26 

Pending 

Column 9, line 65 

27 

Pending 


28 

Pending 


29 

Pending 


30 

Pending 


31 

Pending 


32 

Canceled 

• 

33 

Pending 

Figures 5-8 and Column 11, lines 15-17 

34 

Pending 


35 

Canceled 


36 

Canceled 


37 

Canceled 


38 

Canceled 


39 

Canceled 


40 

Canceled 


41 

Canceled 


42 

Canceled 


43 

Canceled 

• 

• 44 

Canceled 


45 

Pending 

Figures 5-8 

46 

Pending 

Figures 1-3 

47 

Pending 

Figures 1-3 

48 

Pending 

Figures 1-3 

49 

Canceled 


50 

Canceled 


51 

Canceled 


52 

Canceled 


53 

Pending 

Figures 5-8 and Column 11, lines 5-22 

54 

Pending 

Figures 5-8 and Column 11, lines 53-55 

5£ 

; Pending 

Figures 5-8 and Column 1 1 , lines 53-55 

56 

> Pending 

1 Figures 5-8 and Column 1 1 , lines 28-55 

5/ 

Pending 

J Figures 5-8 and Column 1 1 , lines 53-55 

5f 

Pendinc 

1 Figures 5-8 and Column 1 1 , lines 53-55 

5< 

Pendint 

] Figures 5-8 and Column 1 1 , lines 5-22 

6( 

) Pendinc 

1 Figures 5-8 and Column 1 1 , lines 15-17 

6- 

Pendinc 

3 Figures 5-8 and Column 11. lines 15-17 

6; 

I Pendinc 

3 Figures 5-8 

6; 

3 . Pendint 

3 Figures 5-8 


In view of the amendments and remarks herein the Patentees respectfully request 
the Examiner to issue a reexamination certificate. 
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Docket Numbers 034521-uuj 
And 034521-01.5 

Please charge any additional required fee or credit any overpayment not otherwise 
paid or credited to deposit account 50-1698. 

Respectfully submitted, 



ThelenReid& Priest LLP 
P.O. Box 640640 
San Jose CA 951 13-0640 
Tel: 408.292.5800 
Fax: 408.287.8040 
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Docket Numbers 034521-003 
And 034521-015 


DUPUCATt 

Please charge any additional required fee or credit any oveipayment not otherwise 
d or credited to deposit account 50-1698. 


Dated: 



ThelenReid& Priest LLP 
P.O. Box 640640 
San Jose CA 95113-0640 
Tel: 408292.5800 
Fax: 408.287.8040 


Respectfully submitted, 
Thelen, Reid and Priest LLP 



cobertE. Kf6bs 
Reg.no. 25,885 


DUPLICATE. 
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ATTACHMENTA 



Fig. A 


FIB.B. 




Fig:B 


Fig.C 



Fig.D 



Fig.E 


ATTACHMENT B 


Second longitudinal 
direction (engaging) 


FIG. 7 



First longitudinal direction 
(disengaging) 


Engaging 



Engaging 


F/o.B 


ATTACHMENT C 


Second longitudinal 
direction (engaging) 



First longitudinal direction 
(disengaging) 



Fig.C 


Fig.D 
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Continuation Sheet {PTOL413) 


Application No. 90/006,460 


Continuation of Substance of Interview including description of the general nature of what was agreed to if an 
agreement was reached, or any other comments: Claim 13 will be amended to include a'limitation regarding a cam 
member being captured by the middle portion of an aperture in an apparatus body regardless of the orientation of the 
body and the presence of a suture in the aperture. Claim 33 will be amended to include a limitation regarding 
movement of the cam member, which in an "unengaged position," a suture can move through an aperture in a first 
longitudinal direction; and in an "engaged position " movement of the suture is opposed only in a second longitudinal 
direction in the aperture. Claims 60-62 will each be amended to include a limitation reganjing movement of first and 
second cam members in respective first and second apertures, where in each aperture, a suture can move in a first 
longitudinal direction when the cam member is in an "unengaged position." and movement of the suture is opposed in 
a second longitudinal direction when the cam member is in an "engaged position," and where the first longitudinal 
direction along the first aperture and first longitudinal direction along the second aperture are only directed to an upper 
surface of the apparatus body . 
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